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BE HRMEERZBISN

2.1 SERERSEA (AIA) /a8 ANHEES] (FITF) BHRIESRE

SR EAREEE S 2013 522 A 13 HAEE] #9175 Leahy-Smith America Invent
Act, fEfE AIA) BRASLEE0H A FFEEH (First-Inventor-to-File, f&§if# FITF ) AYMEFT4HRAL -
IEEER (55 B B HL - B 6 PR I A B AL - ISR B AR SR F &
FIRUEE F—22 - AIA [FIRHE BEOREE - WEORAE FITF T R ARFIRH HEITEHA
S HAZ R NSO T B > S HIEEIGRS 2013 52 3 H 16 HARL -

ATA JRFEZAAY 35 USC 102 53X T R FRYFEEE - RSB AER « (251
JFRSR EI R AT » R SCAYBRERARE T (8 A e+ T3 » BRIE--- (A person shall be
entitled to a patent unless~+) > B [FIEE 4R35 B SF R AR R HE AR T BRI 7 BB
RERVEE: - HAT 102 FROSCAVZRREARAE 102( a) R AR Braa e (novelty ) Z SeRiHdiG

(prior art) JE= » BFEFGI R © EFERFER 102 (a) (1) Z—MSRRiHi &
RERL 102 (a) (2) ZMVEJEAIRONT © STEARE 102 (a) (1) Z—MSeRiHHigHY
Bgh - AR > AFE 102 (b) (1) (A) K 102 (b) (1) (B) - $FH¥FRHEIH 102 (a)

(2) ZRESeRRlaayBoh - A =FE » A45 102 (b) (2) (A)~102 (b) (2) (B)
F 102 (b) (2) (C) - #f&El 2-1 ~ [& 2-2 i



Il

DA TR ACITT T T T VTRV

A = (OOOCTTITITRT TV R LD

AlA 35 U.S.C. 102: Conditions for patentability; novelty

(a) NOVELTY; PRIOR ART.—A person shalll be entitled fo a patent unless—

(2) the claimed invention was described in a patent issued under section 151. or in an application for patent published or deemed published under section
122(b). in which the patent or application, as the case may be, names another inventor and was effectively filed before the effective filing date of the
claimed invention.

(b) EXCEPTIONS. —

(c) COMMON OWNERSHIP UNDER JOINT RESEARCH AGREEMENTS.—Subject matter disclosed and a claimed invention shall be deemed to have been owned by
the same person or subject fo an obligation of assignment to the same person in applying the provisions of subsection (b)(2)(C) if—
(1) the subject matter disclosed was developed and the claimed invention was made by, or on behalf of, 1 or more parties fo a joint research agreement
that was in effect on or before the effective filing date of the claimed invention:
(2) the claimed invention was made as a result of activities undertaken within the scope of the joint research agreement; and
(3) the application for patent for the claimed invention discloses or is amended to disclose the hames of the parties fo the joint research agreement.

(d) PATENTS AND PUBLISHED APPLICATIONS EFFECTIVE AS PRIOR ART.—For purposes of determining whether a patent or application for patent is prior art to a
claimed invention under subsection (a)(2). such patent or application shall be considered to have been effectively filed, with respect to any subject matter
described in the patent or application—
(1) if paragraph (2] does not apply. as of the actual filing date of the patent or the application for patent; or
(2) if the patent or application for patent is entitled to claim a right of priority under section 119, 365(a), or 365(b), or fo claim the benefit of an earlier filing
date under section 120, 121, or 365(c). based upon 1 or more prior filed applications for patent. as of the filing date of the earliest such application that
describes the subject matter.

102(a)(2)
U.S. Patent, Published
U.S. Patent Application,
and Published PCT
Application with
Prior Filing Date

First-lInventor-to-File - ,
Statutory Framework B




2.2 SERIEAm 102 (a)

SRS B — R CRIRT  FE 102 (a) (1) —RICRiEL iR EAT A 5%
BHAVARCEREEH (effective filing date, & EFD) ZRTEACAR » B © AR TH
A (patented ) ~ ECEFAENRIFI® (described in a printed publication ) » B¢/ BRI T
£ (in public use ) ~ BvETT Ay (on sale) BRDAHEA 757088 B A RS HI 2 &R (otherwise
available to the public) < Affaf " AXUFFEEH (EFD), E45EMFEH - B HEuR
FLHEEEH - REFRAE 35 USC 100 sz » AR T HA (patented ) {(AFE/AEHYSEE]
A EHIETRE S YN SF A SCEH ETRITI( described in a printed publication )
BRI EBEFAFZE - WIPO A PCT FIEEE ~ /MBI EFARZE ~ HIFISTR -
Feffr - ~ st~ R E - EETE LR H SR - B - RIEH
B ERYEDRL o DLEATFEE R ARG HIZ EEN (otherwise available to the public) 4
TEWtET e ERY OB M 4H - RS EAVER  JEEE(lecture or speech )~ EEREAA YouTube
PR~ dUEEEEER EEE 0 B YouTube 21 ~ 48UEERREAR & SR IE IR ] i B
SCHECENRITIY -

PR ATE BB SRR  FEE 102 (a) (2) > BRESCRIEL i R Ia e AT 58
HIEVARHEE H (EFD) ZAT » ARHEERTAEH A (patent issued under section 151)
o B HH 3% ZE (application for patent published or deemed published under section 122(b))>
Haz A SEH R E AL HMEEIA A - EHiAZEH] (patent issued under section
151) I51EATAE AR EEH (BFD) ZRETA S B EAEATAZ A
H (EFD) Z&A AN FZEIFA A E S - FAIHEEZ (application for patent published
or deemed published under section 122 (b)) HEIFEEFATEEZEIHITANHEFEH (EFD) 2
AIAXHHEERTRE AN AR HE H (EFD) 2 %4 B ARSI A AR ZE
Je &8 PCT 12 7 FHEE A T 18 #E A EBIRY WIPO HAIAFHZ - It WIPO BH|AFZE

5K section 122 (b) FRIEFREIAR
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23 SRR MR R Ry SeRisis 102 (b) (1)

—RRJeRTREG (102 (a) (1)) HYBSMEMIERL 102 (b) (1) HARRE it
AT #eErR - 8155 102 (b) (1) (A) & 102 (b) (1) (B) > @EFTEEEWHEH—
BRI EE - L RSTAIEITET & 102 (b) (1) (A) 2102 (b) (1) (B)
ol wep PRI A N SRAERE RS R

(—) 102 (b) (1) (A) » I AEE ARS8 s H 35 0 A B e R

( Grace Period Disclosure by Inventor or Obtained from Inventor )

(Z) 102 (b) (1) (B) * M N EEHARIET2EE 5

( Grace Period Intervening Disclosure by Third Party ) °

FRFE 102 (b) (1) Jerifedlo (R AH CHFEFEEEUR B %00 ARVHEEE » 5¢
fit NE2€i888 ) WA AEEEIE (grace period) 8% - (B ETEATERE
AR H (EFD) FI—EN (ZRT—5) - FIa0 : AIRFATHEHEARERGFE H &
20155 H 1 H » HEFFEHE 102 (b) (1) (A) & 102 (b) (1) (B) HYEFIfE
REERHYBIINEEE sz P ME B LZHAE 2014 S5 A 1 HEHEE 2014 £5 A 1 HZi&
£ 2015 % 5 H 1 HATHVEER E TS 52 - ARIGFEHIE 2014 £ 5 H 1 H ZHiIFT
s WA ERE 102 (b) (1) (A) 102 (b) (1) (B) HYZE WIERSERAI ]
INETE -

EHERE R EERE (CIP) - AIHARSEGHIZE (parent application ) SZRFHVES
SKIAZ BIAMTHERE MRS Sy iE 2 (CIP) VB REHES HATny—F N8R - M
HATESREZE SRR KIH Z PIS MR B R AE RERHY R R H Z BTH— A i

.

11



&R RBRBEAE > HER NS EA FEZE BRI R - AR
198/ NER B B B 2SR YR SR Z B4 M e B D R A 55 B S A ZE Y i Y SR B R B
HZ AR —EA S EE - A 1S N S A 35 2 SRR DRI Z BIS M B 5
WNEAES N B FR B 2R HH B H e R (B ST H 2 AR — SE A 8 27 -

R 102 (b) (1) (A) - AIREFIH ARV HHGEE - %888 Wl Ry e ARty
AT T A W
(—) A AEEIAMEEE (Grace Period Disclosure by Inventor ) © 3% #8722 H#HH
ANEGEFEZEIHANZ —FT By
() JREZEHAEEREEE (Grace Period Disclosure Obtained from Inventor ) :
8T e M AR R - EATTEERRYEAEAZE (subject matter ) & ELFEHIEKH]
PEHIAE SR NS [FSE I A PTG EHY -

EEEA 102 (b) (1) (A) HUMREE - 2R G (1) EEEEA - 8
FraRss AV A HEE H (EFD) gi—5W + H (2) BEmT R Iia kg g (H]
SNBSS FEHHN) Z B8Rt AR A > EFTEEEH AN S (subject
matter ) J& ELIESEFEE 5T NBSLEISEIH AP S2IHY -

BRI S B IIREEE - B L - 5 RRSTARiT IR F S Bt ]
SN Z —F iy LIRS ESME S (R STERSMYIEZI ) > BI40 : Fragsii=y
HEFZE 2 HLEEFIHETE A ~ B & C =1 » iMEEEIHEA AR TSR Z (F &2
BElFE A KB FEANRWA G —RICAH TS SRR —REEE R
& (first OA) TERSIRERIZ » 2RI > IR Y[BTRS (51N
HYFESEA A » B0 © FTag s B R aE 2 Z SRS EIHE A K B iz - MifE(ERE ]
NS Z TSR 2 EEEEIEE A~ B & C B&E A BRI —RSLATRiT S
TSRS —REEERETE RS FERTE © MHE N ARIZEFRERT4HRT 37
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CFR 1.130 (a) #E5CEREHE (attribution) EEE (affidavit) BEFERE (attribution) 2
BHZE (declaration) S5 - &XHAHERE DG & PRAFRR (& 30 5 (F v BERR e TRl - BRIER
MRS (A0ZEH] In re Katz, 687 F.2d 450, 455, 215 USPQ 14, 18 (CCPA 1982)) - {3
W S HEE AR E S B S AR ISR EE C 21 E A (BTN A)
HYERA: > R C IV TAEN A SRR A A WIS ERETE T ATy - /E& C BIFT
i B EE 2 Z SRR s TSR W R ER S I A K B 1Y » i
BAAE S AYEETE T - FEA BT AIREHTISOREERR - AR - 5A HA Y
2518 (AR Ex parte Kroger, 219 USPQ 370 (Bd. App. 1982)) » il : fE3% C (JE
BN ) EEEZBREEHFABR ZBYIE - I HFEEREEN MR H
R - B AR ERGIOE g A A BT - BTSRRI A IR -
ifi 7Y Ex parte Kroger % > Knaster (JFHAN) R4 &EREEHEH NER Z &

I HEFE 2R EA R AL FERI A R EOR S > B thar
S5 7 AT > Ryfa] Knaster SRR FEHAERHEN RS » B0 R EN A S
HIZEEIA AR EIRIAATIRE R, - 1135 775 Bl [E 78 55 B B p A IR &is A1 E
WA > Knaster AJgE/2H C EEEHEH 520 F B FE G EA RS -

BRI B S B EHARHEEE - R E B L HR — MR Se AT A H A\ e gs -
B EE N BRI G FHE RS RO R S —REE B RETE RS FEAIE -
17 A RTE BT R I BRI AHEFT4M A 37 CFR 1.130 (a) $#ECEREBME (attribution) =
LE (affidavit) SCEFEME (atribution) BEHHE (declaration Wi HAEEE S — M SLA
FioEREREHASEEEREA - EEENERERESHHASRILERHAZ
NG EORE R R AR ABERR S AR © 5 B a5 AR Ll 5 - E s I EN N B TR
IREFERITAHRN 37 CFR 1.77 (b) (6) HIEFEHFR ZeHET » AIEE &L
N BRIE 8 88 5 — AR AR T A R — RE AR R E PR RS 158

HijZE °
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fR#2 102 (b) (1) (B) > 4nRA AN BEEE2€4685 (Grace Period Intervening
Disclosure by Third Party ) S22 > EH#FIHARI ARG - HEZRIHARILL
e e B N (i o —(Ef A ) ZRILAFATE R H e Ea Ay £AG A& (subject matter )
& EL PR R S\ B RIS AFTS 2Ry » s M B R 28 B AT A et
RS AR - A\ (BB 5224888 ( Grace Period Intervening Disclosure by Third Party )
B AL SE R - (HEFEABZAT > SN~ ShES I NS E R R
S ESEER AR EIE R AR AFEEE - NIE > it A EESHEE
Zefa B e IB IR B - BIERTERS ARV S5 H (EFD) Ai—A AR |
HEHA ~ HEZA - IREREFH AR FEZHAZ A ESE T AR L
AENZ (subject matter ) B A (B EHARIEIZEREEEAY EAGNZ (subject matter ) FH [F]HY
a > R BRI 2SR BR (A P ERR T A HR R S mirsedln - ML - 5228 102
(b) (1) (B) > AFFE =M - (1) M B EIHREIEZE A EE Fa PT3535 BHAY R
EIARIA AR © (2) FEM A EEIIREZEREE AT > WA ~ H[ESEIH A\ BE
R TE S8 00 A\ Bt [E 80 AT /BRI AR ABEEER & (3) B ~ H[E
SO0 N B E R B RE I S8 I Bt [F 8B A FrS S ERIHI A N E e E T AR EEHY
FHEAA (subject matter ) F5E il B HARIEZEIGEEHY EAG A (subject matter )

[F] o

A = E R A R A SR A B B2 te B8 Ara BRI N = B p
s S M THED VR HIET - 278 &\ B 7R EL S A i\ (B e 2 iR BE FiE
PRI AT B HEE A ~ ShE S\ S E R e S A
S FEI I A RS R BRI A AR ABHIEEE - Mt AMEEEE S TS
MEEY ~ A EE T BB R 3 M RER T A B Ry e Rl A -

W 2-3 - EHEH AR AR (e PRS- i \E2eig e B85 L2
RER > Rt A (Br2ete B mT e RRR Ry Je TR - S5 AR AT B (A e 15
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245 > M A\ EZEE R (R IG B IR PERIRAR « TRATHEAIRGS « 7 AiRss - Al AfErze
BRI PERR - (it N E2Ei8 88 2 PEIRER nI e pE PR Ry e R Rt - {EAth A1
ZEFEEE IRAHBIRSR ~ 7N ARSI AR Ry Sty - SEH AR ABRE
B R iges M A\ B2 i (hia e FiRiRGR A ML M\ fEr2ete 85 A werkix -

inventor's prior | third party's intervening | Does the inventor’s prior public disclosure act
public disclosure | disclosure as a shield?

X (e.g., a flat-head General category that Yes. Rejection cannot be based on third party's
screw) includes X (e.g., a screw) disclosure of a general category that includes X.

X (e.g. a flat-head List of species that includes Partially. Rejection can be based on third party's
screw) X (e.g., flat-head screw, disclosure of other species, but not on the
Phillips head screw, and disclosure of X.
hex head screw)

General category A species within the No. Rejection can be based on third party's
(e.g., screws) general category (e.g., flat- disclosure of the species.
head screw)

[ 2-3
[EBH - 208 2-4 > HHH AR ABEEGEETE - A\ EEER(ERE L

fir etk > FI N\ (12648 85 rI R R SeRIRNT - G AR Fitg B (e e
A > it NEZEE R AR A - 45 - WA NIt \EIZER g (hal PR - (his
fill NETZEREEE 2 FH AR TR PRI Ry o pirisedta - (Efl NETZERERE 2 25 ~ PNEEAH
TR Ry SE RN - H 5 ANRIL A IS B A B ik - \ B2 FE (ria 2e

AT iz At A\ @2 i Ba S A we bR -

inventor’s prior | third party’s intervening | Does the inventor's prior public disclosure act
public disclosure as a shield?
disclosure

X (e.g., methyl) General category (e.g., Yes. Rejection cannot be based on third party's
alkyl) disclosure of a general category that includes X.

X (e.g., methyl) List of species that includes Partially. Rejection can be based on third party's

X (e.g., methyl, ethyl, and disclosure of other species, but not on the
propyl) disclosure of X.
General category Species X (e.g., methyl) No. Rejection can be based on third party's
(e.g., alkyl) within the general category disclosure of the species.
2-4
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Mabiitc: S EW NI I CEPNG k- EE i3t SEPNE S ks SEPNE IR S &2l = = =
AERIS AR R A fr 2 i A (B S Erseta BRR R B i 2R i -
SN ESEES I AR ABHERR AP ] BbaT GRS R s - Ml B
[l 2ei 8 TR H IR FE T 2\ ] RS HTISORR - A BHEEE R A F A 2 E A (BRI
{E12e18 55 ] S HEPR I A Ry Sepidseify - EEERAYSE > SIHA ~ H[EISE0H NS E R
REEIAEELEPNE iR SEPNGIES Sl v e D WS X WG - 28| TS o) i
H OGS H M (IR E R RN B A A T e R i B E At
N~ L[EISEIH B RS B S I\ B RIS BT 2R A AP 25 E
BRI i A BRI Eoei8 8 - BB LR —RITAEdiohB A Friass - i
FEEAANBEREE—RICAIRM NS —REEEREFTERSFERIZE - T
S N TR EALERGAT4RR] 37 CFR 1.130 (b) 2R B2 (prior public
disclosure ) HYE# 5 (affidavit) BEHIE (declaration) ILEERALAFHEENIANZE
RN FHiE RS RECa i HIRIHY) - RFeBLENRITIVIRA » R\ FHiEFEE Ry B
(58 FHZIRRCER BRI & AP (e Bt T SR AT A L (s A\ B PRSI i
NEseta BT e Ry N AL T AR Sl BTN ~ S [EI SR\ B E 2
SRR e S A\ B [F S A FTiS 2TE Rt A AR ABHEEE - LA - HEE AJE
Tt BRI R I NS ERNY K DL AtE & A SR E AR Rt A& 2ei5 820y
OSBRI o R N GEE EE Ry B R Bk R e S I B [FI 3 NS 2 LR ER A
PNGiEic) oy e e RN B s PN Q= S0 & = Fi L

24 RRESCAIBAGBISMEAR R STATEANT 102 (b) (2)

sy (102 (a) (2)) BYBIMRMERY 102 (b) (2) > 7 =FEIE L
AT HEEERR - B35 102 (b) (2) (A)~ 102 (b) (2) (B) & 102 (b) (2) (C) - &
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‘B RTER S HE AR E SCAIROT Fra 8 - BEARE LIRS T & 102 (b) (2) (A) -~
102 (b) (2) (B) 2102 (b) (2) (C) e #ePEbRimmaEE N BEUARERAE K5
(—) 102 (b) (2) (A) * JHE I AHIEFE (Disclosure Obtained from Inventor )
HISTRE SR HAY EREAZ (subject matter ) /2 ELFEECEIHEE#HH A B
FE[EZEIHAFTSEIRY

(=) 102 (b) (2) (B) : fth Af#E2€488% (Intervening Disclosure by Third Party )
TRIEMV SR RT RO TP HY EASAZ (subject matter ) » FERAF SR RIRTA R H 55
HZRAT > EAEHEE I ~ HFESEI N SCE R R S A\ eIt [R50 AR
FEIE R AR ARt B R LA

(=) 102 (b) (2) (C): FA#EFE (Commonly Owned Disclosure ) * {%f5FTaA#5HH
AR RS H ECE PR SR H AT SCH SRR A BRRSC RIS 58 SRR B FTaE 3%
HEFEARA » SERBEETEA - SR EE R (JRA) M 5[E
NFTHEEREZETEA -

bl =FERE SRRl 2 BI9MEG 102 (b) (2) AoRZES—FBEEHAHE - —FEF
EIEEEL 102 (b) (1) AR > 82102 (b) (2) R -

R 102 (b) (2) (A) » MERMESHHRG (FEFEMAERE - EBEFAF
ZEE WIPO BAIABHZE ) FTiagaty £ASINZ (subject matter ) {4 ELFEEEHEESEIIA
BILFEIIHAFTREIRY - T HERM AR RS (58 - 28T > T L - FEANETIAE
%G e R SRR (SERIHEFAEE ~ EREFARZEE WIPO BAA
FZE) W E—REERLENE (OA) > HE A THES - REEERBNE

(OA) #&1]41 102 (b) (1) (A) ZIFE %8 AMEEHAEREEN T EREbR - 21
RS AT N A AR 2 1 3 9 NS [E S I AT EUSHY - a2 Hes AT
ARAA 1130 (a) IECERBENEEE (affidavit) SEHZE (declaration) WELE
U N\ SIL RIS N B R s AR DABER RS ATt

17



fREE 102 (b) (2) (B) > HEMAMARG = (1) M ARIRESLRTR
fli (EEIBEFALEE - EREFARZED WIPO BFIAFZE) FIEATHBHITER
55 H (EFD) ZRTAREE, 5 (2) {EM NSRS AR ss H 2 A > 2590
PN ikt S EPNE A= R b d et SN e ikt 2 DN TG 2 = R S NS /AN
1985 5 (3) BN ~ SL[EI%I NS E BB R S\ B E 3 0 AT &Y
fil NERIEABHEEERT TR NZ (subject matter ) 75 (A EZEHEREHT TAE A A
(subject matter ) 5[ » B _FETIT=40102 (b) (1) (B) -

BRHY 102 (b) (2) (C) [FAI&EFE » BB EHFE A HFTEY (statement ) > AR

FEE  (affidavit) B0EEEHE (declaration ) BT ELEERE > HIETHER: o

2.5 EEZE (affidavit) SEEEAZE (declaration)

A IR IO 102 (b) (1) (A) 2 B ASORE #09 A
ERHEEE - 102 (b) (2) (A) ZHESIIANIBE (A0 2-5 2 & @) =5
ATTHISARAN 1,130 (a) $EACBRBHE Catiribution) 7 B (affidavit) SOHI
(declaration ) » H: F (R BERTAATRAT AT £ O TRINGES: » SEATHL G (07T
PSS BRI SRR -

5 R A\ LBtk Z 19 By 102 (b) (1) (B) Z At NMEFEHAM E2eaE
102 (b) (2) (B) Al \{EZeiEEE (A& 2-5 Z &y ) > HEE A REEAHAN 1.130
(b) $ERIABAHEEE (prior public disclosure ) 2 HEE (affidavit) I E
(declaration ) » H: H WY Z BEHRIRAESoAIR T A B Z ATES R RIHOT A S EE H 2/l > 4
BAA ~ H[EEE A s E R s aieie s I\ stk [ 2 AT Sl &R A BRI A
FATEEEAE [FEIHY EASZS 445 B 55 A B 35 3R B A EAR TR RS AhHE 82 (prior

public disclosure ) 7 B2 (affidavit) BEEHH=E (declaration) HIHHIEEZEREEMAE

18



TR REBIASEN > ZEEAEEEGEASFA AR E HaCsIt = FHA

MHE 1130 (b) BEEH
[F] S A BE Y S ARl -

» AR IS AR A

A R HRIE A NEH

Using Declarations to Invoke AIA First-Inventor-To-File Exceptions

e

Prior Art
35 U.S.C. § 102(a)
(Basis for Rejection)

102(a)(1)
Disclosure with Prior
Public Availability Date

102(b)(1)

Exceptions
35 U.S.C. § 102(b)
(Not Basis for Rejection)

(A)
Grace Period Disclosure by Inventor
or Obtained from Inventor

(B)
Grace Pericd Intervening Disclosure

by Third Party

102(a)(2)

U.S. Patent, Published
U.S. Patent Application,
and Published PCT
Application with
Prior Filing Date

102(b)(2)

(A)
Disclosure Obtained from Inventor

(B)
Intervening Disclosure by Third Party

Declarations
37 CFR. § 1.130
(Invoking an Exception)

(a)
Declaration of Attribution

(b)
Declaration of Prior
Public Disclosure

(a)

Declaration of Attribution

Declaration of Prior Public Disclosure

(C)

Commonly Owned Disclosure N/A
\. J
~
Declarations under 37 C.F.R. § 1.130(a) Declarations under 37 C.FR. § 1.130(b)
(Used to invoke 102(b)(1)(A) and 102(b){2)(A) Exceptions) (Used to invoke 102(b)(1)(B) and 102(b)(2)(B) Exceptions)
A
130(a) Declaration of Attribution 130(b) Declaration of Prior Public Disclosure
"That's my work” "I made it public first” )

statements ) AJEE{HELFMESME A T 5 (unenforceable ) » AL »
HMEIA  MEJTHEIEREA AIA 1% - B AT RSN ER e flsh 2
BE RE L4y s L L sRAVEBTHI -

S I o R AT

lﬂlﬂ
e
HIH&}

2-5

SEEIRE

19

& (affidavit) SKEFHHE (declaration) Z72=% » FIFHIEEEEEH
KRN GERE P A A E A F A
A E—ERECE | A R A

BAGIET  MES L
t (false
HEESEEEN

BE=

= g



T=%F [EAM: (Inherency) ZHHE

3.1 EREE

TEEEEFF AL FHERT (MPEP) 55 2131 Z2RH 35 USC 102 Zgrfatt/a A,
P Canticipation) $2% - —3FKIEHE 0] FH RV (AT — 5 KN E— (BT g — 8 —
JeRIG S A8 - HATRE R MR HE (expressly ) #8EEEE A (inherently ) &
& ° AL MPEP 2131.01 £2%] > —fi&ii = » f{kiE 35 USC 102 AAZELH KIFF > 2
ME—55 - BIREAZRG R Hrh— i o RIS RS E R
R R B — S AR i 5 [REAVRFHBUARE AR -

ifi MPEP 2112 SCakfic# 35 USC 102 = 103 ARAZE 55 K IHIG o] SE & (I8 — TRl
Fefa5 158 (aprior art reference ) HYHI7R (express) ~ f&& (implicit) FIEA (inherent)
BN o —JeriEdrs [FEMEAZ0R (inherent teaching) » B —FE R - G
FAME/ AT FH R Canticipation ) 28 2 R4 (obviousness ) B84 « In re Napier, 55 F.3d
610, 613, 34 USPQ2d 1782, 1784  (Fed. Cir. 1995) E{EZEM » {H2FH—Jchiiios |
ra Y[ E T8 7 N B R 2ot 5 [36 2 45 & 58k USC 103 HIRZEL -

[MAR#E MPEP 2112 YA A AIH » EA M (Inherency ) (A EE I SLRTHRMTH -
E—H KA H—FHE (characteristic ) ~ M8 (property ) BT (feature) A
SeaIR oS [FE B R IE 80T - e RZ R E (characteristic ) ~ M8 (property ) 3¢k
F (feature) & A FRAHAFEAE R (E I SRRTRATHIETR (necessarily been present in the

teachings of the prior art) °

20



32 EREMZEERE

EHY#IR (finding of fact) K/BAflrHYERER (technical resoning ) A LASZRFIL-
E—BEENEAR S B L AFER SRR HIZOR (an allegedly inherent
characteristic necessarily flows from the teachings of the prior art)  H# [ EHA NS
(EFHEA R - 5 E A SVETR R BIRVES R B0A JIavRdilasms - SEAARRE Ryl
DUBRAY — B AR A 00 8 [ T AE 8% S ATHdlT (must have inherently been
present in the prior art) ° ZIFFZIURET— B ERFIRAEZ FTRE (may ) FE4 517
TERFZSeRIRlT - AR R LUETL BB « EA A 2 R e ] e AT T

(Inherency may not be established by probabilities or possibilities ) ° {HZE & A\ B & HT#E
BHEEDZ A SR REEFEEABLTY (prove) - —HEFE A BRZHE BNV E
RS HAVR R - B REGEBREHE A - HiE AR - SR
TH 2 U PRI PR R M ARAR A A AE A Se A FdflT = In re Best, 562 F.2d 1252, 1254, 195
USPQ 430,433 (CCPA 1977) Z » & N BRI R HEREE - it HEs AL
AREREATEEIR SR - PRI SR R R A E3RERE (United States Court of
Customs and Patent Appeals » CCPA) #EFFEHKIAG T THRAY (anticipated ) °

3.3 EEMEE 102/103 FER%E

B EEA MR S AR 35 USC 102 » H DR A AT TE M (anticipation) %
5L Br g A pa 35 USC 103 B - BIANAIH—Jerisio s [FERVE A S BRI A K
HAth5 58 2 &5 DR B 2 R (obviousness ) £Z5L » 2RI > WIRFE N B HEE
SERIBMT AT R AV EAS TR U S RE(ERE KA B A7 M (anticipation ) &I 2
5% (obviousness ) » ZRA][EIHFE AT 102 F 103 #ZE - 7% 102/103 ff RS (102/103
rejections ) » &N SE S EMRRG KHERSE R (LM ZH5

21



102/103 ff AR BARER R T Y BEEEZEE (compact prosecution ) FREzHH[E A 14
HFerfeE A 102/103 FRAIAZES » LN T A T RE g A ¢

(1) &fEREsEKIE  (claim interpretation ) HERFFRIT H A SRR > 46 TH
—FEEREEE DL 35 USC 102 i #54a T 55—t er DL 35 USC 103 #25%
oA K IEfRRE R SRR - o E N7 =0ALL 35 USC 112 (b) #Z5%

() FEEMEEFSHI RIS 58 2 B 2388H (genus ) 188 > EAILED
AE45%F] (at once envisaged ) FTas 2 L& EE0H (species ) M{EFTEE 2 T A%
R SEHHA BLnl TH R

(3) HETARERE JeRTHRIN S [RE 2 E R FE BUESUEY) (product-by-process ) Z &5 KIH
WY ELED R E e S RS (055 KA B AT v MRy - 5 oo (56 52
BB SR IA Z WA AR B A [R] (slight different) » RITET(EHT 102/103
OFZEL - FEAN B ECHAERR R RS E TR 2 A

(4) HEEEE SeaTR TS [FEPTfa R 2 o2 & foaf KIE 2 FERIIAE RRE
(means-plus-function ) JTHZ ¥ L AMEE 35 KIHE &N B o] 7H R MEEL
g5 2

(5) AN EESRCaTR S (58 2 i #iE (broader range ) Z&FE% > =B C
& e 50 BAEM: (sufficient specificity ) Mi{HEFTEE 2 #x%5 &0 & (narrow range )
AETETEREME

22



34 PERER MERVR IR

[ P I TR S B P B R fla sk b B R R B AR P S Ay 88 H
(ATA FHTEE) BCARHEEH (AIA &) (EHRRL - EEAEREA R EE S
TN BE 2 EE - HZER Schering Corp. v. Geneva Pharm. Inc., 339 F.3d 1373, 1377,
67 USPQ2d 1664, 1668  (Fed. Cir. 2003 ) HJHI » HaskI&El A AV IR P 35 25 AR
B - EAEMGHER EAVESEEE AR TR LR BUR TR -

35 BARHZBENR—Y)

B KIH Z B Fe—#ih (product) BAEE (apparatus ) Hf » QIFRGEE KIFERSLAT
Rt RAEss e b~ $HR AR ECE B > sas RIAEL LA o f A R = E B A
25 BRFT LG TR A SR LS5 R itE B2y =] 7 71 (prima facie case of anticipation )
SR FaS R R BT 5 B (prima facie case of obviousness ) ES AL  FEH -
PERECHEBRERE A - HiE AR IEEEERNRE > SR KIEZ U R BRI
G ARARAHAFAE T Sl o FHZE Titanium Metals Corp.v. Banner, 778 F.2d 775, 227
USPQ 773 (Fed. Cir. 1985) ®IAI » BFHSERERE R e A E e 8 Eas KA E A #k
Gl A FHEIRVEE K884 (composition) » JeRifefiT#EARIGE Hik G & EAH
KIFZ g a2 S - [BEBFARGE BT A EE - Ny - Serifiin EfEEE AR

(4EEY - IREA %S (properties ) ©

B RIA R R — P8R - R HENEERAH R Z EE S RTRE A AE B R H T
'8 (Inre Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658  (Fed. Cir. 1990)) » Hxt21b
ERH AR A A o Ry 5 DRIEE > ARG R il 448 B8 Lo K IEAH [F] A B2
Gt BERAHRE - SEATRiT A B A S RIAT ) ERHIMEE (properties ) © 3537 —ELAI
VIE ZRIREER ~ RAWME ~ ThRe G A AR R T AIRIORE - 1A &

23



EAPE BAHEHINE - AIFRFTEHE R  BriRE BRI E RIEA AR
Azl - Fras < L —E & B FAIM: - £ 26 In re Crish, 393 F.3d 1253, 1258, 73
USPQ2d 1364, 1368 (Fed. Cir. 2004 ) > Frés Z s AAHFHIET (DNA 511D ¥ E
MZEhe (FENE) LADNA FPPI 23 A /HEM 2 Ele (B EE) A28
BARRZEZER ZAHFER DNA P51 (RS e E A g R ER
Frlt - ERIMRIEE R E R SN R AR -

BB RIA R Ry — BAAFELIREMEENRIAY A (nonfunctional printed matter) 2]
Rf > 5 SRR B R K IHAY 22 BB AE IR DRE VRTINS > HRENRINE AR B Zh
RETE > JETHREPEE RN A (5 5 SR IR ELAR R ST i il A FTlefe - A AR >KIH
TRH SRR AT 7 LAY Canticipated ) » [RIIEE » EERSAERHIETEHIRIAN B2 & A B ThEE
M > 7F In re Ngai, 367 F.3d 1336, 1339, 70 USPQ2d 1862, 1864 (Fed. Cir. 2004 ) ZEf1H -
s KR —BEA—&EH Kk —siEZEM > Seriiii 588 — B A —&EH K&
—iAEZEMN - HEREENRAE R IR AR E o B A AR Ry
RN EE ARVE L > AV A& T 2 SR & T EIRHER A B S N A
5k O JESR 57 48 FH 3500 S8 453K - 4F In re Gulack, 703 F.2d 1381, 1385-86, 217 USPQ 401,
404 (Fed. Cir. 1983) I - BLRHEREIRINE 2 & BAA TR - ERMERR FIERE!
il R BLENT I A A YRS (substrate ) 2 2 &7 AE#THY HLIRRHAIT 2 KAV DIRE MERR (%

(exists any new and unobvious functional relationship between the printed matter and the

substrate ) * FEARZEHPREIRIANE Z B B EA —EFR R AESEIRIP A S 5
BAEAEME RGBT EEE » NI - ENRIAN B EFEN RN ErY#EES (BISEKIE)
RIS A P ERE - T EAHEAE -

24



3.6 BERHEZIBNR—TTE

AR BB Ry — 50k - SRl < B2 EAE IR fORE #(E T (normal and
usual operation ) B THIEE KIHZ J77ENRE » J7AS KIS Ry RE e Al 2 258
BEFTATTE AT (anticipated ) » & 777555 KIH Z S FE AR HE P AeCEEH —EKE
REITHIRZ T EGE KA » HZ B RIR—JeAiiln Z SEEARE - RS eRiRi < 2
B EAHETH % FAEE KIE (the device will inherently perform the claimed

process ) °

EEARIAZ AR B — RS KIE - EANGEE e AR 2y BRI 2 RIHY
iR ge B A © SE3R ERIGERE Z RAIMEE 10 HH 55 CARISERE 8 IR (R T RE
T SRR (YRR » 28T > WISREZ R iR (TS R4S B E B A R E 5i4E
B BFKIAMRATTERAY (anticipated ) ©
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FUE BESGEE T EE

4.1 BUEEE

[FEHE]
1. HEEB

A RIEFT AR B SR AR BRI ARl BYEE T o BITATH]
TR R FTEE 2 B S AIEI RS (prima facie) TAFAE ©

EHOKEAT RGeS E—HE
P - T~
[ FeRIT T Z \ N
N W Firah < &
~

—_ -

B HiE]

gz -
HHERZE Z5FKIARTAIZ 810 A Z8E Ry 1-13 EHED -
FERRE R 7 —8 2 B 2 #i# 10-50 HE% °

PRI - 10-13 EHE D REBHVEN T - IR T - B SAHR SR E
FE > W H - WEREFESEEHE - Frag ~ BRI iTaesd 4 (A&
B R IHRERVEE R ) -

\\>§v

SRR A BRI SR i - 3805 10-13 ERE%HTE 72
NEAEHBEN - MATEE 2 1-13 EE %2 B8 28 S50 -

Yinre Wertheim, 541 F.2d 257, 191 USPQ 90 ( CCPA 1976 ) ; In re Woodruff, 919 F.2d 1575, 16 USPQ2d
1934 (Fed.Cir.1990) .
26



2. RERES - (ERET
R » 2 3SR R LS AT e PR B B 2 4 T
FSYBEIT » A EL R SH TR 5 B R P R B EU R S
T2 SRR MWL T + S0 R AT BT 5 )2 e T
B -

ERRKHAT R AR E R E

- ~
7 N

[ Ry
\ Emo

\n_—,

FfTes Z #ilE]

R ERE R

gz -
HHERZE Z5F KIARTSIZ 4oy A Z #aE Ry 10-50 HE S
FERIEGRE R Z #EE Ry DY O EHED

TERGIRGE S » AR a% 2B E R o Rk sh B 8 Ak R TR R &
P EMEIEAET 2 it - 2B R A BRI E RS+ - 38R
BHIM S AR E B O HE RS SR R DL35US.C §103 Z#
TERZELFTEE 2 10-50 &%

BESh - B EREIED R BTV EE - B S AR - MPEP
2131.03 M EMHREREH > ESeRREor 17— (EELRTEE I EE AT A B E B

2 Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 783, 227 USPQ 773, 779 (Fed. Cir. 1985 ) .
27



BRI EAFTER SRR E AR - R BRI ATES 2 ks - RURTEREEEAH
W SR B R o FUSTESeRIR it IR EE T Aas s 4

»

sk 35 US.C. §102 By Bl 2 1B 5 - S A Fra Ba Y EL s i
HEBAFE > FLOVEERA 35 US.C. §103 B D72 FA49 A % &

3. SERIEMTATREE 2 SR A& T AR
—MRIME » & —(ECAdiofa s 7 E e s (EEs #E R HEEE 2 Ll
FETLEE T S RIVFRIREE - 2800 - WRSERTRA e iR R ERE 0N &
2 T IER REZ ATResHpy > I ET 2360 —(E P E 5K ™ & HYI R
[IEEZES I

B FTas L BZE R E e RIS R P - B - SR A
BB A [EF > AIER R TR BRI R AR - tH5h - E AT sEEL s
AR A BRI EEE R R (HRIER BT S e DA TR fr i B
i R R TR RS 2R B A [F R R I 2 By - T8 R (FAE T BT S HIEY
RHEERE -

4. BENREL
—MRIME - AEREEORE ERYZE RO A S AT R Ak S A AT st
I EATEAIE - BRIEAE BRI ERI RSSO E 2RI - & 5FKIEATH
ERBSCRIsfT - #8 e AR ST A b eln] ARG @ AR A2
0 -

3 “[A]anticipation under § 102 can be found only when the reference discloses exactly what is claimed and
that where there are differences between the reference disclosure and the claim, the rejection must be
based on § 103 which takes differences into account.” Titanium Metals Corp. v. Banner, 778 F.2d 775, 227
USPQ 773 (Fed. Cir. 1985) .
M7y prior art reference that discloses a range encompassing a somewhat narrower claimed range is
sufficient to establish a prima facie case of obviousness." In re Peterson, 315 F.3d 1325, 1330, 65 USPQ2d
1379, 1382-83 (Fed. Cir. 2003 ) .
> “[W]here the general conditions of a claim are disclosed in the prior art, it is not inventive to discover

28



Bran -

Fregss iRy © —dHEY) > HiaEa —BEAEE P TE4E 50,000~100,000
ZRPEREY)

JeRIEE R - —sHRIE S ERVR E R &Y - H A% 100,100~200,000 Z
HEVO TR HEHORZEEY 2 EE V71805 100,000 BORR
200,000 fRF & (s SHRICPIE A=A BRATMEE -

Bl R AT Z SRR - R E R T’
ZHIEIS A AR > — RIS - BRI ERE Yy T EHE 2 = Rk
[ErFATEE B AT - 280 > SeAifdi/MEd T MRZ R EY) Z EHE )
T-E/DJ? 100,000 BATR 200,000 5 & (ERZ IR A BRYMEE » BURER
MR P T B BRI - ST EE 2R RN - AT
B R T A EE ARG Ry TR R AR E A BAIEE - A g
PRAEE P TE/DIR 100,000 BYEEY) 2L Fras BN SeAr I E
JERI S -

5. BMBRGTZ/B LD
FEg A\ ] e BLEs iR B ATah S0 B Z BRI - AHURER Y i & S
ILZ B S HEEID 361 o HaE AE 2SR E VEEEE R - —f%
i 2 B P A R AR S TR Al v A T R A TR 2 SR

BESE > — (BRI SRR 3885 T o] DUE AT HE IR 2 2 3R A S TS
R REI P T I B SRR BUR AR TR - BEE ARt R B S ARG B A

the optimum or workable ranges by routine experimentation.” In re Aller, 220 F.2d 454, 456, 105 USPQ 233,
235 (CCPA1955) .
® the applicant must show that the particular range is critical, generally by showing that the claimed range
achieves unexpected results relative to the prior art range. In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934
(Fed. Cir. 1990) .
A prima facie case of obviousness may also be rebutted by showing that the art, in any material respect,
29



sA s A SRB0R ~ BESTHIR FAERTHY R A TRIARIEE R - AR
FiTef s I A STl pTaon < #E I B 20 2 AR

6. 102/103 #%E¢
{t<hE MPEP 25 706.02 (m) i 7.27 E&%[R-07.2015] » & SR fin e s~
[ BT 5 i B BB (BRSSO 2 A& AT 35 #6lE < BAS Bt (5 -
A g R 2 102/103 %8 - (272 MPEP [EIRF7R5@ 8 He s =X 2 A BGE A1
A FEZ— A A R E 2R S S 2 MEZ A AT ey & L R Al
Hria B EIm B I E 2 L - FF - MPEP 2% 2131.03 §fi[R-07.2015]1/8 E—
HEREH T RN EE S [T R EEE S T R HR AR (sufficient
specificity ) | BURFTEA 2 il > fLERAVEFF > FE AN B VEREER B
A3 BB 5 FLARIE - PR 102/103 S ERZEL -

(/4]
B FTaR BB SRR SRl Are 88 #ElED A R R ~ oREIBRIEI s 2

Uik TRIL - 2 EEEERE  FIEEAT - & A Eral R A BB EAIR I AE - T E
BN RAVEL ST - 57 5REEZ S R B S sk o oA i R 2 S o] T R &
AR > HE B AT AR - SR 5 nl s 2 PR AR S E AN
I Rl B ] P 22 i e A TR 2 SE R e AR i BRI S A

B HNEUE R ARAVE (L - MPEP BREH (75 (2 2R R A G BRI S RS
FHIEARSEIHEVIURG ~ S0 B E B F RS - WIRRENEIS BLRIAY S0 - HIfE
iE BB I AR AT I AP A AE SR« SRR SR R A A R A THAAE R

teaches away from the claimed invention. In re Geisler, 116 F.3d 1465, 1471, 43 USPQ2d 1362, 1366 ( Fed.

Cir. 1997 )

® A35US.C. 102/103 combination rejection is permitted if it is unclear if the reference teaches the range

with “sufficient specificity.” The examiner must, in this case, provide reasons for anticipation as well as a

reasoned statement regarding obviousness. Ex parte Lee, 31 USPQ2d 1105 ( Bd. Pat. App. & Inter. 1993 )
(expanded Board ) .

° In re Williams, 36 F.2d 436, 438 (CCPA1929) (“Itis a settled principle of law that a mere carrying

30



ST HEE A TR N B IETREARY - AT LUE R BN — e R B Rk R bR T
FRIE ~ REFBUEGRM: - BRI AT - QRIS T s E R
AEHIRE S I L

BEA > et A A STy S (o ] 9 SR B2 (1 i 2 e s 21 S A 8 4= 54 ]
MBS BAWERE 1 T B S ARG 12 S5 AR S (e A [ B L Y ] R B
BAMREN > FRIRCHEapr s < B{EES AL KEE 2 T - 2R > 275 MPEP
55 2131.03 Efi[R-07.201 SIBHHA BB REEEIRTFNE Z 500 - 7Y ClearValue 27 » & 35KH
FfTag R —WRIEARRY S0ppm KIS K2 J77% M SEAHRMTEoR T AT -l EAE 150 ppm
SRR R SAVIHIE 50 © Fraf it R S BRrsileny - [N B TR ARASEMER E5R
AT RS I RS s R A IS TR 22 5, MR - 1F Arofina 8" - EHEK
YEFTER RofE 330~450CHIRIE T & @B IT7% » SeAisdir#on 17 100~500C
o RERCEIRYAHE A7 - M HAEEE T RERE Ry 150~3507C » 2481 > AZEEEEPIBUR T
12 300°C AN TRTES < SR E - (R - ARG T RS BAGME ) sthrT erE ey -
B8 A a5 FEE B ST A il VB FE R E A R TRV BB - (DA GERTES A~ Bt - ot
Ah - AP EEE (B A HIEE - AR B R R E R E > e
BHRNHFEENHMBEERIEMNE ZBEGREROTEE T esry Bt 4
BEEIM A ELRRANE” o &7 LRl » ] 0S5 ER S i ] SR AR B (L S A m M - B

forward of an original patented conception involving only change of form, proportions, or degree, or the
substitution of equivalents doing the same thing as the original invention, by substantially the same means,
is not such an invention as will sustain a patent, even though the changes of the kind may produce better
results than prior inventions.”) .
SR E RS R SR 2.4.2.3.1 6 o " AU A EA 2 S UHEE A DhRUVBEEE TR T - R
AERTHITR  MEZ IR Tz AT B R i SR A R E R T S (RS R eEIF R4 THIE
T93EE T EETERAZ DA« |
VSR A A R S 25428 R 35
2 ClearValue Inc. v. Pearl River Polymers Inc., 668 F.3d 1340, 101 USPQ2d 1773 ( Fed. Cir. 2012 ) .
 |d. at 1345, 101 USPQ2d at 1777.
1 Atofina v. Great Lakes Chem. Corp, 441 F.3d 991, 999, 78 USPQ2d 1417, 1423 ( Fed. Cir. 2006 ) .
> If the claims are directed to a narrow range, and the reference teaches a broader range, other facts of
the case, must be considered when determining whether the narrow range is disclosed with “sufficient
specificity” to constitute an anticipation of the claims.
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FRERER FH BRI SE UE B T A PR [E] » S5 DRSS a2 # B 2 S A S R S L
RHEEIREFZRAFE - RAEE S EAANE

42 ETME

[F&HRE])
1. Inre Petering "

ARZEEHKIAHT R A1 7-H2%-0-[d, I XA - RIE L&) -

JeRIREEE T — BT AV EREHHE SRR - HduEnEZ B EEY)
FEFZ XY ~Z~ P~ R ke REVHUREEEIA - BUABE Rk BT AL
EYNEEAEAME A BN NAZ EAESEAEE TEENHE
ElREEATRAEEY) -

PRI > SISOt IBE T X~ Y Z P R R®ER: X PERS
A0 Y K Z R@EHE > R B/ B E BBy E o —(# - AR R
R ZIR B P B &4 20 [Eb &Y tha o S i Er D 8RR
=N EEVEEEARN > BRAE S g R - 3 HA—(ERSEEA SR
L SRR RS U188 T T - EE e R A EE
SEARERHE—ELaYaE o AT EYIRIRE 20 FE{bEYH
th Z — o JRBER N % 35 B AR o Eis o B A RIS B E SRS [RESUkTR -
el T IrEVAEERE] (at once envisaged) " FTeE 2 NMUBLSEEE - L - HIE
5 EE R ESR R R L) - #er Bt -

\Xv

SR E SRS R SR 2.5.4.2 6T SR S E SRS AR 118 B HE
Eﬁ ’ ﬁUEﬁ% BHER Y i E R SRR T R T CIBAREEE (FIAEREE]) AyimEs - hEE ML

J

7 /n re Petering, 301 F.2d 676, 133 USPQ 275 (CCPA 1962) .
8 A GENERIC DISCLOSURE WILL ANTICIPATE A CLAIMED SPECIES COVERED BY THAT DISCLOSURE WHEN
THE SPECIES CAN BE “AT ONCE ENVISAGED” FROM THE DISCLOSURE

32



2. FPREE TR LA E AT ST SRR BT St

fichs MPEP %5 2144.08 &i[R-07.2015] - Fis T Ariedepiiaiii 2 b (o F &y
BB B DA — (BT 5 M1 5854 « R [ re Baird 25 » T TR B &I
FHET Y RS Fra S ST A S R ez LB S " 8%
RIS BRE TR T S PR TR AR » (R AR B E T
i » A BB B SRR MO AT AR o TS S e 25
SRR - MESEREISRIEING B - HIER R T R E e
SRR S5 S0 35 U.S.C. §103 IBURAS M1 - 41 » MPEP 7733 35
US.C. $103 TRAHETT 5y AIEAE (LERFE B » AR B Bk P SR S B30 d
KA -

EH N BEEE RS AR Graham v. John Deere Co. Z R EETI Y E
( Graham inquiries ) 2REET A BT BFMEAIRID 565

(1) HEESCRIRAMTHEENAR -
(A) JerisiirEes 2 EAsEEaU  pe R Z e By~
fir &t -
(B) 858 7 3% LA &Sy Ly s 2R R E A > H20R 7% B
SRR E PR - S Bz B2 SR ERERE A AT R -
(C) Ry rT TN -
(D) ez EAr&SEpr B any MISEEBENAS EFTA Al RErVENA -

(2) HESBATERZ MRS BT eRTMATR R M ZEHTZEE

' The fact that a claimed species or subgenus is encompassed by a prior art genus is not sufficient by itself
to establish a prima facie case of obviousness. In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 ( Fed.
Cir. 1994 ) (“The fact that a claimed compound may be encompassed by a disclosed generic formula does
not by itself render that compound obvious.”)
*® Graham v. John Deere Co., 383 U.S. 1,148 USPQ 459 (1966 ) .
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— HABFRR Somii_EArahimed MusSi e - FE AR
EERHBLRTEE 2 NS I E HAE R - &URERAIELE - Semrfifr
e BRI E AT MU SSRIE S E FR oK HBLRTaR i TEEE: - FAEANSIE
N I AR e BE S PR AT Y (L 45T BT ER Ay M &sis Z [H
AUAECIME B B - Bt ~ FrtRRR AR EAYAR M -

(3) HEEHFEBAZEHBEATFIRZ SR
AN B — B R Z N SR E R AR s B
R BRI S AR -

(4) HEERFFBEITEETRERENREECHIMRERFHEZT
fir :

(A) H&8 EUEREBHwEE

(B) FEIHTZZor 231

(C) FEGSHEMUERBOR

(D) FEMDEFFEEARNEOR

(E) HERlyigny =] Ff:

(F) FHEEOAEMAHEMBOR A SIREREZ M

Ftel ML BT AT ATE R AL R Z ML Z RV R/ sif b
ELHAR DIV EEAT - PRy RTINS 2 > JeRiRi e EE
AHHATHT MR AT RE R T — TR BT « — RO - AL A A
AMERVZON R R BT as [ P FRHY

! The closer the physical and/or chemical similarities between the claimed species or subgenus and any
exemplary species or subgenus disclosed in the prior art, the greater the expectation that the claimed
subject matter will function in an equivalent manner to the genus. See, e.g., Dillon, 919 F.2d at 696, 16
USPQ2d at 1904 (and cases cited therein ). Cf.Baird, 16 F.3d at 382-83, 29 USPQ2d at 1552 ( disclosure of
dissimilar species can provide teaching away ) .
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JeRiTZ R e - (EE IR RIS T B AR A E A
L BUS B EHTR P AR R RY ML - S22 - BRZ(EMEXRTE HHY
Rk & kg S AT ROty ossk o B i R R SIS e B T 4
fEEENE - NI - 38R F SRR PR R HRE 8 B (T AR
B R R R R P S U R T B A0 -

PRI SRS ATHINY - Jerihflopis 8s 2 sSma Iy T
A GEERATE NMOZREIM AR - KA sE S B R E A H DR
M - EEERIE > B SR T RE B A A > AR {E o
FRIIH ISR > TR BA — (S AR DR R S B TR -

(5) EHBEEHTWHREREEUSFFHENSANITEE
FA N BEA S IEAEEES (the evidence as a whole ) » AR E RIS
L6 Graham S8 HH & 2 SEPHAVIRAG S BIE A SR AR S I BRI K
A0 EEE -

3. 102/103 #%E
fichE MPEP 25 706.02 (m) & 7.27 E¥%[R-07.2015] » & SR MBoR T iz At
8 < MUBESHYEY N AU BES: - i B RIE SRR irHy A e 20 a / NE 2 DA
BN - W LA 2 ML AR SR - T > a8 AP
102/103 ££%5% - {E/2 MPEP [EIFF R8P 20 AZ BRI A e — et g 2 A
B S 0 TEZ R TRERY S T B4 s R T 5 I 2 %

B -

?2 Thus, evidence of similar properties or evidence of any useful properties disclosed in the prior art that
would be expected to be shared by the claimed invention weighs in favor of a conclusion that the claimed
invention would have been obvious. Dillon, 919 F.2d at 697-98, 16 USPQ2d at 1905; In re Wilder, 563 F.2d
457, 461, 195 USPQ 426, 430 (CCPA 1977 ); In re Lintner, 458 F.2d 1013, 1016, 173 USPQ 560, 562 ( CCPA
1972) .
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(/4]

FEIERY b~ MRS SRR M FIETES oy - B D AR B E E EA
RS EA—1% - BIREAHENESR © 1F In re Petering ZEMIBIFH » 5[5 I8 ERRL
7MY EAIMbS: - P 7 S E BN/ D ERE > 8B E8 20 EEEY) - & A

TIrEVIRGE] ) AR 2 E M bEYZ SIS BN - SRR E B
A R VA vrsee LS /AN o D S S VA e G D 1 = i O Rl S w114 126
R B LA A 2 {8 DA HERSH 2 3R SR n] (B RAY RISy 1 R A 2 380
A H [E AR 38— (e oy FrH e 2R R B sz 40 28 AR & [E
BRHRIE T ATEA: - HAGIRSemisiir e Efafad > NItz B Bl - |
“HIERIFERIRTE - 28T - SR SRR EE ~ T - mIERTEE 2 EARESR BH
Al > RIWEHETEHEY -

BEAL > BERHESVERYER Sy > EHN IRl A2 A (5 MPEP — i BASacHk 17
sfdllrE A HE G2 (R RAGHY BEERIEZ AT Ol > FREFIRREE % 35
P R flaiis o B B R E 205 RSO 2 2or - AITEATS 2 ba YR AHE
L P BR - T AT RE G0 | e T IS R BRI G AT 80 RN LA R »
PR 2 45 R AR S AR M ATRIA ~ DU Ry EE B BT

P SIEFEALES BECNE 246 - BUSHRYEANEELEE  BE T S8 5216
ATk " EAE o BRI 2 AR R NS I R - BS [RESCATR R L a2 Ak
BRI G B 22 E X i — (2R L &R - BIEbREE: (lower alkyl) 215
BAEHELE (CHs) BRI <
* B EAEEAEE RS 2541 - B S BRI HAEEEES BE =2 5.2.1
P T R A AL A YA SRR - E [ R 22 (R RS R 4R o 88 R e EL
RIMEASE - Hfen ks 7R VR EH G HazdH & ARR € B A8 EE i Sepifddioh - RIE ¥
M BlJeRdirte R = b EY) X > HfHUE: Ry 5y COOH ~ NH, ~ «+---+ ~ Phenyl 7 FLE - HUAEE
Rz 7%25%@ Cl ~SO3H ~ CH;z ~ ++++++ ~ CH,CH,CH; ZHEH %EEE%%*UZ%%%HY{‘&% Rlz% COOH &HY{‘h
B Ry By CHyCH,CHs Z AL &) IR IR I A B RS H9 85 H Ry 8L Ry 7 W 2 388 Hh s i 288 HH U A U5k COOH
Je CHoCH,CHs $H & T EE AR 2~ Z 8RB &Y - ALES RN -
® B E A R S 5.3.14 6 H B EAN Z S E GRS TR B #EN
ey E 2 VELEY) » BAREASETEIIIIRL » AR B - lansrisiote g U
HIVERNLEY) » szENERED R oRaVEUAE: - HEEIEE T E AR - A R e AL
RECREIZ Fe e i - EH P A/ DI ERE R SeRiRdg s - HEEEA 2 0 EHH
HUARES R E 2 E AR e RiRdigHy Iz A E T - B —(E B AR E VAR - fIno5Es - (HIeRTH
AR AR R (005 B - e B A AR U L E VIR BURBU LRIl AL &Y BA A THERR TR -
BCEE L E Y B A BN SRR AR R 2 L& E BCR  Eaz AP R i s
HA S v I S b e B A B SO R T A A S o [ A Tt e - AR SR 2
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43 SEFRACEEIBAERE R

PR EALANE Z S0 > FET5IMe T —LEeEE MPEP BRI S RIE T A G EEAH R
Z Eggsufl] TR AR EEA R S R B E s e b MBS IR -
HIEN A FEEmEZ A - BB AT

Bl 1 (Bor/ES#ENM%RT Rationale G :  Teaching/Suggestion/Movtivaiton )

P ss A f © — AT 8E Bt S ERVETE ROk - HfAEE 204 60%HY G+C #Y4h
s DNA #5751 o

AR lntaR © —EEEAE YRR YR Bt B AR ITE - HARsE B
B o G+C IEIE TGS Bt L EAVREACE - HIRHaZ 7 AR Al [F FHYfE AT
HAth A FEHHE Yo -

RS E I 2 sz 2 BT @ R o shis h B A B AR e Rk i E &
G+C WIS 2K &L Bt DNA 41 HAER IR Al 425 Bt B VB AE FoRFRAYERIA -

T G+C BB USRI ZEE

B2 (FHEEEN{RERFH Rationale B : Simple Substitution )

Fredss il Ry« —EERIVERTTE - BGEENZZBREE Y S & T
—EHEZEHPE (ofloxacin) SHEEEIEEE o]z 7 RS A RUEHFHE -

SRR~

5156 1 BonE AR e HE - BBNIDE (ciprofloxacin) WEEZEME -

5158 2 BUrE gD B R ERND B R e B IS - BB E—LEaYxR

i

SR RSN - ) R TERHEENZENGREE R EZEEN e TR EZ VB
Yy HEAEATIRITI - RIS - 0 Balt (1) Z&EMAIEEY) - HEs B Z #0MAH 5t
AT EE AV R 2 Rl EaE B 2 2 77k » a4 B A B b S YRt 2 b &
VA FATRIRIIR > B e AR S e s [ S p R R i s T B R E Ry T
TSI HEITRA R R R MBS o AR B A Z SR B 1 -
* U E AR R SRR 3.5 6 o DRI BRI 2 HE Y MR ME R S AT
HEARATIN IR MEREZ B HIERE IR 2 5e i - BRI -
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PS5 IR E IR 2 3% S W RT S Rt sessk b B S R BRI e Rl R e T e R HR
RHRF e FER D 2 BV ARV 2 > T H. - EM b SR 4E TR BT REAE AT S B TR A

A LD e R

P13 (FEREAEMEICAY IS v FRRAHSCR iR Rationale D : Applying

a Known Technique to a Known Product Ready for Improvement to Yield Predictable Results )

Frag sy - — ARG CRETR - /&

(a) KHEZYEHEEE (famotidine ) 4l

(b)  FfbsnsE bR

Hep o WS E R 2 S bin e E BB AT R E AR -

G- IESS(TEINE

5156 1 RS B A 2 sy 02 ZRafapill (Pl > WESEEE ) RABRA -

5156 2 frraEy L a A DU D SRR IR -

5158 3 fnyESEE e VRIS E T (cimetidine ) HYPRIEZTEHY

TSRO R 2 3% S AT s ROt sk b B 2 R BRI S AR e I E 1Y
DRI ARSI - 8 LA YRR E R DU R = EHYER - TR O TR e

Gl

Bl 4 (FEREREME CAY) DS T FEIAR SRR Rationale D ©  Applying

a Known Technique to a Known Product Ready for Improvement to Yield Predictable Results )

AR SR © BRI Cramipril) (495 (S) TOASSLHEY FLEE @A HLALSLH
7 -
SRR

5156 1 ForHEEIH] ACE #YaHR (L&) (BPPSa » RIEEAH] captopril + KA
| enalapril ) £ S &5 NHVBRSEEAF -
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5182 (K% mEEEteEEY) > Bor TEGHEUE G LIRS R
V) > Bk G By n] DURE F i AR Y Er iR B R S A 2 o i -

FESE U E I 2 5% S5 W AT o <k oh B 2 RIS AR Se R ] e B FEOH)
REREH LS H o B R AR 5 (S) IZAGRMEY) -

JEAI  AE KSRTHIR R - BB g TR AT (obvious to try) ) B —({EAE
B A AR A RER TR o AR n] 3 S B A EGR KA » FR B a2 E
[ > B FEFEREEERCK > mH > 25 TSGR E (designneed) | 202 " 15
BAJ] (market demand) | > 5% FIREECFR KRS EIBER AN > TRFAEE T AIREE
(finite number ) ; BYERT AT FHEAZ AR5 26 © 5 % 5% DA Fr s o s o B i A0
ke AR TRTICE VB 2 A R - B e B e I 5l o Al IR (R

AOfEAEH - FITEAEEE T AIREE (finite number ) | FRHHEER - ERIFEEE
SUHHFTERI A IREE » WA A — B EN LIRSS FE 7 BEH#E R 2= RE
HEEERARY > mIEEREN > AIER —HECH IR ZE > @5
sHVATREE - BE5h > B az s P E R i s B W MR A wE Rk FEAHY
HIREfRA T R AR S B A TEEY R - TR A E R LRI A %) LR S
B A FEIARIRI ] SZERERERY TR C BT ~ a8 NER - ERMER i TEIHAY

(expectable ) °

1 (BFRET R Rationale E: " obvioustotry )
Fragasti By © BB AL EE -
AR e EE -

%7 KSR International Co. v. Teleflex Inc., 550 U.S. 398 (2007 ) .
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5156 1 frh Gt P s B gE 22 e VB - S R - SURIRER - bR
iz

GERARE  BAARERAE - FANAEE - FEOCRANE - LSRR - UM - TSENAE -
FSPERAT AR -
5138 2 $97T: 53 TS FDA $FHT 1717 2 Bame F-RA4H - ELARBA(E BEEm 2 (LAY

PREEEE R B > SR R Hoh 2 — H HERPAR R 0.25% -

R B 2 32 O T 1 S LA 0 B T T DA T e et
AT BEVAIR I R S S R A ¢ BRI TR > HEAS
S T TN By T LS L — (BT A M AR S S 77 > J b P (B T T -

B2 (WHFEE] AT Rationale E @ ” obvioustotry “)

Framasil fy © —BEEZEE T HiREE—2/0 80%81 SEQ ID NO : 2 P41y
22-221 (e B BEAH R 2 RERK AL BT I 4wl - HrP a2 SRR AT L CDA48 45 &5

FERIHITEEE -

5158 1 87~ p38 EEH'E (H1 NAIL AHFEIAVEEE ) KBRS R EE G
ZERYIN L  ABRISEE p38 Z P51 -

5188 2 o E IR BRI 2 p38 WL 5 HERE Ry \ SRR -

PSSO E R Z 3% W FT B Rty sk o B I R i A B > B Je iRty
Fifa e 2 p38 EEEE » B GE A yHEIRY R A] DURE F AR B BT A2 BBl R OE 2%
tHATEE 2 HBFY > R 0 s (s IR AT
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ERE JEEMBEAM (non-obviousness) 7B EIEEE

5.1 JEFEMZF11ME (nonobviousness )

SEEIEAERS 35 U.S.C.565 103 fE AR " & HH a8 BA] 2 28 e 35 U.S.C. 102
FRTRIIHHYSE 208 TE 2 55 - (Haz s8I REAGE 2 81 102 fRICATR i 2= R AR
AR H R s E R R h s KR RN SHE - A2
SEA AT BN - 3300 2 AT BRIV FE N SR B 2 P S T DA 7E - FREIHYIE
B 55 2% (non-obviousness ) BIAHE HYIREIFAFARTICZ A% (inventive step) >
P VR BRI TRANESS 22 (-5 2 SHPRUE « " SHARERATTE (SFAAZS 22 %
VI ) SRAyIES - BRI ArE i sisk i BA 3l AR (KR B Al
Z IR ATREEE Sy SE iRy > A USSR A | -

FRIFIEL SR 7 T M AR R e R R B IR - IRBIE HEE S 2 SEHH Bl R
MBI IS < A RS - k72 B A AR s b A @ H 513 E (person
having ordinary skill in the art, PHOSITA ) FirEE#E ) 5¢ sl BB i Rk - RS Z 5%
AT NG EUS B o PR3 HA SR g A BB th T V> 35 A B HH A 3 A B
HIEr 2 E BRI - O Y B E BRI ST M BT R - EE
J5%# (PHOSITA) B H A15% (ordinary skill) 2 5E S5 Bl R 2 TE 38 S B R
FAVESE RS - ARDUT S ETRE S5 5 B 2 1A DR IR B B SE A 72 ST )

HELTEH

5.2 EAEEAIERE PHOSITA HYARIER: frsais

S [ B B S AR E % & HH 5 A Z S5 BB s 5 [ T 2 S ROt 2 F &
FE] PHOSITA FEHE 5) 5¢ i sl SR Z S A 2ty > FH R A Z SR AT 554
Bk PHOSITA HYACIERIMT R & & 2 LRI = 5 - eSS HAEA T ATEA
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ZILF Ry TSP E (pertinent art) T EVEEE RIS L 0 MATEEIEF]
BT R T USROS BAEE AR E o RIE#EE S PHOSITA - H
FESREHERFEPATE T SR HEI R EE (pertinent art) ; FHEFHYIRED " S WAFTIEEL
flo<is , Z FHEEAER > FTRE Ay R o R s B i

B FE BB A B — R aE & R 1 —(EHfr<Eisk (technical field ) -
- B AR 2 5] > W RS AR R Sl s A AN TS
7Y H AR e Z A > A E s S & o 40 ¢ BRI T B B E
HREEC  BPmaE - EEBRER - FEREZEIT o R R R RSN
{EA E s (40 @ ABER+ AR ~ R B AR ~ (LRI ) ZHESESR » (85
[ S T A (58 P R Y SRR 2 B — e (art) (R RS TEFMHIES >
i —{WE Fr AR K A Z S5 BRI K ZEAERR T 2 (pertinent art) > PRIFLAHECHY TR (2
RIERS " SR E R o<, 2 EFRAKE > FEIFEAERFY PHOSITA AYAIRE T8
SBAREE T E i B YRR M

TEEE A A T (Manual of Patent Examination Procedures, MPEP ) FFAHREH;
(% DL 2 { R[5 FIEEL © relevant art ~ pertinent art ~ analogous art 32 Zff > Hefjh
MPEP 2141.01 (a) Ffi" FREHES | FHEBIE L 103 G2 BEIRER - &7
5 | FHES 5 B R S B 2 S W W R R AERRR R » RN = (1) BI(ES [FHES IR Bl H Eh
BH 2 S5 AT < Reffa AR [F) > RSy | SR B FR 5 B A 2 ST R = oKk &5
B Z Bl (field of endeavor ) M > AIRIE R tHBRRCEE © (2) BIfES SRS
i B S e =R EE & Z Big SR [F] - RS RSB B s BN Z S8R
HEEHI RS EEAERA (reasonably pertinent) #Y » RIIREE s R AHRAT S - B2 2

JREMEEE (chemical ) ~ #4F% (mechanical ) ~ B2 (Electrical ) ~ %51 (design) &g

® MPEP 2141.01 (a) Analogous and Nonanalogous Art
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H 2 MHBATEE (analogous art) 5T DABHRERIRTT & T S BRI ) 2 T HEARE:
FTE Rof] - AR —— 0k -

53 FEEEm BN CESE) ZHETD R

SEEHET BRI 5 H11E 2 20 BRI R AR (5818 Graham Z5F 384 ( Graham v John Deere

Factual Inquiries ) 4758 » HE5 -

HEE 1. BEESERTHEHESE N (Determining the scope and content of the prior

art)

ACHIE SRR AT R R RN A B N BV SAT BRI R 5 5
B AL b I P 5 R SRS AR G BRI SRS - (R LG
HEEYE Ef#F% (broadest reasonable interpretation, BRT) 2 50T LAf#RE » A (EER
R FREE TR IR N AR - VB SERTROI AR R AT AR AR T 92 (what

to search ) DA AEMFEEFRE Al SEisk -h =4 Ao pife it (where to search) ©

B 2. HETHEEER Z SRR 2 225 (Ascertaining the differences
between the claimed invention and the prior art)
DL ER 5 BRI 7 S HH KPP () 2 5B 5 R B il 2 AL b - HIETHES
BUH| 7 SEHH B AR ol 2 72 5 - MRl SRORRIT R ES » [FRR R G AR
iR )y U i B A 1S5 AMEFAE T SR B & AR AR 5 K Z el

AL
o

(E-

SER 3. AERFEEM BIENERE G H 2 piE RS E AR K2
(Resolving the level or ordinary skill in the pertinent art before the effective

filing date of the claimed invention )

43



I ERh . A A% PHOSITA (A) H3H #15% ordinary skill
(Fity) WEHEE G HIEEN -

BT BAEE A PHOSITA (N) @ EI750R N BE IS A HH
I E R Ry —RE#EZ A (hypothetical person ) » H- B REFR 0 F A HHEE &A1
ZEIARR S H Z BiAER SR eIeE 11 - R EAEEAE ST (ordinary
creativity ) MiIE—HM T/E 2 A (automaton ) » HL R AT{IEHE % H 2 FitH
R SRR BRI R R T A B E — R TR Z A -

[58 72 3 B Rk ordinary skill (Feff) @ =TT A B HEEEEE BT

S RIERAEO KA A 1 MY EEIE T A5 R

(1) 3 ARYZ S /K4 (the educational level of the inventor ) :

(2) SZHlrEss - A R Y (type of problems encountered in the
art) ;

(3) Somirscii iR F M 2 500 3B (prior art solutions to those
problems ) ;

(4) Feiffg 2 Bl (rapidity with which innovations are made ) ;

(5) Fifli ¥R (sophistication of the technology )

(6) B EHIEETIEEREE K2 (educational level of active workers in

the field ) °

AR s K 2 B B HIH T - RIBA FE(EZE A REIIRATA
FIHEEEFAE - AR IR S SHEHE R E2H EFEIH (one or more
factors may predominate ) HYIFNE o FEAD » & JeHIHTA B A% S Wi 5 R
FfT/KAERT > RI/H A 55175 8 FullsRIH -
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EEA NBEFEEED MR (AR A SHIRITESES PHOSITA fTH
AHIFIE (knowledge ) FHCRE (skills) AILATEHE o it e 188 & Klsk < Bt 7K
HE (B Ry RPN G

B 4. =B R BRI A ZE 88 ( Evaluating objective evidence relevant to

the issue of obviousness )

ZWIEEEE (objective evidence ) HHF X FBZEHTERE (objective indicia ) B
BIYEFIERRZE (secondary consideration ) » HELE  R§F¥E FAYREY) (commercial
success ) ~ i RIAFAERYEE K (long-felt but unsolved needs ) ~ FEARFL Al {F .

(failure of others ) fzAJEE B HATHRA > 4558 (unexpected results ) 2 - iI220%
a0 1% ] RE 1% Ry R BB IR FThe L YRR A SR th e A AERY TN AT RE AT FH EF AR o
IR B ITTHTE Y -

— HEEB B - FEANEBWVAEEEZE s ZEE BN oM
(sufficiency ) #EL TIEE (weight) - HIFERFRAFRENEE BT —C
522 HEEN (knockdown ) M S 455 -

EEEANBREDER 1~ P20 Hap B Z SR R S5 (TR A
B W5 RSB ERIEIHS N F AR REAREZ B T - FraiyEE
WS (1) SEESUR 288 Uk (2) &G B AR S (RS0 s
o N SERMHF AN TZE—EIEME 2P BN SR EE KRR - BEEE

(burden of proof ) EJfHZE#E A S8 % (shiftto) HFEAS I HHHFE ARV
sats (rebuttal evidence ) ¥fFHEE A Z 38 (h /i LA IEEIM S HIME—SHEtHGE -
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FHEIF AR - FRIERIAY A MEHIE S B A T AT

BER 1. HERE FH R BN S IRV ERE

AER 2. MEEARRBH eI ATE B Z N

AER 3. HE A % S D R R SEEk T B R R R KR

AER 4. WSS S U BH B e RIS T8 88 < N IRV

BER S, SRR B R - B 1 A e SRR Sopiisdla prieg Ee 2 A
B FRER IR Z M R T A REEE 5 S I R BN 2 34

B B 55 B 2 2D 1 H D BR A ] 5-1 Ao -

%‘ ( & 'Y h
|| mESHEEITHRENEE £ | () BEEEERRBENEE
|| s
— (2) ReEMAMEHRKERIBE A
—( x B
i 1 E S A i pY & B iy
% ()EE%“ﬁmmﬁ.&Hmw (3) BEZR BB iEE e
¥ EEEHEE > RilikE
| | (2) ERBEEF > BPE%H
ORI (4) TR SRR S AT R FF
. BECZASHNER
(3) R EER 2 BB AR —— — —
=0 ARk hiE A (5) ZERFFERTFE T EERE
FUER K 2 4 8 S BOAR B SC AT BT
- ’ 1B 5 REHR 2 @A
(4) EBABEMHSNHBRNZH il - BERRTAPARNL
B L B0 )
\ J . J

B 5-1  BREMEASSEHE D PR D B L

FLop e 5-1 For > SRR TEHIETE BRI 102 BofraltHEr 2 1% - HoH
FE Mg RIS e 28 PR 5 LR 2 SRR - Rt PR EASERAE T W 55 2
Mz Y EEE ) tE—D B ERZHHE -

* B IE I RS 34 1
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RESN - FREGED MR FIETEER 2 T HEE tHER Ao ARl Ee 2 N > Horp TAHR
SeRIRT 5 IRENRE S FRE L Se R 2 SEE R AIET - LB VAP B 2 B
KA M HIE D BT 1 FREAED M E D B 4 BB VB D B 2 th (K2
(5] o FRBUHED M HIETEBE 5 (il M S BTN R e S B RGHES A

Ve 2 & - S E N BB EHIET D ER 3 ~ 4 2855 -

R T B S B e 25 B B KA 77 » B R
B ] R BT B 3 S 1 HIBTE B 3 o FREDESH 4 HIBTHER 3
ok HIBT T EUE BRI (PHOSITA) | » FREIA Rkt » T S2B b By
SR 3 (e BT TSR Cordinary skill) - IREIRE T ALY Kt -

FESEEES VEHET T R - A E FIE%# PHSOTIA () B 5 HI5 ordinary
skill (Feffa) (Rl e - HAETEH HIsk (ordinary skill) Heffu/KHEHY 6 TS &
FIHT T E A N Z B K AR RS e PR B S IH( DA KL
K (6) BEGEBEE LIFENAEKERFEEHT - MEFETORA BRI
RS > 6 THE B HIEAEZE P EHIRERAE - (B REE g R T A S
& o JRRIEA = 2 IR i ST b PR ~ Je iRl 5 M
Foffr FEFF e HIEEE R (ordinary skill ) ZHffrrKAE - & MR8 5 HIEK

(IREIS AR S ) Z Bt /KRER &5 8 NHVEE7KHEE -

TEAC AR T B J7 G &EEH S 750/ A B Jesus Hernandez » & HH 55 N\ B0/E Wi i
&7 ¥1FY PHOSITA HYEfla/KAE T SEa% IR - /& A2 75 k] PHOSITA HYRg7KA4E Ry f] -
FEIORNREIE - REMNZ FERHETE G T RTS8 A%

(ordinary skill ) Z#3& , M3k " BAAMEERHZ (PHOSITA) AHZHEA 5]
TR AT e R0 Ryl R15% (ordinary skill ) 2 &#& - 1 B AT 5 8H HA 5 A%
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Z B KAE > AR e B W R B 2] T RS T (4 MR 8 7 i A
s #UE ) PE—FRERHAIE B R FR R BllE I PHOSITA AR flo/KAE -

e AP B B SE A0 M IO R T FIET PHOSITA Z Rffi/KAE 5 B T i &
Rk Bk A | FE D VR AT E R EEm I A RREE - (H T HEr
PHOSITA ZHf/KAE | R RE GG AL FIETHED R 2 3 Ae rP ARSI ERRE - pld Ry sk
PHOSITA t—E AT BEANErKEZ FHE - EFHEE - (AT E R EHIT
PFFE v e 7 e 8 i i A s B L — R

& FREFEEE %A PHOSITA %A —E 2 AAYESR » JRaiHH PHOSITA
HFmlE g ~ FIFHE HATdciRdle 2 A » R R 5 AR 34 - RIS HATZ
JeriRcl - FERIFT & PHOSITA 2 &h » MEAFESS1THIE PHOSITA  £ifln/K4E -
[ B AR AN - TE AL R B2 ARl /K A8 2202 S B

PrEEZSL > SRR R E G EEFEZ B EAAH R - st HiE
AR BT R 2 T TR R R TR F R R 0 R e R 1RSSR BT eT
e & 1fi PHOSITA VRS AAA F H R Z SN EAE A A FE2K - BIEEA
HlEr s KBRS ATMTRE A FEEE AR A fE R B ARV EIM KRS &
{EZEE0K - AT — (A E O I Y B BARAE » ACHIET PHOSITA Z 7K
HE ST B RE S HE 0 VR Ay 8 A AR A A T S5 EL PR R T AV EE R Y
FEr -
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54 ¥ EEME%A (prima face case of obviousness ) ZiwFE (rationale)

SR~ BIREM SR 2 fwi . FE(AHRS R USPTO 1£ 2007 FEBI = AR~
#7J¢ KSR International Co. v. Teleflex Inc.” %51 A MPEP HAffil/~ 2 sw¥ 755K - KSR
— BRI = AR E T F A AR (Court of Appeal for the Federal Circuits,
CAFC) fEEL Ol J77ARE R fiH Teleflex =~ BAI US 6,237,565 A AIEEM Z HtE (R
EESME ) AYHERO R ERR ALY S - WA

(1) AR R EE N B TERE E IR — A B AR T =0 R 2 &5
EEAHBGENAEFAESENS - MIFEENREFEANNS -

(2) £ common sense FNECRZ T » L TTIFRY E ZDhRE AR AL Ry AZNRITT
R > HAEFFZIEM T PHOSITA AFREENRE 2 (E S FI R BoTi S
WIEPHERE PR 85 DL —fE P = F 45 e HEE R E AR
Rt A 1T 2 S ELA P BE 4 S HY S Rdfa T -

(3) HREFGHATHIAREL) » fE3ET78K (design incentive ) BrTi5BE ]

(market pressure ) 1~ » PHOSITA &5 LAEA FRAE A1 H o] THEAR AR
TTEPEETTAIILAAE - E(EE &4 FAI A ATEER ordinary skill &
common sense °

(4) AMER TPHIE& R 2B Chindsight) 15827 common sense FY{FEH -

E A A E Bennett Celsa 5287 » £ MPEP Hi4a 7 7 {EEm3E (rationale) ]
o ABEREH - 3% 7 (EEREE AT FEEE AN BB YEPEN S i > IEER

friE 7m0 - 2 T EE T A E

smEE A, RESCRIBT TR BRI A ST ES T FEBRIER (Combining

prior art elements according to known methods to yield predictable results ) ;

%% KRS International Co. v. Teleflex INC. https://www.supremecourt.gov/opinions/06pdf/04-1350.pdf
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smiE B. DUEATTAf B ASe RIS T Z e S AT FREARVSER. (Simple
substitution of one known element for another to obtain predictable results ) ;

smid C. MIAEAEALUEE TG RAAMEIERE - J57A80EY) (Use of known
technique to improve similar devices, methods, or products, in the same way ) ;

smiE D. REE RN ERLLE « J57ASEYI DUE 4 v FRHARVBHERCR

( Applying a known technique to a known device (method, or product ) ready

for improvement to yield predictable results ) ;

smit B. BRI - WARECHRER SR PETERE > MEETSEEEN
FXZh (Obvious to try : choosing from a finite number of identified, predictable
solutions, with a reasonable expectation of success )

smiE F. PERER R h R — RV EABIR R - ZEAFARER IS
Rttt RSB AMELEE - DEEE P EARERRMER
B EIBAMTIER » % B (B %A R A E AT SRR A B A
FrEETEHE®E (Known work in one field of endeavor may prompt variations of it
for use in either the same field or a different one based on design incentives or
other market forces if the variations are predictable to one of ordinary skill in the
art) ;

smE G ERFEATH - Z BOR - ER B (E B B A B & Bk
HIST2F R Z BURN &S S SLRIRANT » (EMS R B 2 B9E

( Some teaching, suggestion, or motivation in the prior art that would have led

one of ordinary skill to modify the prior art reference or to combine prior art

reference teachings to arrive at the claimed invention ) °

2555 A B Bennett Celsa 2] » AT USPTO #3828 A BAR » TSM 3

H#( Teaching/Suggestion/Motivation 152 e B R i FIHERHEE 5 20 {H4E KSR ZEHR% >
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FENERRT TSM swi A HAAYEmEE T30 n] A5 - a] DS PEAY B S sm B
FEEH 103 ZRP M S HNEEER -

5.5 FEBlETEw — B4R AR HIRRE

PER G M R 22 05 5w > 258842 1 CAFC 1% 2017 429 A 7 HFEH
B Intercontinental Great Brands LLC v. Kelloge” ZEAE FyifimZ 1 -

Intercontinental Great Brands( /7 £ Kraft Foods Global Brands LLC » BL N &% Kraft)
Ry e mBGER - B 2013 G R mEEEF 5T Kellogg North America Co.
Keebler Foods K H:Rfl#/A 5] (LU T Ef8 Kelloge ){EJE Kraft BiEAISEE] US 6,918,532
SEEEAIRE (DUNTERE 532 FA]) o 532 HAMARH R — i i E R 1B iR s
HiE I AEER M v ARG AL BV E S A R NV B & am Ve - HEENEE S
AN S » Al BN B YR EEZR GG SR T S &Y -

Kraft 2 FF]E5 L5 H# 7574RBE (Northern District of Illinois ) #f Kellogg FEEE(ZREST
A 0 1T Kellogg FEHH RS - WiFEHE Kraft 5 2011 FEAEH—F#0 5]%] Kraft B
FEHYEE J71E 35 (ex parte reexamination) H{F/ERIETT A (inequality conduct ) = Hi% »
A AFE LRI T AR 8T ¥ Kellogg fEA AT H Kraft £F B V51838 L FE A IR
TR ZHIR - ABETREH Kraft BYFTA 5 KIAM R8I 20 R R © Kraft R
T ARBERAI BRI SRS AR - i BEfR & CAFC -

Kraft 585 - PAIREILEL T ABAE HAIAE THEREE Graham EEHFHESERS
B 1~3 [Ef2AriZ &0 5% 4 CIRRIEEhEHIENINE ) ZRIHLES e ME T JerIRiine
BRESE TS HATEE Z SR S AR SV EESR - TN EREP R 1~4 (RS8R

3! Intercontinental Great Brands LLC v. Kellogg N. Am. Co., 869 F.3d 1336 ( Fed. Cir. 2017 )
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&AT T LA E S R s & TSt FTas Z S R B AT 2 MIHyaham - TR S|
MHBESCATHI BRI TSI T - MR 2R R H BT M S S - &
E AR R EREER | MBI HETN R ERZ AL T EFTaE L2 & REUT S HIHY
i Z ATE T PHYREER (fair weight) ©

CAFC ZHUEBE R R GHFsEILEi s AR T fE B AT A G R 5 o IR
SR - WAREIRY S BIER BRI SRV 45w N RE A BR 1~3 seplf&4att
AL P AEE LB T ARG AT U HIDR > HAE S Al S BT B HIRVES R - &l
H T BEZR Kraft f2H T EEIMERIETIN R A58 I5608 - B0 EET R (overcome) 58
AN BFEE | NEHEEILE AR ZAE R P B 1~3 HIES:
RIBAE BRERE G > FHRIRATR SRV EI BTN R R e H 8k - 146
AT B IR REE SR - T H > 78 KSR —F 25 - S AErRZ A
RETE AR SKIH S E R ITT SRR SR AHAREIFR (dislodge ) » MEAE T A& 1T S RIS
s A > FWEEGE T A REFEIREI BRI CES M) WFBHEIRE S B
° [N > BIfE Kraft fEE TR 15801 B AR ISR - hAREE ks
A DR SRS - EA IR S -

ALZEEREA —UAEHAE TARERS - HdHRALIAK CAFC $H 8
SRR HIE R R - BB RS D VR B Ae =5
B ARG THEHEE - FEAZKET - Kraft HEE 7RG LRYRD) » JHE &Y
IEEEHE ~ 185 TR P EASEGTIV RS I ~ L ANRYRRETIR ~ SRR A LIZREY
MR E FEE BTN R AR EE% - EVARe s R U5 - R Al 7A R
2 SR BRI A IREE S IRV ESS R - I A EN RS 82 TG T
B AN R — E T FAVEE -
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FITRMA A Jesus Hernandez F27r - L 25 802 B (0 ) 435 IR e Y B8
S RIHETZRRE - (BRI S AAHE RS 2 S TR A A s - MRS EE] CAFC
BEIMHEMEZ 3% H s A A St Eon T sesiE— e - HRlERER
IPRETR R B 1~3 5elii - REA RS I BRI EE AL - EEMHETA
R A e 2 v IRFA I S KIS E T A IRR S A0 -

5.6 Common Sense #2 Common Knowledge

i€ KSR —ZEWHPAZE T RIET] » EfErAbefatt CAFC Frilny 4 {EggzR
B FEE] common sense h—f#:& : F common sense AJER > PHOSITA ] {2 {lH %
ISP BOR TR e Rl T 3 PSS & 1T A A & B A ARV R - PHOSITA
fEsaT AR K (design incentive ) BGHT35EE Y] (market pressure) 2 AJRE{EA PRAE T A1
H eI vEEAR g T R BTN - B RRAVAH S8 ordinary skill &z

common Ssense °

BERASFARE R - SET5AC N B ER B E (S (5 SORR P AR S #8700 © common
knowledge 24 well-known prior art {F St SRR » W0 H ZEHE H IEF R official notice ) ©
It —IEFGE AN e a A R s AN It % B 580 (office action © OA) HYESE - At
a8 official notice {872 1F 25 & & o A A PR A% B B FH Pt 5 [ 38 SRR A 18 2R 1 SR T HA R
SR > DABEEREE N BT AT AL O B Rl e (T L R B B [0

& a5 ANAFERR official notice & HFTHRAVEIARE - Hs5 AMEIAREE HEEA
BRI AR S B R E P HVsERR - SRBHRTEZ official notice & HHYRUIT NI EZ
FEi4EI H Y common knowledge BY well-known art » 554 » & HzE AP BAEE R T
official notice NFTRAFITTTAF AN B VB SENT - ERE N B R E R H 5
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2 [EFEEGERNMERFZEE R HER T —X OA $1% official notice $2HEE
BRI I E O LB o

B EREEE] common sense # common knowledge FF » 58 Wi F-AE ST AR
PERAKZTRAK - HIELEHZE 7787 KSR #AFATERAY common sense FREEE]
official notice FFHY common knowledge & @S {7 7 52 - £ A A A B 278 common sense
R EEDISIESE N ER - W AR S TR E A G EhRAER e
fi common knowledge F5HYE5 [FE Bk RIS E (E/2 B'E L2 ol LUHZRCinstant )
HA#E5 (unquestionable ) Y HEEIHHAE EFERVRIT NS - W& HYIE ZeEA{E I
WHE BT 2R - 73R A BRI > common sense [ (4 AT HEfR f— R ELAE

—fREH > JREIEC il Bi&EE - PHOSITA /I8 HAT B AR EARAIRAE - F
B (S0 LR R oo (TR H S B ELSR - SRR Rl oT (4 7] DAPFZAE —HE - [ common
knowledge FERZJALLTA TR B A BLAE th Frait iy —AEATES” - RIBLPRE SRV 3% common
sense * (ESEEESVERVHIET - S ARHIEERN - REWESELELIE 5-2 529 -

Common Knowledge
General Knowledge

Well Known Prior art

Prior Art Reference

AAPA Common Sense

Prior Art Reference . .
ordinary skill

5-2 —f%E*% (common sense) FA—f%H1E% (common knowledge )

(&l 5-2 BV R TER - A DUBERE Ryt et - 2 RS RO ER oo B R
aEk -

Rt e AR B LU AR A B R B Ao RTH T ( Applicant Admitted Prior Art
AAPA) ~ SERFTE 5808 ~ common knowledge ~ general knowledge ~ i Fit A5

¥ HEESEE RS SR(2017.7.00R) 3.2.0 TR ) R TR ) IR CEE A
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FiE T (well-known prior art) F55 o EHEE A E RIS TR A &30 B2 R AR 5
BEHIER ~ JeRHRACHE S EEIHERBAE (Information Disclosure Statement, IDS ) Hr&ikHA

S RITINTS [RSUR S

ETTRANB G - IRDIE2A £S5 [EEHYENR T B, common knowledge 2%
HHEDPERZE o BEAD > TERAAZEL (final rejection) BF{#F common knowledge 77 54T
A EESUREITE It RAR /D BAY > 85 common knowledge EEZA B P @ i Sk
Ay — AT > N R AR H et R FAR R 5 RSSO SR & N R EAIRVERE
LB PR AR ARSI S5 IHEE LAZ 2 RS IO A 55 (L3
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BAE VRN B R

6.1 EILFFEM SR AR H

TEE B - PHOSITA 2= ABIE PTO MYE 583 (office personnel) » 7RE[]
FE NG - BEFENEBMRE Graham EEFHEFEHYITEM SR AEER % » FE
N B A L R o v P B A A% s B R0 S A e SO A R BT 5 0 2 B
B 21 S ] UARTE S [RES0F ~ ZAHBRARZE T Y common knowledge ~ FHEZ[F A
(scientific principles ) ~ #ZAHBHTS A P RZBMTITIFATITIEY) (equivalence ) BfARELHIES
B Z B AM DS EEER ZSBHR (legal precedent) 5 2 F1BH7R (expressly
stated) B/ (implicitly) FYANZFFFRFE] -

FHRAN RS > FENBIEFER - A SICet B s B Z SR
N LR RG] 2 R EFReErT G RRE  (EI DUR T R B Se o 5 (56
SRR DG EEE - A A SRTEAEYEREE T3 - ] DB EREE A\ HYER
BGZUCRE - B0 - EIR R BN SR AR R E E A B DIHIR AR 520
Hiasmif A BETHEL > HHF AT el A (VEEHSER > (HFEE N BFEER;
HIE LRLERE B #Y T2 am il 55 A Z 8B BRI B A1 > FEREIENC T - SR
MPEP & i JF A F & A B AR 1] LURIR B CATEE R R EE 7 2 Gm 2T SR L
an NAVEREE G UM - 3 H RS A PRSI BAl R & A\ B FEME HTEWEE A i
JEEmE B - A AR Z LA HER BT THE -

6.2 FHEEASTHEIEIZ R 2 A1 2 KB ] {F H Z [ FE

EFEAANBMRIE Graham FEHFHE(EH WD BN SR Z 2GR WH S HAYE
AR R A e I R0 BT SRR R R R - HEE N TSt 002 Bl S Ry
ZEER R R EE R E
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(1) AIA EERI/ETREHZ EEEE
o BRI HEEABHKFEE -
o [BIEFEKIH -
o SEEESMETIR" (perfect priority ) ©
o DIFEEEE" KB (taverse) BAMARIZERIEN > 40 ¢ FEHRHE LHY
fk2 (commercial success ) ~ fEIRA-RBIHFAERYFR K (long-felt but unsolved
needs ) ~ eI . (failure of others ) K¢ HJjEE AE S A THEA >~ 455

fofe et

(unexpected results ) ZFZEAHRH A -

(2) 1& AIA JEZERT (pre-ATA) TM{EHZ EEGS :
o  EEHHIE ({EFRFIFEL 35 US.C. §102 (b) Hrfruf > Semiiii) -
o BHHAAFEAFTA™ (common ownership ) °

(3) & AIAEEEBTMEHZOEES -
o EEEHEHATIE (perfect the Grace Period exception )

o 5EE[E AFFEZHIFM (commonly owned disclosure exception )

6.3 ZEHFEANKEERI (rebuttal argument )

[ BEm At (rebuttal argument ) - JREEREFTAICZ FRIEEEER - &= EHEH AR
HLERE - AN BB E R A BT R AR BRI E RN KIS - &5
SR o Al Ay i ] L FR AR X F o e e i R B B iy 2 PR R R A 7T
71 0 FEN B ERIL S R EE R R B AR Tiinee A H nT s iR R e fe tHy 926
BT SR A -

* MPEP §2145
* (RIBEEHEAE 35 US.C. §119 B §120 MHFFAT R 21T H
* M{EZEE 37 CFR §1.132 $HEFTEEHVE L (affidavit) Z0EHHZ (declaration )
** MPEP $706.02(j)-(1)
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SEITCRN B ERBIEE - & DS [FE SO A1 &k LI S ML XL R - A
g B AN a5 RSO M e e (EEEZEFR et iliEzE
B E A\ BT 0 BT S A S A P ALE S Z o A8 - N H SR
fEGetHE & A\ BT S GamE T LANE - SCEH3E AMEREFEE A BES
s PR MmEERTC AR EE S Rk - FEEEEIC T - A A BT ERAE S R
FeEAERARI w8 R EL m] e i R e f HAY 120 B S0 AR R - S5 30 A 2%
B8R - FrAREE R EIER A AR R SRS EE A I (S SR Ho Al i 7 2L
M (speculated from ) HY - #& N B1E5 & HEE ARISE R IR R R 2R AR
GHEMEIE (new matter) MYEZS -

= 8 ARYREE AR - 2730R A\ BaR g = & FIEHEHE S FE M
BIHMAN T ZIEN - PEEHELZR T HERAR > FEARSTHFHES
A e AR )20 B SR FEE

(1) EREEEEEEAEN PEEHA R AL EEE 2 (Argument
does not replace evidence where evidence is necessary ) :
o REA (attorney) Frlsz FH{EHEHFATEE (admission) ZHBIHAE
DI Rsets - BrIFsZ T a o E R G eARir I -
o HEHEEAEUENEESE 22 B0 - S K — e &k
YyE B R E - R EME A S B AR MR o T
JERR TR E R (W1 E¥dE) TLEE -
o EEE(affidavit) JFHFEFHE SR 1S FE SN F-EER S (reatise ) »
HAFISZE (journal articles ) ZEHr AT SZFF (backed up ) FH{EHEH &
At » B B4 A SR AR T HUS: < SN e AR R BV -
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(2) HEFINVEREREBERFEERA HHHAIME (Arguing additional
advantages or latent properties ) :
o MHEHVEESEE EA TR - A RE ALY REREUA T ARG
B EE N HE [E— B S R B S oA E BE Y HoAt ARS
(ERAR - ST H B A 2 2 WS 82 A A (speculated from ) H.
B S Z SR HEVAE > RIESYE HEE A~ 7e oy -
o B FREHEAE GRS P RIS M B IR LRSIl 2 15 FE
VB B A B st 2 ME R - RIESUE HEE A~ ey -

(3) HE&uFamieakih < SEEREAH A (Arguing that prior art devices are not
physically combinable ) :

o NFTEHEHERESRICARINT Z BORMRH TR T Z BT i4E
Bl EE A AR A Z 880 - RIS FRaR A\ BRALFam ST Ao 5 [RESOR
FTE BRI 2 (ET s AR E IR E - JEE A e HyH
{EERH -

o FEANRFTIEEHE  HERGRAREICAIR Z o e piiifr .z
RGeS DRI S RIEL - B & Z ST A S A G2
HAE TS REE & Z R SOE Rt A S S 2 BRI AR B A
FYZIRE

(4) HHES[FEZEE - HFEAREERS [EHARBORS—5 [k HIRE R
4 (Arguing against references individually ) :

o EDIBAES [EEE BT SRR - B0 - IR EA] Z SRS R
o A+B > £eifarott A SIS EESTER 1 Bigoof: B 515 56506
2> DAG[EESTRR 142 BTN S A+ B S5 BT BRIz ES » 5 H s A8
HEE TS [FEOURR 1 PACATEAERAT T B - ARG [EES0RK 2 Hil
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AT A - BIRSER T - PR IS R 755y o3
AAPEFREE (3 1~ 2 RO T PE R 48 SRR -

(5) BAFRESHSEEESH (Arguing about the number of references
combined ) :
o HEABMHZES P EAN SR S - AR
HAELELA IR B A1 -
o EBEHESD (affim) M 13 85 SO A NEITN S RZE -

(6) SIEAFERFRHATHIREIFRAFEEEE (Arguing limitation which are
not claimed) :
o REAERFERIEHAYIRAEIFE A e E A\ 2B E IRAF T LA
Y - R BEAE ST AN AR 55K AR BI R R A TR R R 78
vk

(7) BeiFm&BpAs LHART{TH: (Arguing economic infeasibility )

o HIEREIN S AIMERHES B HTRGT 2 e WS BRI R A
AHEEABMENSERAAEN A > MIFEEHNEHARESZ
ERHEIEEEREE BN ANS 2O ERITEERATTE » K2
e (KSR B AT A B HaS &tk L E R E R A 7y

(8) E&iFams R UMAYHIHAE (Arguing about the age of references )
o BRAIFEmS [FECUREY H B BN A REREHT HH R S A Z S I AR 5 HAA IR
B 2 R - T DA S Y2 (15 [RE SRR e iR IR 22 RE AR IR
TRMAG AN FAEGEETE > SO EE BT ESR BT

*" In re Gorman 993 F.2d 982, 18 USPQ2d 1885 ( Fed. Cir. 1991)
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(9) E4iFeminiEiIEBmMERTZE (Arguing that prior art is nonanalogous ) *

BRI HHRE R EA 2 JE #6401 MPEP 2143.01 (a) HAT#K -

(10) B FmBEANEMBRANGEEHREARAHEE (Arguing improper rationales

for combining references ) :

1.

1.

SEEPUN i WN = EENE TR

EHE AR HER D TERES A BEHRE R 2R - fREA A
o ZIEN - RESSERTHIG g 28] - (RIS R EA
FLIE AT R R SRR M THER - AR HEH S AR HZ
P 308 e IR i 7KAE By fr DL % 2L s 2 Rt 2 &
REAS & TFTERA SR &5 H 2 By 8 A1 R H BB 1E FH a8 AT
TR TR B R E R AR -

S EMELIE—ERIES [RESURNTHAZR (express) SkHARY > &5 &
IR AR B N R A I RE R AV 2 PHOSITA Fr A HIKIAE -
FrER Al Fam s RO P IR BT SE SN B A ey Z R
B -

HEE AN E AN B "I ETE (obvious to try )y Z EmERFR HYESE

"EHEETTEL ) S I s E R AR T A IR E T AR AR
FEE S TARME, 2 BEFTE R HERERH  (a) HFEH
FZ ZEBRETA RS H AT » 2T B C A SR A
M2 F5oK » BaEseat i Relii5 R B Ba i & T ez
HEME (finding) - HIREEHEF] (b) sZCAIEF AR ME S 4L
FAEAMRME I B B AR TEIIGE R R T R 2 BERE

(finding) » PAKz (c) #HIFTEEHREAFE S~ PHOSITA {4 H]RERE
1734 S RS 50 B v] THHEASS 5 2 R 07 2820 e L2 E R B RE g

38

In re MclLaughlin, 443 F.2d 1392, 1395, 170 USPQ 209, 212 (CCPA 1971)
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(11) B

AR A G HE A2 RN EEIRE (finding) - B (d)
FENEBRBERE - B 2R 2 smi Kl e 45 R MESCE %
Bt - APEHFAEFEARL T wmE S
B AL EE R T TARME ) Z8BE R Rk
B P m B e IR AT SRERARR 2 B > i FEHE
BN ER B A 0T o

FEg NS eSO TP AR BB S S Eh i
EJ7 2N A Scarlett Goon $2%] CAFC FE5# 2 HI 5 57FF
USPTO P th VBRI S HIHIE - [FIRFIRER A LG S eI A —
TE AL S [RESCR T Gl - 5 (SRR B A R E—2
117 5 A Z SR EE R T K (reiteration ) » FEILIEML - AT
HYSE S BRI A —E G EIHAES [R50 > F5 i Es A EH (R
rFedim 5 [FESCR TIR RA (R o] AT % RAVIEEE - 1
BRI - s FHEE RN ER R A o7 -

EE2&@HEF (Form paragraph)
HEEDEIHEAHER 37 CFR. (Code of Federal Regulations ) 1.132
o R A E IR B A TR - S R A AR R
ROWTHRZHEE - WHERSZERET Z2OREH -
SRR Z BRAE (attorney statements ) » 401+ SETATHIH 2 455 (unexpected
result) ~ EE_E 2 AT (commercial success ) ~ R A DI Z FF3K
(long-felt need ) ~ JoRiHiir 2 A LLET (inoperability ) ~ B2 i
HVESE (skepticism of experts ) ~ 7058 (copying) FFARHZBRAL » WHE
[FEIRFFECEEIHE (declaration ) A RERAR Ky & E 7 M 75 775 BAVEEHE
EIE (declaration) HAJEEEEFETGHE (evidence of a fact) ~ B

(opinion) ~ F5& (allegation ) ZFZEHHC (statement ) » Z=ELI | -
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i B © IOt E G R (H LGS EATIH 2 &5 -
A BB (I LARERARGSE RAYREE ) ~ SOREE R (FHLAEERHRALL
RZFK) 5F o AEEEIERR AR - BEBIRAREE R LR
B AHRAE T LAFIE -

i, ERE RS A R SRS E R - Ay AR Ay -
EinREE - QG THIERESE MO - 5 RARGR - A4
THEE -

. TR SERARIER R R (unsupported ) B AES H (uncorroborated )
ZPRA  ARSE T PRSI SR AS S o DI AU AR, AT
PEEE -

6.4 $EATEEIZ &R

KSR Z£1& MPEP Hifrd Ity 7 {#EmEEaaflt - 28emiE r=UE h# e 2R ]
SREH SR TR Ry FT TR - (R AT HIE BRI S -

s A, RFCREIRS AR S A 2 754G i EE A B TRERRVEE SR

smER B. DLERITOARS R S el o Z TR S A FRERV&E SR

PR C. B AEAM AR 7R BAH VA E. ~ J7ASEY) |

s D, BFE RGN EHESE - J7ABEY DUz 4= ] FREARVERERUER

smER B, BB AT - (EA RIS MR AT 2 o T2 - e AR v S EE FRERY
B

sl F. FREE R — R ot h R — il E RIS R - a2 CAIBHEE R nIRE

e T AR Keii R S EA SR 5 > DA S — 2D F A [FI R g <k

SN [ERGT R, - % B B A E B A BT SR R A B B I E
FreETRHA
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S G, FER AT BT - BB (i B A T B
AR % SO ORI & SRR » HETT S e SR 252 -

NI AE SR BB T 20 KA 2 B ERE h & R aR B A Z S8 B AR HVAS R
SEHART AR S R o PHOSITA {4/ rI TEIART » FE&FEE: PHOSITA ZUE A — 7Rl
FENE - HA LAY ST SR (prima facie case of obviousness ) Z AZ R FH Il
AR FLIBAIRAY > BT (burden of proof ) FERIEEMZ ZHEEANE I o &EH
s N IRE B B AT AV O B S 2 38880 - iR R R e H ey 258
g R A AN S - FOATHEA 2455 (unexpected result) BIJEH 2 — -

FI7 N A Scarlett Goon o » B AL LR FHEE B 2 S5 BH B S itk i~ 72 52
IF - &7 R AL > B SR E RS (properties ) _EAYA[E » FFAEA
BFEHEH R R SR HIATRIINY - & W5 AUIREE A BRTE Y
B S AR S IR - B R 5 ZUR0 Ry B 55 S A1) S RV a5 SROE B iR PR T S il
£l ( closest prior art ) i #1748 7] EIHYEL#ER ( commensurate in scope with the claims ) ©
Scarlett Goon 42K E TC 1600 FE & HAL » HERHTH S A i DU B st i 560 & 5
oA S 2 S R B A BT S R A IS E R T - FR S BRI 2 S AR SR
thE R SRS - DU EEAN B S BEOHEAHEE AN SEFEENA TS
BFHETHHINAE R - 5 FATE A DU PR th R B A A TR 2 45582
AHITE T A e AR R mT SOBLRATG 2 e 2 SE B I 45 &Y -

=113

& R AR S s I DA R L A TR 2 45 SR AV > S DARZ A A Ry S
MBI 58150 - A A BT DU N YI5EEHET5 =i i E# i 21 2 fE
H
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(1) EFHZEREBN(FEARFRSHEP RN 5 RO &R -
HEERHREN ZRHEFIERM S HERE (Greater than
expected results are evidence of nonobviousness) :
IR TR (4 By AR5 (diminish result) - {HFEH > S8 AN 2RI
HF (additive result) °
o FHEORIRS S B FTREE 42 Z SRR A AR - JRR 1+1>2 /Y
SER -

(2) EHFEMNRHRELHRMERERE —WE 2 FiltTh - HEEMN 2
BEZ M E FEEFFNRER » RIEAEHEBENZRHEAIEEMS
Mz HERZE (Superiority of a property shared with the prior art is evidence

of nonobviousness ) °

(3) EBEFFENZZPEERETEE (FEARRFHOZDEN S REER) R
FHZ AR - AIERRFENZRHERIEEN ST sERE

( Presence of an unexpected property is evidence of nonobviousness ) °

(4) ERFEMZEH (RBFEABRZHVPEN S RERE) HEIHESR
FEHE—ME - EZEEART MR  AUEAFEENCRHER
JEEM B A B ERE (Absence of an expected property is evidence of
nonobviousness ) °

HE AU ATEIH 2 S5 RER T e RS & T o) Al RE B B G L o A e A
Ah - IR EER IR AR R nT e 2 v ik w20 BN 5 R 2B > e
FENBWERG THERE - ARG AR > THREESEAIEENS
RS -

¥ MPEP 2141 “The weight to be given any objective evidence is made on a case-by-case basis. The mere
fact that an applicant has presented evidence does not mean that the evidence is dispositive of the issue of
obviousness.”
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6.5 FEATRHAZ EFAHRREE

PR A 24N S ATRIRVGE RSt T — L B Aes ] - TR
TH R R MRS > BN EEE R T

(T(T

Bl 1- BHp B R R R BT

sAOKIH - HEE O TERE ORI R e TR R R -

ARZEATER IR R AH SRR TR S 47 - (HATassll Sy HoAr R 25 2
Bl A 2RISR -

EEER B g HIE T RKIEFT LA IR BdE 230 A TIERSCR A IS R e 4l

2
CAFC $EFIILIVE » SRR Ririh = BURZ A < &5 &2 B S A1
BT LR R eEE A LR - SUATHIIREE R R SRR E

o HEEEEAER EHERIAR - B S AERES S h Somisdn Hig LUEr)

SR ZFA R - R A B WHERIENIGERER(T - BATHIINGER - X

BAEEE AR T BN BN SR 1% > His AR AR LU

BRI SRR 3898 - EIaHVEREE B IR AILARIL T e LR AYED

T EAERR TR A S AT EER -

Bl 2 GERFETAH"
A KIAPTES B e R R L- R MR- L2 A i R Rl R aH ) -
A 2R EUR AT R S VIHVSURIEBRI MG R AT -
S RIHIATAY BT — s AT PRI &R & 6 Al 18— N T EHURR & 2 A= S BRI MY
SRR
E T AR IR sk G ol ik S5 R A B A TR

** In re Corkill, 771 F.2d 1496, 1500, 226 USPQ 1005, 1008 ( Fed. Cir. 1985) .
"1 Ex parte The NutraSweet Co., 19 USPQ2d 1586 ( Bd. Pat. App. & Inter. 1991) .
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A T HIMERT b L- R LR L- 2 A R G R Bl (o N LEHURE > BEZE S
BT DIEANIREGEER (14152) - BRI Hr88E - B > FEABEEEAYER
et Ry THETEI o NSRS SO > AER 2R M REFAIRCR
EERRNESER - REE A DTEIIHY - &R B AT R -

Bl 3 BRI

SORTEFTH By - N- (Z8EFR) 20 -=HHA6 -HFRE -8 H 0 -

BTSRRI By - N- (Z8ELE) 2 - =5 R0 -HE- -85 -

Giskie 2 SN A Iwea kL S ISR IR =L S SR L SR Rl Sn w5 -l : e K M
SR Rz TR AR A Ay i) Bl KA = b SR -

BT A aERE e - BIEATES 2L eV eRT R A a8 ZA L EPIrvaStE
TRt A RREUR AT AL GBI S AT SRR b G YR —(E
Rtk EEARAFRSCR 3l R EATAIIEY - whie DADURHEIT ZRIHI 92 5685 -

Bl 4 KAEVEE"
A oKIEFTE R —(E(EEY) > HiaR AR

O
R
\N = N\
——R
S
0O N
H

Hep o R BB E R —{E /DB Tofe i A Rafbe s -

sl RURATEH BV R AN I THIHAY IS R - iSRRI R e aYIFT s
iy o

EEGTFrEEREE - — B E g R R RTEI b SIS R BT &
AT AT HE S R BRI SR - (BB E vl LR R Frss AL &) B Serifila

*2 In re Chupp, 816 F.2d 643, 646, 2 USPQ2d 1437, 1439 ( Fed. Cir. 1987 ) .
* In re Papesch, 315 F.2d 381, 391, 137 USPQ 43 ( C.C.P.A. 1963) .
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P AHIRHE - I HZ 38 IR R Sk b B i M & A R e ARl RS
FNEARAVRFERY - BT HERNN RyeS A AT AT AR S5 R0 9020 I E -

Bl 5 FITEEAFIEER"

sAKIEFTR BB EVIRIRE T % H s ayre e —8#E
Fylie s Bepe B REA Z Bia bR -

SRR ATEE LA LB A SRR T LA BV A EE R

EEGTHEPR 5 SRS PRt T AN R R 2R AR DA LR A
S > B R SR RIRAIT Y 3T B sl Ry ia tA aa &t SR e AT ATHENNY - RS (56
o TR RPEALETE I EE AR > 0 H. - For 7B HA S REa i E b
FELR S 4r Y SERAVER T > BEPRRCRE A A - (HE ERE AL 2 A i PATHE -

Bl 6 JrATRHAR & SR N H SR P B A T

FAOKIE 1 0 —(EHET TS R P R E BTSSR PR AR S U5 0%

sAoKIE 1 Z I @I - 55KIE 8 AE— P IRGDR A HEE & 10T, -

SeRIBAtrEor TARBIERE TS HsiE - S H. - FRY 60°C AT LAE(E BAF -

HAEE AP BEAVESIREURAE 110°C K 130°C Aral Z BRI Sopihilr e R 3 %
THAARISEER -

JEBEAERF ORI 1 HURERFH) R THE R RE sEREE TRE 60 CTH -
{EREHET R KA 8 HIRZES -

B G EERAE - ErREATHIIRSE R A o] DIt & B RIB LA
PR A R0 BRI A R sm (B2 A i (A A TR A &S SR R B SR I P 3

IEIEIFMEFS (the evidence is commensurate in scope with the claimed invention) * AZE
trEREE A PR (L 2 S A TERARYAS S 2 1F 110°C K2 130°C » ELRfr B35 R IE 8 7 HEIF T -
{BE55°KIE 1 S ETEA A SR e E N FEE  FTiehnvesis i A ST e 2 540

* Ex parte Blanc, 13 USPQ2d 1383 ( Bd. Pat. App. & Inter. 1989 ) .
* Inre Clemens, 622 F. 2d 1029, 1036, 206 USPQ 289, 296 (CCPA 1980) .
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EEHIE P E R S E Y B A R ATRIIIAE R - 220 55°K0E | iVEEIT S A10)25 58
BRI -
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FtE ZEE - KEYRBRENZIEE

7.1

=
i

PR AL I bR TR SRS A HEREEYETE ST
BRRZRER > ZRE R BAERNBRRCR - TR SSRGS 20y
R — o ZHE FANEE UM RER » R 2 E R E R
sCaE A ISR L B ERLUAHRBI RG] > BERSO BRI R B S 75 5
WFEIRZ -

12 EFH

Polymorphs(% s A SEAE FE S E RYA FEsE A= B 7 BEAAEEEE
B B /2 AN B 73 F-4H 78 (conformation) - Polymorphic solids 7~ [E] A BEAZ & A (unit cell)>
HEHRAENME - P - BEheE - 7otah S E - 225, HBrittain,
ed. Polymorphism in Pharmaceutical Solids, 2009 °

HydratesCK &Y AFE L EPIELKIP RHYAE &%) (complex) ©

Solvates (A &YNGIE( L EVIELARIL TR &Y - KEVITZBEIEYINIT
5@ 0

Co-crystals(F BRI LAV S —(LEVIERVEEY) - KEVIBLEEIEY)
AIREE RS

PRI > B —F IR E 5 - HOnRE s N A4S LAV - HURI G
T E#=
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13 ZEENEE

AR UTFI R E - EREO&ESEE > QFIRST LR GV LIRSSy
T o FRVEE SR TR - B X GS4RaEs TR NS B R R A R
7 1 X BF4RK) R4S (X-ray Powder Diffraction » f&f# XRPD ¢ XRD)F ZHi 5> T2 A1
FASESTEAVIE « BT EREEE IIETGA) ~ ZEIMTEDTA) KR IwH

BECEDSC)E o 43T LTS T4 NMR e -

e X B4R G (XRPD) R R AR A 25 SR (FIFE X BB 80
AR AR AIES e AR TP R  S HC R » O S R A
S X BRI MR RGN BRI ] AR - SRR IEHRRIE -
BRI » T PSR R

Counts/s

L L

T T v o
10 0 40 50 60 70
Position [*2Theta] (Copper (Cu))

Figure 1. XRPD pattern of Calcium Hydroxylapatite - a coating material used for artificial bone implants
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74 ZSEENTTEAEEE

(D)#r 78 M (anticipation) 41
1. Ex Parte Pfrengle, Appeal 2010-004685
AR 1 R — TR K3 &) tiotropium bromide » HAFEAER X LRI
B EAH d{H=6.02A ; 4.96A ; 478A ; 3.93A 7 K 3.83A -
TeRIRT A BORER AR E 2 L EY) 2 RS -

BN AR TS A S B AT 72 A PR S T S
S B R R P AR 2 R R Tt -
IR 2 17 SR SR 70 o BRI » DA s R Bt
P RIS LT A SRIEATRGT A 2 SIIAE FRIE | 2 X SR
s -

EFFA LGS RS I SCAIRT A frn Z SBe N BAARZERTRZ X SRS
Rt > ZEIEHE &S o FTEssis K DL 132 BB E (Declaration) BRI SE AITHRT A
ZHEEANHEYIA BATEKIE 1 Frn X SRS EIE - SR RN R HE)

R SRR ARG IS R | Z B A ER e piidis A BY&HS -

USPTO 52 5 & (Board of Appeal » DA Nf5ifE Board)siE | RFERGE BT F
_E&F A(appellant) & RS HRHY > _E5F AZHEERH Banholzer' s A& R Z K tiotropium
bromide &= FE K 1 Al X SR RGBS - - B AEEMEEEH]--- o
It » Board & e (BEASE IR RE IR & B RUE Se AR < A BLEE KA 1 Z &8
EAEERYIE -
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INGE -

o N B e episir BUE BUAZR DRI b &Y - Bz BE 7R3 E3f AR
FIOTZEAFDNE - Nt - EfRftybssigsle ~ Barmtt - 280 - Ear ARt B
BABSEIH e RIR TA R S A TR Z e 28 NIL > I 9205695
HZEE

()R B RIMEZEB
1. EX Parte Reddy Appeal 2009-002678
#A KA 2 ¢ —FEAEADE R & ) (Donepezil hydrochloride)fy&t Y VI - HEAH
B FAE 1 TR X STA R SRR [E -

il

AR ZE B E R H LRI A8 Donepezil hydrochloride AR T & V> ARk
BHEF WG R —FE LA X B4R R B DL K IR WU EsE (B B R I &) 2k FLERY

Donepezil hydrochloride ©

RS EEE A SREEERIE 2-6 K 8-12 2 HRALTRE o FEE A SR
Imai”" 2 $ RN ARREFE KA 2-6 N ELFaE: » 3 e R AOE UG HEEL B Imai [ 3 A 111
PAARZEE | 2 X GHRMRGESTE g - BUR —HAEE MMM - B emi
it Bernstein ST 45 Hl) AR G2 5T 5 St U (AR D] RE S BCHI R AV B R A — Bl E
(R R A [ A T AE R AR R SR RS o 554R48 Imai ~ Doelker” ~ Wikipedia™
Davidovich”, B¢ U.S. Pharmacopia” Z NZFREHKIH 2-6 F 8-12 N EMELM: - lHAEH
RIE 2 BRI - A LREE g ZE TR ORI 2 507 -

**Imai %5 A (US 5,985,864, Nov. 16, 1999)

VR

*®Bernstein, Polymorphism in Molecular Crystals, pp. 115-118, Clarendon Press, Oxford (2002).

49Doelker, Crystalline modification in polymorphic transformations during galenical operations, 60 ANN.

PHARM. FR. 161-176 (2002) (English translation of record, p. 1-36).

*Wikipedia, Polymorphism in pharmaceuticals, http://en.wikipedia.org/wiki/Polymorphism

(crystallography), downloaded July 26, 2006.

>'Davidovich et al., Detection of Polymorphism by Powder X-Ray Diffraction: Interference by Preferred
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FREGEKTE 2 A E sy » FEF A F5RS 1582~ Donepezil hydrochloride f
I 8 X G40 RSB R I B AR 2255 5K IH 2 R [E] > IEBE R [E] -

Board #07E * W EFFAZ LR > sEIREUR _EHIM R X SHERGEAT B ~ a0k
A E B TTEN AR - FEA BN E S R T E R o s 1 B A
AR E EEE Imal A0 [T 2 AREATEENEE VI JitL - fiiEE A B

it

BIREERIA 2 ZEMBHMEE Y - FEAN GRS Imal CEERRELEY) K
HZ(E A > B R SR ZEAHEI ST B & Y)rY 8 544G (in possession of the instantly
claimed variations) > 55 Doelker ~ Wikipedia ~ Davidovich Jz U.S. Pharmacopia #5758 524G
& TEERRY > HERIFASEELET DI - HIRFRFAE TSRS R - 20
KBS HIEAIT Z R0 Z SR EHG - 2RI > Eaf A EiREE A\ BSEaRal e s X CERH
>KTE 2 22 Donepezil hydrochloride AV &5 VI -

Board 53 * WIATAERHY » A A BRI Imai EA8RATHLES] VI FEA
B 5 58 A SRR a2 5 S b &R S AUV H AR i —fR DL By S -
PRI A A B R e R I A S B S R e iy E R A ZEER RIH 2 2
Donepezil hydrochloride 5 7E s B 455w > RUEL > 55°KTH 2 BN 5 [EEFR el e Z 8 5

FIEAIZEL - FETHEH -

2. EX Parte Bush, Appeal 2009-010640
FHoKIA 2 ¢ sCEkDL 4 {iE XRPD Rl —RE L&Y 2 BEE L& ny&mad
(Crystalline ,5-dione-3-(1-methyl-1H-1ndol-3-y1)-4-[1-pyridin-2-ylmethyl)piperidin-4-yl]-1H-in

dol-3-yl]-1H-pyrrole mono-hydrochloride having an X-ray diffraction pattern which comprises

Orientation, 7 AM. PHARM. REVIEW 10, 12, 14, 16, 100 (2004).
>2US Pharmacopia #23, National formulary #18, pp. 1843-1844 (1995).
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the following peaks: 6.8 £ 0.1, 10.9 £ 0.1, 14.2 £ 0.1 and 16.6 £ 0.1" in 2 & ; when the pattern

1s obtained from a copper radiation source (CuK a; A = 1.54056 A))
FE N RARZERE~EEY) 2 H HfE(free base form) K H:

B
LB 4k

JeHTFlr(Teicher 2
R EE IR EE SR B E LS B EoR Bz L a2

=
aaﬂ >

B S BATE A AR -

AN BNRAGSHE SE BE R S - 2

Board 28E: " ... 30y B
el o RIIE o B

s BUNE BB KIS E SERGE KA 2 ATl 2 Bt

& Fy{a] Teicher’
SEIMEEE 2 B Sz > FETHEE -

KIA 2 B[

3. EX Parte Blye, Appeal 2009-002563
ORI 82 s B—FE 7,11 B -dimethyl-17 8 -hydroxyestr-4-en-3-one

17-undecanoate(Compound II) 2 f RS (I A FRLE S B > EAMAERED -
SeaTR i (Cook & N B bEEY) 2 #EIT S AV B8 » HELIARZEEKIA 82 {b&

PIHTAZRAER 17 (A B ERTHUEATE > ARZEE n-C10H21 Kk -

Witk > SIREEIBORFI SR Z e A -

55822 n-C6H13

HENE P MRBICATHRATZ 587 - 55K 82 Fra PN R S -

ST ¢ R IR A — B b YA K R AR SR A% AR B2 & (rat ventral prostate

weigh HEF THIE - S8R EPIRIETE R4 14 28 - 2A0M Cook R 2 EEYIE

It > AE(EEYVIEAZ S B Rssh A B E A EE S

REFFAE 10 18

TR TR BB TROR -

Board 58 * _EFFASTEIEEE A BLIPEIN SRR 2 SKEUEA T Hy - B
SHTREIE A e R EORIE AT R sl f ol a4 72 SR B R - BGiH —F{La)
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ZoE Mk FRE I R TN - I > ESF AP ZIATHI SR E 5k - AR
Ay -
4.Ex Parte Reddy, Appeal 2009-001215

ARt FEESHEEEORIA 1 F 38 XN H#EFTEREA -

sEoKIE 1 - —TE(EEY) - HARS)-repaglinide YRS 1T » EAEE LWE 1 Fios
Z X B RGeSt

aE oK 38+ —1E(LAY) > HA%(S)-repaglinide HYFF&YHE (amorphous) » EAEE
W 4 Fs 2 X B4R ARG B -

JeRisl » Bon—TEBLATEE R B M ERY (A RREIERE B0 2.0 &2 2.)Z X
S RGESERY - HBorB e BipT A B0 E 2 IR E Y JT0A -

FEA N EDIFEN Grell T A(US 5.312.924) 2 87 RINAS > 85°K3E 1 K 38 K B
M5 B Grell % AR Grell 2 A TI(J. Med. Chem) & Brittain ¥~ NZ » 35KTE 1 R

HfEp M -

‘F.

EEFAEREE A BIATE SR SCRIRON Grell 924 WUEEYIEH KH
38 ZIBAE (S)-repaglinide B 275K 1 Z repaglinide HY&S &

Filff SRS E A A BN Grell 924 7 AEEREHEKIH 1 5GFKIH 38
A EHRRERTEEE 7

Board %

Board B /it - FH R B Z SR BL e ikl 2 EE V)2 AR B E S A E] - 2
HHE SCEE AR JT7ASRUS - PTO w] DAZEOR B R AGEIH e IR0 2 8B
[ 135 HH 55 A FTaE Z VIRV RF - A S 2 (it sl At A L 35 US.C.102 Z[EA
M~ 35 U.S.C.103 ZIR&IM AAMEANZEL - 223G HATAL R FRY - HE M (fairness)
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TBAERY PTO /2 LS YIHIRE T BE RS KRB e RIRITHY) .2 BE T - In re Best, 562F.2d
1252, 1255(CCPA 1977)°Miif5 B RIH LR E R IV RG] $HESTRIRE 29 -
FER A AN RE LA SR8 8 2 AH R B e it e A Bl - JRENH RS PR 2T
EACELE YRR ORI

Board i H ") AT HIPEN IR B 702 - 35 DA UEVIRT A S
BRI AR R @I AR08y - BRI Sepisfr e s A RIEY T ARTS
ZBLESUEY) 2w KA AR BrsAtE o In re Thorpe, 777 F.2d 695,697 (Fed. Cir. 1985) «

BEFRER K 1 > Board 58 /25 & A\ B EfR SR EUR 2 BAUE MHE Y E B A [F i
B> HERMBINGKIA 1 Z&aeba?) - REAZIE 3 §Y X HREEEE 8 Grell
024 [l 4 255 1 K5 2 B2 tHERY » (RIS e A S HE © (NEL > Board 38 A%
& NS R HHIEE - MRS R (LS I AGEN Grell 924 BEEY)
FEFHKIE 1 I LEY) -

ST EFFASEL Grell' 924 R AZEFTEHEEYIA A EIRVEE: - NI R FHY
fbePEsE - FEANGRNE "= REERYERIEE 2 MH E Y E GRS M &)
([m]ere difference in physical property 1s well known conventional variation for the same pure
substance) * H IR SLGGHAT R AU EVIE E I EYIY B R G A& - 55KE
TARPRERFE & BN LV L EPIHIAIEE » %5 Grell 924 HYEIRG A AGRIfE
BAVEZFFLEY) A eVEARENE - B8 > B AIRKEFEEA
SFTACARE SR YR E (BIANERD) A 5 BHREE © I - Board 3872 E&FA
TARTEMEEIEEE Grell 924 Z[E 4 WAEEYINEFFKIE 1 BUEEY) - HIEL > 4ERF
FENBEHRFERIA 1| A Bt Ervsl -
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AN EE KA 38 » Board 38 Ry aE & AN B ESH Grell' 924 FHf 12 Fridits-213E
fi'H (S)-repaglinide YT/ ABLAZER I EFHE TR T AHE R b aPian ZiET > #
(EiaklEss) - NIt - #FE A B ER e SR R R (LR HEg A e H a5
NFBHAEE KA 38 ZALEYIARE Grell' 924 #rn 2 ALEY) < ZA1M » _EafF AMEARSRHEE
RS Grell' 924 H{EEVIAEFH KA 38 ALEY) - Itk - 4ERrEE A BHREEK
TH 38 ZA B ES -

Board S54ERFa A A B¥EERKIA | A B VERTREL » [FIRTACEH - H55

WA AL IREH -

NG -

N = I et IS IES SIS =R NS N = 1PV &S PNG o el we= 7 RPN v
ERR P BIRRE -~ Bl - 28 - HEE AR e Bt B BRee R AGRE I Je At
TENGREERZERF KRS -

2 MPEP2112(Requirements of Rejection Based on Inherency; Burden of Proof) 2 A%
SRR 2 YT R S B Z SR BAH R (2 ST A il R 45 Hi &5 (inherent B HRF 14
(B0 X S EREESTE CIRAYE amorphous)iiy - B E A\ BHSE IR Ham B s s Ll
BUREATME - M SR R OSOAFUEYIRVEDK - EEE N BIRE PR 2
s MFFRE R R EIREE A - AIHHEE \GS IR 2= BRI BRI SR -

HaR i PO /NG

FAZE A S U e R SO T S R0 MERE - USPTO B3 B & Ik B L)
b 5695 (prima facie evidence) %3¢ & & B AN - # & N B2 & FF| USPTP Ay2E
S MEE R EESRE L AS b DU BER A BEE & CER B A
BEGE - RREE AN AETROEEFESERFE LI AR 2 85 -
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3) % B FEHTE M FRE

FERIEATH BT BoR

TERIEANT - AEEPIEM H—iMBoraG bR TRy - (BRI R B IE 7574
ST S A AR L -

—f%IME ° ATeh 2 22083 B—mie H B A nT sy 2 FifE o R B R 2
KIE DLEHAR Er g s 24 (2% Ex Parte Reddy, Appeal 2009-002678 K Ex Parte

Bush, Appeal 2009-010640) °

P 2 250 — M AR E N AR — 2P FUE R > B bt S mifffo T gE o
DLsE sl N Eaifs5 (2% Ex Parte Blye, Appeal 2009-002563) -

[E REAYH(solid form)

sAoKIHE 1 — T LEPRYEREEI -

FeHiElT - sz b Ea Y  ERERZ LG -

TEREAE ) RS - T DUEIESE (amorphose) BUE R - B B4
W2

WE T B RA aa e g oK - (SRR Y 55K TR B e DY i
TSR0 T LUMZES «

TERIRTBONER G — e (IR RS TR - IR E AR &
Firar SE AR B ST AR E Rl > AT BLOI s e A Bogrsdils: -

pian > FRIA 1 - (LAY X BVEEEP -

G PR S I (A DA AT e e 2 BORPR E PIA & Bhsk XRPD » RN E LA B
MRS - IR B IR e o4 — A S AG AR E Y -
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piran > 5KIE 2 T AEEY) X HIEERIE - HEAWIE 3 FrmZ X STk RKees

s e
g KIEFLE XRPD % - Seaifdir{E s~ iy R > BlaEEs: - AR
AIREMRF & T LA E LY - ML R DA 8IS Tk - LS T ARy > AIAT L
B0 A B ARy AR - £ Ex parte Reddy, Appeal 2009-001215 -

Bign - K 1 —HE(EEY X V& > HEAWE 3 Frns X Sk R
- SHET M EEY) X 2RISR - SepibiirE ey X &L - 42
e LSS AT - JERA 278°C - JRA ] DIgIE e~ st

#35U.S.C. § 112 [ERE
LATsAR/KEY) ~ BRI BB 5 RE
Bign - KA 1 - —HE(EEY) X sHKEY) - AR EYes &l -
ELEVHERNTEN - FTss ZKe?) - BRIVt aS e kR IEHE
B2

ZH1 1 : EX Parte Germeyer, Appeal 2010-005038
FHENBRNRHAEFHRZ KEY ) HEEH - LA SRS K R EH
FARMZEL - Board HEHZIAE » B8 MILIEEIRE K EY)— E BEFIHGREOLE
AREAEA -

% 2 : EX Parte Cai, Appeal 2011-005302
Board 7 A28 A Bl R BB (TR IBE A fe s e 5
{EEYNEEEE... o HFY b T-(E45 S RAEERrT DUFIF B 8 EAE IR - HE
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FABIT MRS - Board S8 A3 & A BRITKEY) ~ IEHI &) 5 % A S A TR
R RGECIERT - L BT iR DB R AR -

&4 3 : Ex Parte Chern, Appeal 2011-008489
Board f#HEE A\ EARAR SV T E R Z IR Bl BE S N BT
B AN AT &Y T e B ATHEARY - 2R8I > %85 tss BRI 2%
jél'z“

f A R E R ST AR R AR -

Iy
s

NG -

fREE EACZER] > ISR A A B LR 112 156 1 FCREEUK &) ~ BhG
W) e % A EAIFRE (B EEY) X SiHOK &YIeH ARl &) » Board E—Z0HHH

2.3 KIEELL XRPD SR ERAE - WTRRFFESHRBEZZEKR ?

FT 2 [ERE(solids) P PAT 2 Bt an AU =X | # B Brittain 2009) ; Bhattacharya <% A in
Brittain, 2009 K E:M S B BRI E 10 B E5R T IR 4 R (A AT 32 135
72 RAEIE] > B2 DA E W {8 S AS 2 FHIEIRY 5 Braga % AQO1DFRHHE 53 F-HIRIE
SR ELAT $EIEE XRPD i 1] © Tvanisevic 2 AQ011)HHE H e il i Bl B

XRPD Jf7l& 7 1] - Ivanisevic WIgEIFE R IETGTIEARE R AMBME a4 -

FRIE ERlO A - L > 550 KIASR ) AR SR B a G - &Ll 3
{lE]=4 4 (BRI ARG E (B0 > 55K 1 —F(EEY) X IV&EEL - B EHERHim R X
EREREEA 13.8 & 19.1 20 HYHIE) - BJREA e DAl — (e & he - 2811 > HHE
FORHI ORI (EZEARAE - I - B MESCHR 2 R B H I — e AR AT
Z I ITHUA T ER I E V&SR LR SRR HIAH R S E & PIRIERIR -
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(5) AR R RIEHY B M R

AR F RIS SUE R DA & REIEATES 11215 RS i 2 HUE
AFERIARF &S 112 R5E 2 THZ WAMEMERTRLE » R Bz SR @Rl B A
B AIERERE L E L T E SR e T B iR KIARIIRE PR(FRI AT - BRI IR A DA -

T4 FTSE 2 FEDE AHANE 2 B - B5KIH 1 — R bEY X iYRAL - By
BAERHR R X SRS E B A IELY 9.5, 138,159, 16,7, 19.1 k 2082 6 -

MPEP 2173.05(b): Acceptability of the claim language depends on whether one of
ordinary skill in the art would understand what is claimed, in light of the specification. =5 4&
st R KIART(E S HY AT RE2 [ > BURA R & Bl < B 18 Mg iR g R
EATHEIR AR - AL - SREAE M A DUERERAVERZE - #1401 > 0.126 (lvanisevic %
A > 5l#ftA U.S. Pharmacopeia 2008)5%, 0.1-0.2 26  (Bhattacharya % A » 5lltis U.S.
Pharmacopeia 2009 W EL#5 8 o R R Z HURBHENE - AL - 7° XRPD Rzl B {5 H14Y
FHIEE > HEA A AR -
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F\E BiEUHERZEE

8.1 BiIS

35 U.S.C. 156 #iiE Z SHAIREIHHAE £ (Patent Term Extension - {1 PTE)/Z
Hatch-Waxman 722 OO S4{E 8¢+ BLE AR E A2 > The Drug Price Competition and
Patent Term Restoration Act)#y—057 > 1] LA[BI{E FAIHE A (patent owner) N Ry 47 £ E 14
[3# (requlating agency) ¥/~ L i m] UHYZOR MR HYEFIERIR - FEMEIERE © &
SR AE IR (FDA) ~ R SEHI(USDA) ~ LUK SHEFERIYIE & F iU A IR (the

Drug Enforcement Agency) °

Hatch-Waxman JAZEFY 1984 EHE - HHAE T KA e 8% )\ 5] BlEE ¢ 82k py
AR s 7 - Title T ~FrE2 2 S pa (FE AT VR R Ba 2 5 R B G RE > Title
11 A5 271(e)(1)IRATZE 2 3 3R 8 DU 156 {6:AY PTE JRZE -

8.2 EATEZER(Statutory Requirement)

R48 U.S.C.156 ZHUTE » AT FEES PTE HYSEA#ilE & 5 (product) ~ Y2 7774
LR BLEY).Z 575 -

Ak EFFE LT RRE

(DfE PTE HFEgRT » HAIFEHARH (the term of the patent) (& A FHA(expired)
(U.S.C.156(a)(1))

()% BFIRERARITERARES 156 IRHERMAU.S.C. 156(2)(2)

> f# Bolar exception. A generic company could not begin the approval process until after the patent
expired, because use of the patented drug to obtain comparative data would infringe the patent(Roche v.
Bolar)
> 35 U.5.C. 156(a)

83



Q) FAIRE NS A (agennf2 it PTE H15R(U.S.C. 156(2)(3))

(4)Z AP R AP Hops s _E i B AT EL 48R 20540 38 A (regulatory
review)(U.S.C.156(a)(4))

O)EME ERFTHUS Z VIRVRESE sl 28] > DAY —XEEZ
PSE BT 25T AT

PTE Hf 350 A % YESEF 0] 2 HAE 60 KNEUSEF a8 2 H B 60 KAVE—K) »
A48 EZCAYATA A (owner of record) B¢ E: agent 7] USPTO #&HH(U.S.C. 156(d)(1) °

83 FERIIME Z#E-35 U.S.C. 156(b)

25 156 5 T TAEAIRER (rights derived) | EEEHRHIE S ERBARI AR ALHY R
S H0[E] o ZREAHURF A=K IE & 2 FEAYEE KM - Bl - 55 oKIE R EUSEF Rl 29 -
HIIZER > # B PR S 1] 2 W0 E(a] F 72 (be limited to any use approved for the product)
B KA R AR R 2 » AR Z #E PR3 n] 2 Vi az BERFT R K 2 £
{a] F %8 (be limited to any use claimed by the patent and approved for the product) » E¢:E KIE
REUSERUSEF Al Z VI 07k - AER 2 BRI RS (A &G T 7] 2 Y)=4(B). . 1Y 5
72 (be limited to the method of manufacturing as used to make-(A) the approved product, or

8.4 35U.S.C. 156(c)REIAZE - EA R RIBR &

A% B OB R I HAR S 7 5% BRI A R SO A AV HAR - (ELET
FRIRIEEE 156 BR(A)Q)B)FTHRE 2 AR B EHARD DU e AR EEA 2 2 AR did
not act with due diligence during such period of the regulatory review period) > %1 subsection(g)

FHDHBD, AB)D), R)BYE), DB L (S)B)DEFT AR — IR RIS HEE A
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HARAAT—2) - A0 > FratHARIE B R - e R HAR B SHIR DAE S22 S HAR A 15
FEiE 14 4 -

SHEHE Product ZAHELEM & IE A A —EEM A DI E &K -

8.5 35U.S.C. 156(d)RfA ERsR IERHVEEK

AL IR BAERR Y PTE Z FREE A » $RLHAVIS R DA R MBS A S < PTE Z HIEE
{ERE HaZ AL S ECHIATA A(the owner of the record of the patent) BCHAACEE A (agent) ]
USPTO $2H1(35 U.S.C.156(d) (1)) = HLE2H FR &% = BRI By 1 % _E i s Y T
Y2 FFAlEE 2 HIlE 60 RIFRHIFFEE  HEAh » FERRESE 156(d)(1D(A)-BE)Z FLETR T
HRRBH S -

8.6 MTIERIHHHIIRE

E N R S anE T Al iR A B S A PRAEY - #9235 U.S.C. 156(c)3) ZHE
NEMRRNE SR FE BTN RS 882 28 Eii Sk E A REEHE 14 5
(BIHUSET Rl 362 HREA R 14 )  IEAh - HAIREHE R AT B RFE A BERE A 5
HF(35U.S.C. 156(2)(6)) °

8.7 35U.S.C. 156(f)RHF"Product" 2 E &

25 156 fBR(D(1)7E 2% "product "% F5(A) & fh(drug product) » (B)Y(E{a] Al Erin ~ &%
S bt R D 2 B RS I (medical device) ~ B i IA(food additive) BEER BRI
(color additive) = 28 156 f&()(2)E "% F(drug product)"{4F5 FHL(A)... » B(B)...ZHXK
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X473 (active ingredient) @ L&A KT HHMEBEREEERE » A an B —IE B (entity)
ERELEAM A B HIEE -

K 2 156 ROQB)ZHE - st EE ARy 2 8in » HEH ] —
TEA T RN G ST » AR EE ik v] DABUR S5 SKIH S A % A U oy < B A
AN B RERARS 2B > LB - 2% In re Alcon Laboratories Inc., 13 USPQ2d 1115,
1121(Comm'r Pat.& Tm.1989)BA* & & H AT 2 R FEIFH & Z A FELFIHTE RS
AE 35 US.C. 156 HEY N ZAFER Y - F# - —&&TF 0] Z B A ARy
NEE T > WA BEEE By FH TR A R o7 ATéi ek 2 BE— A RUE 77 © 26 Amold Partnership
v. Dudas.362 F.3d 1338, 70 USPQ2d 1311(Fed.Cir.2004) °

jmny

B4h > B FRIE | B TER AR AT » BEERRST A B ¢
TSR A RN A R B - B A MHUS LHiEFAT » (B K Y
{6 LT BT P A R R R SR

NN FEKIE 1 R TERE X BRIV ITE - AR AR A KB -

& A K B eAIERTE EiET A > R RIHYER X REGIT ) > 28
por A BB ZSHENA R R — ARy - AL &EFRIEE AT A K B
HARERR X IR 2 Sean A m SRz AR AR Y BB -

8.8 WREWRMIERZERE

BRI R R AER - B B AR S8 L ol gl e - M AREUS:
@i L] > {H R B A YRS B (in the approval phase) @ RIIE] DAV E M ZE & - {H
WDMVERTE 35 U.S.C. 156(d)(0) 2 FRE > REAIE AT 6 {EH 2 15 KRR HEIF TR
FHER o
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PEAC IR M A B B Y HARR R AR A — ZEHARY AT /S TR 2 B = 1K 2 [E(the
time period for filing a subsequent request for interim extension is between 60days before and

ending 30days before the preceding extension) ©

SRR R AR e s BRI PTE FRESAE - Se mifeEi - AR 35
U.S.C. 156(e)(Q)ZRERE » A0F % SR Y HUSHE et 35 i e oA A B S AT s
HERZEZENEAER B - AEREFEIHREREZS —F - 37CFR
1.760 HHHEARIE -

8.9 USPTO BN PTE HREEFEZBRHE DK FDA i AV A&

L.USPTO ¥IF & E
FHEE A USPTO #2 Lt PTE HHEE Z 1% e USPTO T & SR Z 2 & 17 & 37 CFR
1.740(@)(1)-(15) e M P B TH(PIAIEEE ~ 2 - iiEE) » SAFAEZ5HKHE
ARG 35 US.C. 156(a) " S0F 2 BRI EHEEY) ~ (E Y2 J5iEsdisy) 2 95k | -

2IEHE B EE

USPTO #2035 &tk - FRELAM EETRH (A FDA)GRE > 55K L EHRE A ) -
B0 FDA By EE B L& R PTO e San #HY SASHHE{ERYER 1 - I0H PTO
TR ARASE 2 AR E B ARV AR - FDA VAVEER R ZIME - AFH
HHER N STHY A R 2 S 2 Z 57 (petition) K ERE (hearing) °

AR SE AR MRS - fla > —TEAR SR 5 7A A Bakatt - Ry
AR A RS i o A S B (AT S R3S
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IEAN > FDA WVHZE & H S AR EE s il 2 SN — G - FDA SRR AR
3 R R 7 (active moiety) (G FEHE (A4 P BCEE R FH Y 73+ 20t +) - B0
(L&Y X B SE RS SRS ] > 2 e UMb &Y X B S S ES T BUS 55— B T
Rl 2 SLaF P FR S PTE 2AEHY - K2 BLEY) X MBS IS 22
FFef > 2R MEEY) X Z Wi A IS 55— g G

iERUEeS=F RGeS
—KEFA] > $HYEHEE PTE /&N B8 HY -

FDA HvhEHE a7 & LAY AR 2 A HA R A5 Iz P B (a testing phase) 5z 28 % P&
E%(an approval phase) © GRS B Y N EEAER B e & 88 MR GHEMrggH
% » Investigational New Drug Application)fVE 34 HEALL Rz F i ER BB WIFERS (Hr&EE

a5 > New Drug Application) ° 5% Ee &5 i FHEE FVFE & iz A 2 FE A AR -

FDA JAE A EIHE AR 72 e 2 F skl s s 55 58 LUK

2R ZE T HYHIE
BB R B PG Bty H I - — B AR 2E &I » FDA &% A 2 i1 USPTO K HH

s A AR ¥ (Federal Register)  BFR A M T & acs HEE ARYLES > 72
nnP AR SOB AT - FER AR 2 R R B4 - R 55 28 81 FDA &g 2 H
SHAZ R - DURCEM A TARIRIDRE - BRI s i P Bt ] R R e e DA Rz 5
B —(EFSEPTeR AR HE -

wer=y]

= Wk

EfFa Ll NI RE 2 — > FDA 3 Raz AR E EF AR HEE - (DI
fEAEE Z IARIHVETEIRE 180 REFNY - SRQBREURHEH B 25K ~ BAE
AR Z BT RS < 5 KA T2

fIERER R IR Z 58 ?

A A RAE FDA A& E IR 2 E % 180 KN [H FDA f2 A 1 51
[EJEETRR > DAPKEK FDA S25E FREE A FAR R &I > SR SR RS ] [l R 2
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JEFHYEEAEEK FDA Hfff 4k

=<

SHENEFTT o E A FDA B2 A B A3
B -

AR > (BT FIZEE % A (any interested person)#s #] LAFE FDA AR EA F EHAR >
TRTETR 60 RINZEK FDA $H¥a% A e #E 1 TR IE =R (hearing) © BN Faross oK » f5a6
R TEERR A S A TEURE Y E SR A 2 RLEAHR [BI1EE4R 21 CFR 2 60 #i93 E
oy --TEA RN 2 P

oA ©

3.USPTO FASHATE :
R4 FDA MR 2 k& M ~ 55— r] ~ A S T I DU FER 2 2 BARIRV4S
5 » USPTO B1rat B HAREHA R & H if s+ BRI E DA E BIR » FREE
GESREAE S A EE > S HEE AFE USPTO HUERE » BRI A iE 283 (certificate)
R E S E BN —&#T -

8.10 [EHIY 60 XEREEEAR (Application Filing Window)

35 U.S.C. 156(d)(D)ZE K FAHE AL ZEENE]

g %

SESnET ] 2 HAlE 60 RN » $2H PTE
g - [AREE 60 RFARTE FAlkeFaa ? A0l e Uz e

ST H 7 TR,
SR TR H (business day) » /7 4:30 MEBSCR SR T ELIE - FIIS% S5 e
R T — (BT F U] -

"business day | TR EH— ~ BB~ EHI= - BEHIUSCERIT > HEER(EANE
TE

fEz H (under section 6103 of title 5)  FIYMEI &4 SEhn 2 B E HIYE A0 & H M H
P & LSt A HE R P 22 HE (T 4 e RE & ) » Nov. 25, 2015 H.R. Improving Regulatory

Transparency For New Medical Therapies JEZE4301% & HI & St AEHTHY 60 K window
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RIEE - EfIEE LAY 60 KEALE H 24K FDA 123848 25T il H > Bl SlARL AR
SRR EEE -

8.11 RANEEEAR (restored term)Z 5FEL(35 U.S.C. 156(c))

FERAVIIEA M=

& AV EART=RRP-PGRRP-DD-1/2(TP-PGTP)

RRP: regulatory review period

PGRRP: pre grand RRP

DD: due diligence CGHEE & 0)

TP: testing phase

PGTP: pre grand TP

HEASEY 14 23 EEE 35 U.S.C. 154 Z %M H+E Mk 35 U.S.C. 156 HEZ
JER AR AR 14 4F)

et 5 AR 35 U.S.C.154 ELFIRE i H FEED

8.12 ETEMHI

Bl 1

% 156 [ AERHARI=RRP-PGRRP-DD-1/2(TP-PGTP)
RRP=1,941 %

DD=0 &

JHIEAPE ER(TP)=1,256 K(8/25/1999 Z 1/31/2003)
BRI A H=9/3/2002

PGRRP(# AR RRP KE-FTA TP)=1,1060 X=PGTP
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FFOTH: 12/15/04 > KL - 14 4F EFRSE 12/15/18(2525 R-f¢JR e H 1/16/2012
PHIFE 12/15/18)

JFJeErm e+ 1/16/12

156 BAEIGTREIMF)=1,941-1,106-1/2(1,256-1,106)

=760 K

FERAE R VRIREL > INIE > fRFY 760 K -

X

B2

55 156 {5 IE-E BIRS=RRP-PGRRP-DD-1/2(TP-PGTP)

RRP=2,224 &

DD=0 &

SHIERPE B (TP)=1,920 K(6/25/1999 Z 9/22/2004)

BRI A H=3/7/2000

PGRRP(# AR RRP KE-FTA TP)=260 K=PGTP

SFE]H: 7/22/2005 - KL > 14 4 ERRZE 7/22/2019

JFACEGH  3/6/2017

156 HARSIGHEEI15)=2,224-260-0-1/2(1,920-260)

=1,134 &

HEAERAE R/ DITRE > RIE - FE7 14 F LR » BRI 868 R({E 3/6/2017 EiE
7/22/2019) °

B 3

55 156 AL EHARS=RRP-PGRRP-DD-1/2(TP-PGTP)
RRP=4,781 X

DD=0 X

ERPE B (TP)=3,786 X(7/4/1991 & 11/13/2001)
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HAZAEH=6/11/1991

PGRRP(#ZAERT RRP KE#)=0 K

#FATH: 8/3/2004 - Rt - 14 - EPRZ 8/3/2018(E R4 10 )
JFRSeErmE  6/11/1991

156 BARIGTEIMS)= 4,781-0-0-1/2(3,786-0)

=2,888 K(7.9 )

TERARIE R/ DHTREL » RIE - Y 156()O0)(A)FRTY 5 4F

8.13 ST AtHFaHIH 5277 SRR HY R R

LEFREREEY A SFARZERRT REEY A By E8s - AlFFE
Z B R LR KIARTES 7

(RIS R > B TTBA A TR R > HIREH
o (R AT DU reissue IETESSRIE » A FB 3% BLRI S R 37 K
Ig o

() BRI R -

2.7516&FTH T The scope of the extension:+ | E:H any use EFEE use ERERAY
HEBEN 8 BT use ?
[

FEEF A28 EAY use ©
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3FEKRIEFE R EEYAR S FBRE SRS R AZ SR AR ER R -
TR E A AR BIAZE - o] DU 2RI AT 2

4.]ack of due diligence #A[ETE ?
[B]% -

& FDA 515 - #2355 FDA feARERE T -

SHREFHRAEY  BELEY ARSI RE - TR AR
537 A+B » IR AT DA R E R T 2
% -

P A oAk S BUERFFTRE » HITR S R IR SR B s A P
3 - HELL -

6.55°KMH  {LEY A RAFRBELEY AKTKEY) BB REETA
HKEY) - RISERERVEE ] DU EET T BRI A AN 7
B
iE T KIAFERRIV A - S5 KRR RS S > ATATRL > el AR T
RN B AR AR E R S TP BOK ST 7 R s A 2 30 > WA
BREZEACHTE - SRR NEACLBBEREZEG] > BE/ Ny TH R KRR g e S

FraRE - Bl - KaPE -
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THKHE  —EUESLEY A - BRHSYRRNEERR X W5k  HikE
YA~ BREBALEY)  BEREB(EEY A - B TRKERERR X » EMEE
Y A ~ BIGRRIR X HUSET RIS » AT DA ERYG ?

B

HbE?) A - B B EA ZEY)eATHUS FDA BT R - AIIFZ B HEEE

RN EIEHY -
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$EHNE PTAB

9.1 PTAB flifr k&85

HF|EHEE F3TZ B9 (Patent Trial and Appeal Board, ff§ PTAB) T
ESHEAFFEELE L5 ~ BIE (reissue) #ZE 2 E&F ~ #28% (reexamination) 27
Z B~ EAEZEEF (Interferences ) ZBAZER - K AIA 1&EHH 2 % 7HEEH

(Inter Partes Review, IPR ) ~ $HE61% 1835 (Post-Grant Review, PGR) ~ B3E J77AS A #
JEHAME S (Covered Business Method, CBM ) ~ K JEFEFEA (Derivation) 257 ©

AT R S5 T7 AN BB eSS 52 7 #E3% (IPR ) Z S aaktsm (Oral hearing ) IPR
% R EIE P AE 9-1 -

Trial Proceeding Timeline

Petition Phase

Trial Phase

*No more than 12 mos.

9-1

ARZEHEZSRE IPR2016-01428 » {REHEERE A (petitioner ) FLUKE CORPORATION
722016 = 7 H 13 HEEFIFTAE A (patent owner ) AMETEK DENMARK A/S 2 55
8342742 5% " BT A4 ) SEEIEEF > [A] PTAB f2#E IPR % 518 5% > BFIFTAEANRE
SHEEEREN AR W25 B (PO preliminary response ) © PTAB #1155 FEE K W) [0l fE
IANES » R Ry aE KIE 1,2,4-6,18-20 A RTAERTF 35 USC 102 (b) fE5% » [RIBERY 2017 4F
1 B 13 HEREILZ (instituted) » FIETLZER » BEFIFTAEATMEZEREE (PO
response ) ~ fEIEEEK (motion to amend ) » #5FE AJNE T FF A #E A E 0] E R EIE
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sA KAEt HmA (petitioner reply ) ~ 543 (opposition ) © EAFTARE ATRELRFH A 52

afefe S E B8 (PO reply ) JEZENGFS 2017 A2 10 A 17 H #8175 5a0%¥5m ( Oral hearing ) ©

Sadfaka ( Oral hearing )i > 3 (U T BUAE T A A 1 rf7BUAE (JUDGE GREEN )
SRS - Hak 2 IfTBUAE (Judge McKone K Judge Galligan ) ¥ i H aH#AR
I o —Bada{RH JUDGE GREEN &iBHACZE TPR ZE5% K 2 FEA5E - Wam s AR
KERFTERANEETNE - 1TEUEE (JUDGE GREEN) B = skt amis R4y
A 45 o1 > (RICHER R AR ST B A PR ERAY 35 KA R B 1ERE K Z S f TR A
REHERMFTERE NCRE TR - SR G TR & i At SRR R E T IR -

ARZEPTAB EAE 2017 £ 12 A 13 Hif i Bs& EFI4E - 38 Ry B A S it 2 Marcarino
SURRREEEF ORI | Z BATRERIERTT (temperature calibration unit ) FYIRERLIE %
&t (temperature calibrating system ) FJTHEHY (anticipated ) < 55FHA - 5RICATHAT

(Marcarino 328k 2 & 1 ZEEETE (thermometer well) ELEEME (inherently ) &85
ORI 1 2R RIE 8 2O SR IEERTT (temperature calibration unit ) AGHEFRE < 55
8342742 5% T BMLAE 247 ) EBIEA 28 | K SuRiEdlT (Marcarino SZER) @ 10 &5
2%l 9-2 < PTAB 30/ Marcarino M RMEfaEe A —REETE - HARAE —RE:T

(thermometer ) » {HEFZ RS EHENIFE DR R IEETT » Marcarino SUBRIN ARG #2 RS

SRR R RIS E 2 [ -

PTAB f#FE B RS IE 2R EET (thermometer ) BYENVEE ( thermocouple ) &Ml
FH— RSB — ORI ESF RS EIE - GEEARIES T - Bl 2
T8 (liquid bath) BREFEAZERAIFIIEAS (air filled block ) » MIEHS M I ES:
RS H AR BRI B RESE S DU EAF Ry Ebl - 280 - SRR AL A S5
KIA 1 ZORERIEZRSR ~ SRR ER TS — e - S5 AN BRI iR iG

(Marcarino SC#k) Z[E 1 ZREETE (thermometer well ) ELEFEREKIE 1 2RISR
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IEZRSORERIERTT » BARME P iRE - MAATRES KA | ZRERIER T
(temperature calibration unit ) fi#FE FZAEE R EERCIENE (dry block calibrator ) BF%IE
R (liquid bath ) > MHIFAEEER AL A ERESLHTRGNT (Marcarino SRR ) Z &l 1 208
JEETE (thermometer well ) WMEIFF& FHURERLE BT 888 - SEFE AN AR
{52 2 BH P R il < i e L2 B RE B &l Marcarino SRR R EETE (thermometer
well) FIAE Rl FERCIE Z47 » PTAB 88 FsaBFH AFRHE . Marcarino SCRRIE AR5 KIH

| Z BARERIEETTADRERIE 24 AT EHY (anticipated ) ©

MR EEKIA 1 BV AR PR L) PTAB JRiR #E—20 R EAFTE

FEANHIEERB{EIEEA K (patent owner s contingent motion to amend ) ©

56 8342742 5% T B A4 ) ERIEFE 10 B | Marcarino SCRAZ & 1
FEERIFEIT  (temperature calibration unit 3)
SEFERSTE 24 (temperature calibrating system 1)

Conduit Helium
9 Pressure Line
“Te— Thermometer

Calibration 5
Unit Heat pipe Water_C ] Well
Cooling
i
1 w 5
ER H——__Capillary
fa / Structure
LA
\ H
Temperature External
7 Regulating Chamber Secondary
Elements B Heater
U1R main
/2 Heater
Fig. 1
9-2
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9.2 Oil States Energy v. Greene ‘s Energy

SHEEY USPTO K55 - 28 HHYZE 2 — & Ol States Energy v. Greene's
Energy 22°° FHA 5B S ERAE 2017 28 6 12 HER% 308 T 3852 certiorari ) »
¥ USPTO HY% #E#&A2 (Inter Partes Review, IPR) B & FEANHEE
B o BN E(E AT AE IR EN B FHFRHYE G » 1F USPTO A& &2 PTAB HYRKE
T ER - HINHAEFINE TINES [ SIRE -

REZ ZFHEFZ Oll States AT A VRANERE COMHTRBE VI ST~ B5A]
PRI TEREAYRT SR BRI 2 BTN » ORI S e% 22 Fr SR Bl ED
77 e B4t 2012 4 Ol States 7E{ENE &M J77ABE S Greene's Energy Group f2HRHESF

o #% > Greene's Energy Group {4 USPTO fZ£H IPR #2fF » E%E Oil States 2 ZF]
AR - PTAB [AIEILZ HHAZE Oil States FYEAIEERL  Oil States ¥f PTAB HYHf145
SR BEE E3FE CAFC » 2016 ££ 5 H 4 H » CAFC 4R 7 AR AHIR - HikdE
SEERACE R AR R 36™ BB E B I T AR 2 L T RS NE - Oil States AR

> 0il States Energy Servs., LLC v. Greene's Energy Grp., LLC, 639 Fed. Appx. 639, 2016 U.S. App. LEXIS 8870
(Fed. Cir. 2016), cert. granted, 2017 U.S. LEXIS 3727 (U.S. June 12, 2017).
*® Us6,179,053
>’ Greene’s Energy Group, LLC v. Oil States Energy Services, LLC, No. IPR2014-00216, Paper 53 ( PT.A.B.
May 1, 2015) .
*®  “AFFIRMED. See Fed. Cir. R. 36.”
PRI FR A FERARE R 36 2 FAE » CAFC R DAERE N aJOERT A B AREEsNE A - HE(EA TR
W2 —HFAE BB RGHHAFABINEE

(a) ZJeHiRVHIS HIHBITER 5

(b) SZFFEZEEIENEBE 2SI ;

(c) ZHIHVECS:SCFFSRRIYE 2 AR ~ FORE EFFHIR |

(d) EPERIE 2 @ F IR TEE P IHRE 5 5

(e) JepifNHII A EREZSH -
B EERARERR AN 36 JFoCT ¢
Federal Circuit Rule 36
Entry of Judgment — Judgment of Affirmance Without Opinion
The court may enter a judgment of affirmance without opinion, citing this rule, when it determines that
any of the following conditions exist and an opinion would have no precedential value :

(a) thejudgment, decision, or order of the trial court appealed from is based on findings that are not
clearly erroneous;

(b) the evidence supporting the jury’s verdict is sufficient;

(c) the record supports summary judgment, directed verdict, or judgment on the pleadings;

(d) the decision of an administrative agency warrants affirmance under the standard of review in the
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B CAFC $2HH 2Pl 845 (en banc review )» 21T CAFC $E4BHEE K > 2L Ol States
FEEEFIRERY 2016 47 11 H 23 HREBEIREABHRHRE SR IRHRREEFRE
= (EHRE > EREANELDT

R 1 ZT5EFER IPR » —{i PTO B fl 2R FEA AR B LR
¥ RE—ESAREE B E AR =R AR RERRAMEE > BEER T
& o (Whether infer partes review—an adversarial process used by the Patent and Trademark
Office (PTO) to analyze the validity of existing patents— violates the Constitution by

extinguishing private property rights through a non-Article III forum without a jury. )

RE 2 : BHEEEES HEEZRER IPR FETREIMETEER - EEERE AR
Cuozzo EZ Hk KB 1L7E 7 1 FHFEAS o (Whether the amendment process implemented
by the PTO in znter partes review conflicts with this Court’” s decision in Cuozzo Speed

Technologies, LLC'v. Lee, 136 S. Ct. 2131 (2016) , and congressional direction. )

[ 3 FE2 T2 F PR AR Cuzzo BHFTERE 2 R EHF B A& " &
HESHER | EEERAESNFHENEREERRER - EEN ATt

statute authorizing the petition for review; or

(e) ajudgment or decision has been entered without an error of law.

* £ % (Constitution of the United States ) ¥fHAHE I TTHIMRBARLEENE—FI =15 - D BIHE
TILE ~ ATE ~ EVAZRET IR -

FEF R (IDERE) » BUE TIDEMERE - RIS G HYRE JII4H4 - SRRl & fiE S e R
MRSy - BAERE TS 3 BHVERELE D S ERER G - b CCBERE TI0EET
DUR B Er iy R R - SREEINRE T A1 & N T A AR R R R -

FEB M ((TBHE) - FUE TITEUENE - BIEEGEAAERIETH © SRR IR ~ BUNE &
ERER - SMEERESE - BUFE BEITIRE « f5IRE BV - [l - B —EERHIHE
T EBIEIREGRATIRAL - AR EATE EBIAEAR L AT RRE T B B 1% EHRIGR B B T - igiE
HUE THEIE 8 (B8 ~ BIE4 - JAEMHEHME &) WHEZILUR BET -

FBEB=MR (FLERE)  BHEVAKBRIZEBFFCE 24 (BIEEBEB & ER) BVARBE -
FEERE BT —Ea s AR R SRR g ] DAL RER A ART - AT A RA AR AR
w8 o] i e AR HE TR » IHAh  BEUE T TA IR An S A ZOR BT EE S - B
BUFEHYER ~ B R HRE FEAYRE ST AR R -

DL EERIZZ https - //zh.wikipedia.org/wiki/%E7%BE%SE%E5%9B%BD%ES%AE%AA%EE6%B3%95 ( last
visited Nov. 28, 2017 ) -
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B ER Y S SBR[ S R fFR FH sB A B - (Whether the  “broadest
reasonable interpretation”  of patent claims—upheld in Cuozzo for use in nter partes
review—requires the application of traditional claim construction principles, including
disclaimer by disparagement of prior art and reading claims in light of the patent’ s

specification. )

Oil States 5%t T Bl 1898 £ McCormick 27 HIH - sE R AR T 1 5F
FRIEHIA EERE - — B BRSO » Bl s s A BUN B B TR -
R E TR BRI AR E - A B EA I EEREAE IR E Pra - 28T - 2011 4F
BR i aE 1 BT AZE( America Invents Act, AIA ) HIR T T B ARG %17 PTAB
PR L T ERR R IPR SRR ARV SRR ARUE - 2 2L B iR N EE 2 E 5E -
FEIE S AR TGS - (B8 R R S H P 5 — (M R TR - ZA0
(R RE 2 R e H YRR SR B RG-S S IR AIE A B AR 4 - AIRFE
% JiEERRF IPR 2% - 8 PTAB 2 E ISR EZ (Post Grant Review, PGR ) ~ ¥
T EEFHEEHR#EZE ( Transitional Program for Covered Business Method Patent Review,
CBM) E & @R FFINE R E A &2 PTAB BUfF R RFE R - T B H 2012 F£LAZK
i 6,000 AW ZE - Hi# 16,500 {E:5 KA H: 2 JT1EZFIEST [PR
FTdsy » i S e BRI SRR B R I A R — (BRI - 55— 75

SRIREBLRL AT EME R SEOEVRRI R > WIS e G e A E TR EHY

B8R
55}2.%

T APt R R0 Ry 2 TR IR T IPR BEEUE  MHEE7 H Ry
(ERE R A B> R R S AR B B R LRS- THE T AR IEZ G 1E 2018
F 6 HZRMEHBR - RAGHHFEBIE A R B EHR & -

% McCormick Harvesting Mach. Co. v. C. Aultman & Co., 169 U.S. 606, 608-09 (1898) .
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FTE LEER

10.1 V8
1. FrRtEEER

ETTZ MR BIAN 102 (b) > ok 2 AT HERR (AR EZe18 82 - BFE 102
(b)(1)(B) Z M \NEEHRIE 22485 & 102(b)(2)(B) Z Ml A\ 25 %2 (Intervening
Disclosure by Third Party ) & (%A E T - 1 H.» 5575 Z Bl e 2 fi4h 102(b)
Ak E B E eI T EIHEERR - Hod - 102 (b)(2)(C) Z[E A#8# (Commonly Owned
Disclosure ) A REIFDIE T 2 S filee S8l s By B RIFERREE ) e e Sogai it
{EFJ7I4E 102 (b) (2) (A) Z I E 9 A #8585 (Disclosure Obtained from Inventor )
IR HH SR AR AIHRER - $IT 2 (B IR A P HRER B 5 A AR B B S 2 FR R H — 4Rl
AHTHEE AR A B EIR R AR BT EUA B 2 Sepifdly - BRI A B AT EUA R
Z SR R EREM AR HEAZE - [FE - 2 A~ BRREFRGELIEE
FEEE ~ TR - BEHGEE I RS AR Z Semifiln - (rEEt N HFHE A
FAAH » EERMEENFEITZ 102 (a) (1) Z—MSEHHAMAIEERR - i N E P
AN AR H TR HE AL B HFEEHFEH - BEMAERHFEZE
FIFREE AL AN Z BAHEEZEZ S H Z AIC R ERA AR - FHeE A2 H5A
HAEE 22 4] T RE R B SRR ME T A A HUS B4 - Mfth N B 8 a5 < B S 2t
AR R S A\ 2 B 2 R AR E RS A - Bt - EIEHEE AIELE
B R Z e R RN SR 2 N REANES 71 RS 1 TS 3 FOHEfE LR
o R ERSREEEE R 2 [ H A - (READESS 35 0268 1 15 > LIsZAsHEE 2 5%
HISEAIRE 2 HEs H Ry ELER S H BT UG- B - (RItE - 305 Z (BT HATE G B S
MNYE—ERERR - MERITHEEHZ ATEGFTESH > He5 AMDEBEARHEE
HAT% R PR M R - (B A SRR B A B R e AiRdile 2 S8UR - 18R
G R R A AR BRI - B R A B (IR (B R » IR R TE A R
&5 o AN JOT 2B ERIIESE T AR B R B E  (affidavit) BEEHIE
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(declaration ) (¥ RJEEAT » 5 2 1B REHA RIS R FH 5 A SR Bt Bse I S DA i
s 0 NIE > HEE A ECRF— V)R] REREIASLI: - MPRESTE ~ AFIES - EigpHsE
% DAHREEZA -

2. BUEHEE K BT s

D IR & B S S R R Ry B E & B E M SR A
AIETTES S - HHFY MPEP s e A0 Rl SO BT S HIVERT R o > R A J 1L
TR AERE N BB R B N RS SRR SR B S S R R PRIl
FHEZ F B S B AR RAAY = SR S B AR H A Ef - B0 TR A P AR L
AN ZRELHE A5 7] DU B » s B EFEEEE E N U S H R R A
T IREBIEASS B o HIBE SR R A > B EE R AV EE SR > R AMEIREDS
PR T IS B B E R BT T = > BT LAERE B Rt © 5950 > A2 B ML S HARY
FIET > MBI S Z AR AR E T MRS AN - DUR R (E 2 (E
DL BB AR 8188 Il i oy FreH B B s B B Mo ey Bl oy TR T By
EIEIIRE - ERUE_EECN AR o 28T 0 SRRV IS S AR AR L R R - E
J& > MPEP HUAHRHZE & 155 [BLAAZG0 SF - AEEBIE & A 2 E5 N i R (3
ERCSHE AR > A RITT AR AR EE TR 2 (55 -

3. ESMEE
FHEAED M 2 AR BRI MR A HET D BRI IR R
BEAWENASR - AEREVED EEEHEPER (JREI Graham FEHFHAE ) 09 4 5
B o Sl o] FR SR B P AH R s i o LA i R K1k (person having ordinary skill
in the art, PHOSITA ) ZHfli7KAEREOK - N RREEHIET A Al (ordinary skill) 4%
fla7K4E » JRENEREV] A TERE A TR T AR B B ila 7K 4B /Y HIEr - TiE =AY MPEP

. MPEP 2131.03 Anticipation of Ranges [R-07.2015]; MPEP 2144.05 Obviousness of Similar and
Overlapping Ranges, Amounts, and Proportions [R-07.2015].
2 MPEP 2131.02 Genus-Species Situations [R-11.2013]; MPEP 2144.08 Obviousness of Species When Prior
Art Teaches Genus [R-07.2015].
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B P E I B AR PHOSITA () MUEEE A (Bfr) W& ERIHEE 2B - KHED
TIEUE S AT IR A (BT ) BBk Refal > S (el isi o A i e
R ~ SepiRefy i i R 2 Rty T ~ Fo iR s ~ R A8 R
BT K Ay - A HIE NAYRIT /KR > e o /KB IE PHOSITA Z 451G
KA TEMRIEFH AR SRR EEE « s FEE AT RS E B S TEE
YR KRR ACHIE 1 R R e e B e S E B © FREZ D M &
D BRAE AT B RIS Z Ry 7Ky SR R R0 BEHIE © (1) fEE PHOSITA Z ¢l
JKAE 5 (2) HH PHOSITA B 38 Rlad Z RO 7KAE o s 2ATR LSS AL HE2D PR E
B4 E(ElE] (2) H PHOSITA e i Alsk 2 Befla/KAE I — FRE Z S0 E &R - Wi
T AL AV P HIE G SR BT REA A (EAE IR B RR 22 LhfEE PHOSITA Bl /KA4E
AL T - S R A SR A\ BB AR L > BOETRAM P e/ &
B RERAVEAR L > ATRE S EIRRES - IS RIE R ST PHOSITA HUR 7K AR #E 1T 5
s > IRV AL RE B R AT ReE Y 8 E LR IR G R AGE % il
BN HE H 2R e R BB R > siF S rl e g R it - 35
b0 1 HIET P B B PHOSITA Bl i RISV E s b > FOED M HIETP U B e
HEBH R HE i AE e B ffa/KeE - HS MPEP 3R BHREE 8 % A% (ordinary skill) =
R 7K (o Ry PR B B 2 B R (A EL RG> SR Ry R0 M B D Bk 2 T
Lle% 2 J5e -

ok

ﬁ

f

4. BBFHELE (burden of proof)

I REASE TR AU RR M ~ D VAR BA SRR - 183575 WIEL MPEP HRAVERIH NS
KE - EEIEHEEIEE ST HHEE N BB HE AR H e B - TRTEEAR
BHHAGE N\ % B T ER IV ERE R R Aol - B0« AN BAERHEE R EZ 3
BEERTHAEERE - SEEHwHES - M AR ERER - MPEP
FRR RV B E R E AL E R E A BERHE A e o (R
HEEE RSB CEMRHEEEE BN BIEEEER G TH PR - HES
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TE T EEA RS EHEH BRI A RS R IR FER] - ARG FEE
ANBEEEZRERIIEN - FEELERLBEENRFER Z2F5RE - INAERE
EANBBHEA - B ARFEER TS B RE I > EETFREEN
RrEIRIAIE A - W EAEEENE R H e A GrEifEEREE AR

HEEA - AEAESEHRRERCHE > AN HRIBRENEAEENEH R
EEFE - IR RS SRR - AR B RS M S (R E AR AR B o
{EFREE A BTHUS B 2 e P

5 BB ER
B SR SR F B R AR 2 MG Z F B GRERSE 2-13-20 H » Bt

Cirgtt 2 HE ]

{EE&Y) A BEEABIR S [FESXM - 55 RS Z N AR TS Be 2 R @i o
serb B R A RE S R (T HOCER R ARG YIBEE R AR
AIE B2 EARY) BBl SIS S Boalt -

b2 HE ]

HEE B Z SR EAE SV 2 A - N2 &R T 45 (R B
{fbePE e - BESEEERMAE - B850 E DIOHT 2 B AR
ERS  #URA EERMEEYIN S R BAED M - BRI S AL ERES
VI E A EEATRIRI IR -

H5 [FEXXFEAF—EERMEEYIRY S I A T HEEEN 2300 K%t

AV %S B R M AT R S C T B S S
27 - BB AT BB AR R S S S SRR
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B EIF RN TR — ST % TR B — % SR S i
> VBB TR - ZEHES) -

S5 MPEP M R$THY 2 A 2 25 & IR AIPA IHERRED  BEISORN BRI TTHIPIED
ISRAZ - Pl EAR RS R NE SO E BB A T — 2 - BN M 2
AR - BB SRR R - FAE R RS RE I ARr
s > BTN e~ R A SR B &Y > B — Rk B
W77 PR R (TR Y eI E n Z A HH a8 A Z S RES 5 Se ey B

Al Ry B -

SN BT R AL n R DL IR A (R 2l > TR A AR
REFAFEH - BE R R EREE 2 FAIT UEE - HERRMEE - AIDIEERE
BT Eray U a5 -

6. BEFEHHLERZEE
R ARSI AE e 2 1704 H Y EASE EAR AT ZA1TT T EAE B AR A 5 % 22 3

EAIATHL - IREIEHANESS 52 fRIUE " BaEn - B RIS AR EFIEZ T
B > AREMUEERIRE - EHUSET RIEEE > - o OSSR SR AR R A 40
Wz TEEE T~ BEEmBHELE A BURUE o RIRIREIEANESS 52 k2 10%
B G IRE A HEE A I R 2 a2 — e IR B 4 an B 45 2 350
e A L B DRSS an B 88 n 2 Eist el BRI & BANAR 52 Rz
= ER R R Fai Ry VA OEEE R T LIRS -

mf
g

A0 > EEA R R EEHAR R EGET ~ BE S ECHVit ~ 22 H A NG = e F B R
fi](lack of due diligence)” #21E » ¥4 FH FDA 227E I FDA jB4S 5 S B F A

HpR B 8 A ST L E A IRIMHEEE Z 57 « RO BIRI 0 > A R e 2 L -
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J2 HHVERIE - FrEEl R 8 R Pad E B F ek 28 i T o] Z HRPR sV H SRR
J7 > MHARETRE - B - R " AR HREAZAMERIIE ) Z380E > &
AR E A BRI R EEE R R S I A R U Z B ) R IR A PREEAE
M SR > Mg 2 RS EchY BRI R A R Z e B - (NIE > HE5 AR
LA - B R PR R I e AN AR R R DVREAFIEE A ~ Bl T
= TR B - METCERE AR RE - RACE AR B33 AETEAER
AR T LUER - HRESH R TIMECE - RILE e SR E AR P IS E - ]

RER Ry 27 -

W

102 B3

1. XSt Bz 2k
THEESERF R AL 8 HH# I REFIONFENZ R E TEFR
SRR R ZE R 10 HHYEE =38 - (NI ESRETAR R - nIRE B E e A R 4R
ShipfE] EEE - EER O] R AN R S I B AR 2 S BR AR - R E TSR 1]

ZHRET > B UAER SRR R SO ORI SN S VS =

2. RBELZZHE

FHRY SR TR Ak A (2 i &R R SR SL B T AT > NI » OG5
MHRAHEREFTae < EEZARE s PTAB HIAABEERE - B BEE SRR BRI -
DMt 2 - A1 - EISOmB G B 5 A R T Q& A sfamtH=t - i3k
TR TR 2 B - F R T S E RO FE AR B
HEIES R > BRI AHet Z ERENRE ERE T EBE AL 2R > 1]
DUSE BT T 752K - SRR B U B A 31 ey AT A 55 5 2 HIE 5 =
FHRY LR Q& A BfamtA R Z BTl - Z R IE R K S 5 2 (7% > el
RS EAZFATM N B ] USRS AR ROTE R SRR - MR R R Ry
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R R IR BEERTT - TSR T BRE R ESEEA AR L F TR RS R,

A
aff °

3. RRATHAZ FF T AE
BERIAAS AR > SHESFESOR AN BIHER T 5 HNEEE G > DUk 2 535507
R ZATHIESR » O A B2 E A FEIRVEfr<Eis - BBAEEE S - R 1A 2
B2 BRSNS AV EIEE > TR ] DURE LI I 3
FEAERrBRS BHIEE - BUEdE > ies I ERE RO ERG(FRCT - 51
BT 2 N A2 TR AT ) 20~30 7388 - RS ST TSR
JRAE(E B BG M aR R B IR T2 - iR B PR R e EE RS I M R AR 55 T X

4, HERFHZ 25k

AR R AR (F S T G AR A B 10/16(— )~ 10/20( 71 ) REEEL USPTO
T ERYI T 4ES B ao)l (Virginia) BYEEfELIELE (Alexandria) BEZE B 12 /NEE > 3%
T B A (R Ry [E— & - RyREOR OB FREOREF B EEMWT » $eJ70% 10/13 (71)
i EFESTORIERTESERT - W00 10/14 (73) B B » SO H R H 89S 2= 8%
H— 2 ETAASRUEEI T IER] » BBEDRSER Bl kSl ESESTRNEE A
BCEIFE T o IR IR RIS R 72 - AE NI B i 0 i £ AT HYEE R
U5 DC &7 - fEAEIE 2T OB MRS - AR AORUBIE RS B R AR
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fiigk 1 106 FEXBFEEER T ERIE

OFFICE

UNITED STATES FPATENT AND TRADEMARK OFFICE
OF POLICY AND INTERNATIONAL AFFAIRS

TAIWAN INTELLECTUAL PROPERTY OFFICE

GLOBAL INTELLECTUAL PROPERTY ACADEMY
UNITED STATES PATENT AND TRADEMARK OFFICE

USPTO-TIPO EXAMINER EXCHANGE PROGRAM

October 16-20, 2017

GLOBAL INTELLECTUAL PROPERTY ACADEMY
Berne Room
UNITED STATES PATEN™ AND TRADEMARK OFFICE
Madison Building | 600 Dulany Street | Alexandria, Virginia 22314

COORDINATORS:

Elaine Wu

Atorney-Advisor

OFFICE OF POLICY AND INTERNATIONAL AFFAIRS
United States Patent and Trademark Office
Email: elaine. wu(@uspto.gov

Angel Jenkins

Training Program Specialist

GLOBAL INTELLECTUAL PROPERTY ACADEMY
United States Patent and Trademark Office
Email: angel.jenkins@uspt:

Nyeemah A. Grazier

Patent Attorney Detcilee

OFFICE OF POLICY AMD INTERNATIONAL AFFAIRS
United States Patent and Trademark Office

Email: nyeemah.grazier{@uspto.gov

Kia Belk

Admin Support Specialist

GLOBAL INTELLECTUAL PROPERTY ACADEMY
United States Patent and Trademark Office
Email: kia.belk(@uspto.gov
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8:30 — 9:00 a.m.

9:00 —9:15 a.m.

9:15 - 10:00 a.m.

10:00 = 11:00 a.m.

11:00 -11:15 a.m.

11:15 - 12:15 p.m.

12:15 - 1:30 p.m.

1:30 —2:30 p.m.

2:30 —2:45 p.m.

2:45 — 3:45 p.m.

3:45 — 4:45 p.m.

Manday, October 16, 2017
GLOBAL INTELLECTUAL PROPERTY ACADEMY
Berne Room

Registration

Welcoming Remarks and Updates
Elaine Wu, Attorney Advisor, Office of Policy and International Affairs

Overview and Introduction to Patent Examination Practices at the USPTO
Nyeemah A. Grazier, Patent Attorney Detailee, Office of Pelicy and International Affairs

AIA STATUTORY FRAMEWORK: 35 U.S.C. § 102(a) Prior Art and 35 U.S.C. §
102(b) Exceptions
Kathleen Fonda, Senior Legal Advisor, Office of Patent Legal Administration

Morning Coffee & Tea Break

35 U.S.C. § 102 EXAMINATION PRACTICES: Rejection Requirements for Inherency
in Chemical Applications, Making § 102/103 Rejections, and Beyond

Bennett Celsa, Quality Assurance Specialist, Technology Center 1600

Lora Driscoll, Quality Assurance Specialist, Technology Center 1600

Scarlett Goon, Quality Assurance Specialist, Technology Center 1600

Lunch Break

35 U.S.C. § 103 EXAMINATION PRACTICES PART I: Establishing a Prima Facie Case
of Obviousness; Supporting Rationale Based on Common Knowledge in the Art:
Obviousness of Similar and Overlapping Ranges, Amounts and Proportions; and
Obviousness of A Species When Prior Art Teaches A Genus

Lora Driscoll, Quality Assurance Specialist, Technology Ceater 1600

Bennett Celsa, Quality Assurance Specialist, Technology Center 1600

Afternoon Coffee & Tea Break

35 U.S.C. § 103 EXAMINATION PRACTICES PART II: Consideration of Applicant’s
Rebuttal Evidence of Nom-Obviousness (Teaching Away and Unexpected Results)
Scarlett Goon, Quality Assurance Specialist, Technology Center 1600

Lora Driscoll, Quality Assurance Specialist, Technology Ceater 1600

Bennett Celsa, Quality Assurance Specialist, Technology Center 1600

Case Law Discussions Pertaining to Obviousness under 35 U.S.C. § 103
Jesus Hernandez, Attorney Advisor, Office of Policy and International Affairs
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8:00 - 9:00 a.m.

9:00 - 10:00 a.m.

10000 — 10:30 am.

10:30 —12:00 pm.

12:00 - 1:00 p.m.

1:00 - 3:30 pm.

Tuesday, October 17, 2017
JLOBAL INTELLECTUAL PROPERTY ACADEMY
Berne Room

PTAB Overview and the Differences Between Post Grant Review (PGR), Inter
Partes Review (IPR), and Covered Business Methods (CBM)

The Hanorable Michael Tiemey, Vice Chief Administrative Patent Judge, USPTO
Patent Trial and Appeal Board

PTAB AIA Trials
The Honorable Rama Elluru, Administrative Patent Judge, USPTO Patent Trial and
Appeal Board

Morning Coffee & Tea Break

Ex Parte Appeals

The Honorable Kal Deshpande, Acting Vicz Chief Administrative Patent Judge,
USPTO Patent Trial and Appeal Board

Lunck Break

Attend Live IPR Hearings
Patent Trial and Appeal Board
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9:00 —9:45 am.

9:45 — 10:30 a.m.

10:30 — 10:45 am.

10:45 - 11:30 a.m.

11:30 - 11:45 am.
11:45 - 1:00 p.m.
1:00 — 2:00 p.m.

2:00 —3:15 p.m.

3:15-3:30 p.m.

Wednesday, October 18, 2017
GLOBAL INTELLECTUAL PROPERTY ACADEMY
Berne Room

EXAMINATION PRACTICES: Functional Claiming and Claim Clarity
Bennett Celsa, Quality Assurance Specialist, Technology Center 1600
Marianne C. Seidel, Quality Assurance Specialist, Technology Center 1600

EXAMINATION PRACTICES: Polymorphs
Sreeni Padmanabhan, Supervisory Patent Examiner, Technclogy Center 1600

Morning Coffee & Tea Break

QUESTION AND ANSWER SESSION: Examination Practices of Functional
Claiming in Pharmaceutical/Biotechnology Inventions (e.g., AUC, Cuax,
dissolution rates, new formulations, isomers, polymorphs, etc.)

Bennett Celsa, Quality Assurance Specialist, Technology Center 1600

Lora Driscoll, Quality Assurance Specialist,”Technology Center 1600

Scarlett Goon, Quality Assurance Specialist, Technology Center 1600

Marianne C. Seidel, Quality Assurance Specialist, Technology Center 1600
Sreeni Padmanabhan, Supervisory Patent Examiner, Technalogy Center 1600

Group Photo
Lunch Break

Case Law Discussion: Polymorphs, New Dose Formulations of Known
Compounds and Inherency (Pharmaceutical Inventions)

Nyeemah A. Grazier, Patent Attorney Detailee, Office of Policy and International
Affairs

Discussion on Patent Term Extension Considerations for Delays at Other
Agencies under 35 U.S.C. § 156
Mary Till, Attorney Advisor, Office of Patent Legal Administration

Afternoon Coffee & Tea Break
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9:00 — 10:15 a.m.

10:15 - 10:30 am.

10:30 —11:45 a.m.

11:45 ~ 1:00 p.m.

1:00 — 3:00 p.m.

3:00 - 3:15 p.m.

3:15 - 4:15 p.m.

4:15 - 5:00 p.m.

Thursday, October 19, 2017
USPTO - PUBLIC SEARCH FACILITY (MADISON EAST)
Instruction Room

Search Software Platform Training (PubEAST/WEST)
Robin Jackson, Tecknical Information Specialist, Public Search Facility

Morning Coffee & Tea Break

Developing Search Strategies
Virgil Tyler, Search Strategy Expert, Scientific and Technical Information Center
Ossame Darwish, Search Strategy Expert, Scientific and Technical Information Canter

Lunch Break

SEARCH STRATEGY WORKSHOP: Software and Composition of Matter Defined

by Parameter

Virgil Tyler, Search Strategy Expert, Scientific and Technical Information Center
Ossama Darwish, Search Strategy Expert, Scientific and Technical Information Center

Afternoon Coffee & Tea Break

Tour of the Scientific and Technical Information Center (STIC)
Elaine Wu, Attorney Advisor, Office of Policy and International Affairs

Tour of the USPTO Examining Corps: Knox Building
Elaine Wu, Attorney Advisor, Office of Policy and International Affairs
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9:00 — 10:00 a.m.

10:00 - 10:30 a.m.

10:30 - 10:45 a.m.

10:45 - 11:30 a.m.

11:30 - 12:00 p.m.
12:00 - 12:10 p.m.

12:10 - 12:30 p.m.

Friday, October 20, 2017
GLOBAL INTELLECTUAL PROPERTY ACADEMY
Berne Room

TIPO: Patent Law Updates

Part I: Patent Law Amendments Pertaining to Grace Period
Mr. Li-Fu {Phil) Liu, Taiwan Intellectual Property Office

Part II: Amendments on Patent Examination Guidelines on Inventive Step
Ms. Chiao-Yi (Joyce) Lin, Taiwan Intellectual Property Office

Discussion on Statutory Regulations for Data Exclusivity Protection (Medical)
Ms. Chia-Hui (Erica) Lin, Taiwan Intellectual Property Office

Morning Coffee & Tea Break

Drafted Amendments to the Patent Law and Examination Guidelines on
Patent Term Extensian for Pharmaceuticals

Ms. Chin-Hui (Nancy) Chuang, Taiwan Intellectual Property Office

Open Discussion

Program Evaluations

Closing Remarks
Elaine Wu, Attorney Advisor, Officz of Policy and Internaticnal Affairs
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