出國報告(出國類別：其他)

赴美國華盛頓特區參加
國際商標協會第134屆年會
服務機關：經濟部智慧財產局
姓名職稱：朱稚芬  商標助理審查官
派赴國家：美國
出國期間：101年05月4日至101年05月12日
報告日期：101年07月30日
報告摘要
參與國際商標相關會議是本局規劃出國研習項目之一，國際商標年會（INTA）於每年舉辦之年會中均安排有委員會會議（Committee meetings）、圓桌議題（Table topic）、專題討論（workshops）及教育講習（educational sessions）等單元，並設置展示館，提供會員設置攤位拓展其業務。為積極有效掌握商標議題之最新發展趨勢，本局特派員參加INTA於今年舉辦之第134屆年會。
由於商標議題備受國際間之重視，本次年會是歷年最盛大、參與人數最多的一次，總計有來自140多個國家，超過9,500位從事商標或智慧財產權相關領域之律師、商標代理人、學者、業者、媒體及政府機關等人員參加，會場更有100個以上的業界及政府機關設置攤位。本次研討會議題包括「原住民權利的保護」、「反向混淆（reverse confusion）」、「商標尋求著作權法保護可能」、「美國聯邦判例法及商標審判及上訴委員會的年度回顧」、「歐盟商標新知」、「商標與工業設計之衝突」、「聯邦商標反淡化法的爭論」等，議題內容豐富及具有多樣性，對於業者及商標主管機關，關於商標法規及實務之交流及運作有相當之助益。
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壹、目的
國際商標協會（International Trademark Association，簡稱INTA）總部設於紐約，係一非營利性質的民間組織，創立於西元1878年，原名為美國商標協會（United States Trademark Association ），後因會員遍及世界各地，於1993年更名為國際商標協會。根據今年統計資料
，INTA會員共來自190個以上的國家，超過5,900位，成員主要包括跨國企業、新興高科技公司、智慧財產權事務所、法律事務所、顧問公司、學術機構等。
INTA成立之宗旨為「保護及促進商標權人之權益，推動有助益之商標立法」。該協會每年皆會舉辦年會，在一年一度的年會中有委員會會議、圓桌座談、專題研究及教育講習等單元，主辦單位會提供交誼會場供與會人員利用或與客戶洽談，而參與會員也可以在主辦單位所提供之展示館承租攤位參展，進一步推廣其業務。
為積極與國際智慧財產權組織交流互動，並有效掌握最新國際商標議題之發展趨勢，本局派員參與該會於美國華盛頓特區所舉辦之第134屆年會，我國除本局代表外，尚有商標代理人等業界多人與會。以下即就本次主要之研習經驗及心得與大家分享。
貳、參加會議情形
第134 屆INTA年會，係於今（101）年5月7日至9日於美國華盛頓特區舉行，會議地點在華盛頓會議及貿易中心（Washington Convention & Trade Center）。近幾年來INTA出席率有持續增長趨勢，而今年更是歷年來出席人數最多的一次，總計有來自140多個國家，超過9,500位從事商標或智慧財產權相關領域之律師、商標代理人、學者、業者、媒體及政府機關等人員參加，另外有100個以上之業界及政府機關於會場中設置攤位。INTA每日新聞中列出本次參加人數最多的國家排名，包括美國3,424人（第一）、英國446人（第二）、德國380人（第三）、中國大陸342人（第四）及日本（第七）等
。另主席於開幕致詞時，特別於投影片顯示並感謝代表官方參與之國家，包括比利時、加拿大、中國大陸、丹麥、法國、日本、挪威、南非、西班牙、瑞士、美國及我國
等的參與。
本次年會在正式研討會開始前2天（5月5日及5月6日），除了召開INTA內部的委員會外，也舉辦國際商標法律學術研討會，邀請許多學者專家及學生參加。並且開設專門分別為法律系教授及法律系學生的學術議程。
趁著本次年會的機會，INTA展開名為”Unreal Campaign”[image: image1.png]


的反仿冒活動，其主要之目的在於教育青少年，有關商標真正的價值以及仿冒品的危害。該運動除了藉助網路媒體的大量宣導外，INTA的會員更會親自去美國各地的高中進行演說，期盼這些青少年對商標有更深入的瞭解。
本次研討會議題包括「原住民權利的保護」、「反向混淆（reverse confusion）」、「商標尋求著作權法保護可能」、「美國聯邦判例法及商標審判及上訴委員會的年度回顧」、「歐盟商標新知」、「商標與工業設計之衝突」、「聯邦商標反淡化法的爭論」等，議題內容豐富及具有多樣性，對於業者及商標主管機關，關於商標法規及實務之交流及運作有相當之助益。
有關大會議程、簡報資料、與會人員名冊及每日新聞等資料除了上網取得外，也可以用手機APP平台及QR Code讀取，非常便利。同時INTA也響應慈善活動，與美國紅十字協會合作，於會場中提供合適的場所，鼓勵與會人員發輝愛心捲袖捐血。

一、美國TTAB及巡迴法院2011-2012年最新決定
以下之案例係節錄自2011-2012年美國商標審理與上訴委員會（the Trademark Trial and Appeal Board, 以下簡稱TTAB）及聯邦巡迴法院（the Federal Circuit）2011-2012年之決定
:
（一）、Section 2(d)混淆誤認之虞
 
1. 有混淆誤認之虞
· In re Accelerate s.a.l., 101 USPQ2d(TTAB 2012)

申請人Accelerate公司以"COLOMBIANO COFFEE HOUSE"商標指定使用於第43類提供食物及飲料之服務
，經查圖樣中之”COLOMBIANO”為西班牙語，相當於英文 ”COLOMBIA”（哥倫比亞）之意，”COFFE HOUSE”則為「咖啡屋」之意。USPTO認為其提供之服務與哥倫比亞政府所有，註冊使用於咖啡商品之證明標章"COLOMBIAN"
（哥倫比亞的）會造成消費者的混淆誤認。TTAB認為證明標章混淆誤認的判斷因素與一般商標之判斷因素相同，尤其「餐廳服務」與「食品商品」並不一定是有所關聯，還要有一些佐證資料來證明之間的關聯性
。本案因為哥倫比亞以咖啡豆聞名，所以消費者會認為申請人所銷售之咖啡商品來自哥倫比亞，進而認定申請人係經證明標章權人授權使用該商標，或者假設申請人與證明標章權人有所關聯。是以本案TTAB認為申請人之"COLOMBIANO COFFEE HOUSE"商標與"COLOMBIAN"證明標章有致消費者混淆誤認之虞，而否准其註冊。 
2. 無混淆誤認之虞
· In re Giovanni Food Co., 97 USPQ2d 1990 (TTAB 2011)

申請人Giovanni公司申請註冊”JUMPIN’JACKS”商標在第30類的烤肉醬
，USPTO以註冊在第43類提供飲食及服務之”JUMPIN JACK’S”商標據以核駁
。申請人不服，提起上訴。TTAB認為USPTO並沒有提供進一步的資料來證明申請人之商品及據駁商標之服務有所關聯
。雖然USPTO提出第三人曾經使用一相同商標同時註冊在烤肉醬商品及提供飲食及服務，但所提供之相關資料表示僅僅此一家，且並無相關證據證明據駁商標權人的飲食服務有特別包括烤肉醬，況且也沒有證據顯示據駁商標的識別性很強，是本案二造商標應無致消費者混淆誤認之虞。TTAB撤銷USPTO對本案之核駁處分。
（二）、Section 2(e) (1)
商標僅由說明性文字所構成   
· In re Accelerate s.a.l., 101 USPQ2d(TTAB 2012) 
申請人Accelerate公司以"COLOMBIANO COFFEE HOUSE"商標指定使用於第43類提供食物及飲料之服務
，但USPTO認為該商標會讓消費者立即想到其提供之內容，即其提供之咖啡係來自哥倫比亞，TTAB也維持USPTO的看法，認為消費者會認其提供之咖啡具有特定之品質，為指定服務之說明。
本案與前節有混淆誤認之虞的案件係同一申請案，是以相同商標圖樣，指定使用於同一之服務上，TTAB認為除了有混淆誤認之情事，也該當僅為說明之圖樣。不過TTAB特別指出USPTO並沒有以Section 2(e)(2)產地說明或Section 2(e)(3)產地誤認誤信之理由來核駁本案，而TTAB認為以上這兩項核駁理由都有成立之可能性，但TTAB對於USPTO捨棄這些有關產地因素的核駁理由，而選擇完全與產地無關的核駁理由，表達尊重。
（三）、Section 2(e)(3)
產地之誤認誤信
· In re Jonathan Drew Inc. d/b/a Drew Estate, 97 USPQ2d 1640 (TTAB 2011) 

申請人Drew公司以"KUBA KUBA" 商標申請註冊在香菸相關商品上
，USPTO以該商標有產地誤認之情事，核駁其申請。申請人不服，提起上訴。
本案申請人對於"CUBA"是地理名稱之意義並不爭執，並表示其商品並非來自古巴，也不是以古巴的菸草所製成的。但是因為美國對古巴有禁運政策，所以消費者並不會認為其商品來自古巴，且申請人爭執USPTO並未舉證相關消費者是否會因為這商標本身的涵義來購買商品，因為公眾被欺騙的直接證據是必要的。然而TTAB認為只要該商標的地區意涵與商品之間讓消費者有強烈的聯想即已足夠，申請人所要求直接的證據並不是必要的，本案可以推論古巴以菸草聞名，相關的消費者可能會被欺騙，即有產地誤認誤信之情事。
（四）、Section2(e)(5)商標具功能性
 
· Kistner Concrete Products, Inc. v. Contech Arch Technologies, Inc., 97 USPQ2d 1912 (TTAB 2011) 
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商標權人Contech公司於2002年獲准註冊在輔助註冊簿如上圖之商標
，指定使用於建造橋樑或涵洞橋之預鑄混凝土支架。Kistner公司於2007年提起撤銷之訴，主張該商標為純粹功能性商標。
在In re Morton-Norwich Products, Inc.案判決中
，將功能性區分為事實上功能（de facto）與法律上功能（de jure）。事實上功能係指商品的外觀設計可以達成某種功能，並且有助於該項商品的使用目的；而法律上功能則係指商品的外觀設計會使該商品較其他同類商品擁有重要的競爭優勢。因法律上功能性的概念出發點在於，若某種外觀設計將會影響到同類商品市場的公平競爭時，這種外觀設計就不應該被允許註冊，所以原則上來說，商標具有法律上功能性才會被撤銷。 
 所謂Morton-Norwich因素為:(一)該外觀設計取得發明專利並揭露其功能性；(二)申請人於該商品之廣告行銷上是否特別強調其外觀設計之功能性；(三) 該設計是否簡化了商品製造過程或降低製造成本；(四)是否有該設計以外之替代方案可供選擇
。
本件商標因為同時在美國取得發明專利(utility patent)，商標權人在使用該商品之廣告上也特別表彰其造型有功能上之助益，TTAB即援引Morton-Norwich因素，認為一商標如果取得發明專利，即為說明其特徵為功能性之有力證據，因而認定本件商標為具有法律上功能性之商標，而撤銷其商標權。
（五）、Section 43(c)(2)
商標因稀釋而淡化
· Nike, Inc. v. Maher, 100USPQ2d 1018 (TTAB 2011) 

本案申請人為居住在加州之Patricia Hoyt Maher及Peter Maher，該二人於2008年向USPTO申請註冊"JUST JESU IT"商標
，指定使用於運動用衣服等商品，經USPTO核准審定。後經Nike公司於異議公告期間提起異議，TTAB認可Nike公司對系爭商標的異議，認定該商標與Nike公司的知名商標"JUST DO IT"會造成消費者混淆誤認，並且因稀釋而淡化（dilution by blurring）"JUST DO IT"商標。本案中TTAB在二商標圖樣的比較上，摒棄之前「實質上相似」（substantial similarity）及「幾近相同」（near identity）的檢視要件，取而代之的是只要「二商標在整體商業印象上有足夠的相似度」（sufficiently similar in their overall commercial impressions），而產生必要的關聯性，即可成立淡化的主張。TTAB據此認定本案二商標有關聯性，申請之商標圖樣會因稀釋而淡化異議人所擁有之著名商標。
二、反向混淆 -- 另一種”混淆誤認”?
美國第一上訴巡迴法院在1993年的判決中曾寫過:「反向混淆沒什麼新奇的。」（Reverse coufusion is nothing particularly new）
，看來美國對於反向混淆的案件並不陌生。主要原因應該是因為美國商標採使用主義，所以較具規模的公司可能在申請註冊或使用商標時，無法查得規模較小營業者所有未註冊之商標，而造成反向混淆之可能性大增。
然而，對於加拿大法院來說，反向混淆則是比較新的主張。加拿大A&W公司自1987年開始銷售商標"Chicken Grill"三明治，並於1988年取得商標註冊。麥當勞公司則是自2001年開始銷售"Chicken McGrill"三明治。A&W公司的"Chicken Grill"三明治每年大約有8百萬到1千萬的銷售額，而麥當勞公司的"Chicken McGrill"每年大約有3千萬的銷售額。A&W公司後來提起侵權訴訟，主張麥當勞公司的"Chicken McGrill"商標會造成消費者的混淆誤認，麥當勞公司則是反訴A&W公司的商標"Chicken Grill"欠缺識別性。A&W公司在稍後的爭訟中主張本案的「混淆誤認」係指「反向混淆」，這樣的主張在加拿大是新奇的論證，然而加拿大法院認為商標法對於混淆誤認的概念可以涵蓋正向及反向的混淆，其適用之判斷因素是相同的，沒有必要特別考量
。本案中消費者混淆誤認的證據非常薄弱，因為購買A&W公司的"Chicken Grill"三明治的消費者，並不會認為該商品來自麥當勞或與麥當勞公司有所關連，所以法院最後認定本案沒有混淆誤認之適用。至於麥當勞對於"Chicken Grill"商標因欠缺識別性而無效的主張，法院認為沒有證據證明該商標完全欠缺識別性，進而駁回麥當勞公司的主張
。
（一）、何謂反向混淆
喬治華盛頓大學Roger E. Schechter教授簡介反向混淆的概念，並提出一些問題供大家思考
。
1. 反向混淆與一般正向混淆的概念不同:
1) 在正向混淆的概念中，消費者認為後使用人（junior user）的商品或服務來自先使用人（senior user）或使用人之間存在關係企業等類似關係。
a. 消費者要尋找先使用人的商品。
b. 消費者錯誤地買到後使用人的商品。
2) 在反向混淆中，消費者認為先使用人的商品或服務是來自後使用人或使用人之間存在關係企業等類似關係。
a. 有可能是因為先使用人是規模較小或地區性的廠商，其知名度不算高。
b. 也有可能是因為後使用人是規模較大或跨國性之廠商，享有非常高的知名度及商譽。
2. 相同的事實可能會造成兩種不同混淆誤認（正向混淆與反向混淆）的結果，相關案例如下:
1) 先使用人在西雅圖開了三間披薩餐廳，取名叫"AUNTIE ISABELLA'S"，在當地享有不錯的商譽。
2) 後使用人（Colossal Foods, Inc.,）為一家大型企業，使用"AUNT ISABELLA'S"的商標在全國各地販賣冷凍披薩。
3) 就西雅圖當地的消費者而言，尤其是曾去先使用人餐廳的顧客，會認為超級市場所銷售的冷凍披薩是來自先使用人的餐廳，或者取得該餐廳的授權，這種情形就是傳統正向混淆的情形。
4) 然而對其他地區的消費者而言，因為對Colossal公司的冷凍披薩較為孰悉，所以當他們來到西雅圖，看到當地的"AUNTIE ISABELLA'S"披薩餐廳，會認為其與Colossal公司所銷售之"AUNT ISABELLA'S"商品有所關聯，在這種情形下，就是反向混淆。
（二）、反向混淆會造成什麼傷害
1. 反向混淆有可能造成先使用人損失銷售金額，也會影響商譽。
2. 先使用人的商標會逐漸喪失商標的價值，而且先使用人也無法掌控該商標，或者進一步就該商標開發新市場。
3. 更嚴重的可能性則是，消費者會誤認先使用人的商標是仿冒商標，先使用人是仿冒者，進一步對先使用人公司的信譽造成很大的損害。
（三）、傳統混淆誤認判斷因素在反向混淆中之操作
法院認為很多傳統判斷混淆誤認的因素必須調整，例如: 
1. 商標識別性的強度 
1) 在傳統案例中，識別性越強的商標，造成與後商標混淆誤認的可能性越高。
2) 在反向混淆的案件中，因為先使用人的商標相對來說是較不知名，所以要評估的是後使用人商標識別性的強度。
3) 所以在反向混淆的案件中，後使用人商標識別性的強度越強，越有可能傷害先使用人的商標，即越可能有混淆的情形。 
2. 後使用人使用商標的意圖 
1) 在傳統案件中，後使用人如果知悉先使用人商標的存在，即有搭便車的意圖。
2) 在反向混淆案件中，因為先使用人的商譽較不顯著，所以後使用人不太可能有搭便車的意圖成立。
3) 然而在在反向混淆案件中，法院必須去評估後使用人是否因疏失而去使用先使用人的商標，或者是有意要將先使用人的商標逼出相關市場。 
（四）、問題思考
1. 先使用人是否一定要取得商標註冊，才能主張有反向混淆的適用。
1) 在美國反向混淆的主張只要是先使用人有先使用的事實即可提起，儘管先使用人的商標是後使用人難以知曉的，仍不影響其主張的權利。 
2) 然而先使用人的商標可能使用的規模很小，即使善意的後使用人經過合理的努力查詢，可能還是難以查得。
3) 如果能限制主張反向混淆的先使用商標必須是註冊商標，那麼可能可以確保有營業規模的大公司能夠事先查詢，避免其誤踩地雷。
2. 在反向混淆的案例中，比較多的判決是允許二商標並存使用。
1) 如果先使用人沒有明顯的計畫去拓展該商標，其使用的權利可能會被限制於某地區或某項產品。
2) 法院會儘可能避免對先使用人的傷害，但也會消除對善意的後使用人的伏擊及投資的風險。
3) 事實上，這樣的決定有可能會鼓勵一些大公司任意的去使用他人有魅力的商標，因為後果只是可能被排除一小部分的市場或特定的商品而已，還有可以繼續使用該商標。 
3. 在商標法中「反向混淆」真的是一種另類的法理嗎? 
1) 是不是只要簡單考量商標圖樣的近似程度及商品的類似程度即可?。
2) 如果是，那所有先使用人的商標都會獲得勝利。
3) 第九上訴巡迴法院曾說:「在反向混淆侵權的案件中，是否會因為是後使用人商標的強度所涵蓋範圍而改變其結果?我們並不這樣認為。」

4) 雖然傳統混淆誤認的判斷因素會因為事實模式的改變而有所不同，然而最基本的問題應該是一樣的:「商標的使用到底會不會造成混淆?」
三、美國商標尋求著作權法保護
美國商標律師要注意囉！在鑽研商標法的同時，著作權法可能在關鍵時刻有決定性的表現呢！
著作權登記相較商標及專利註冊來說，費用比較便宜，程序也比較簡便。著作權的保護年限較專利權長，也沒有商標法要求商業使用的要件。所以商標律師每每也要檢視其標誌（logo）、包裝及外觀設計等是否可以取得著作權登記。
（一）、著作權法保護的標誌

著作權保護具有「原創性」（originality）之創作，然而其對於創作高度之要求是極低的，只要有最少限度之創意性（minimal requirement of creativity ），即該當著作權的保護
。
在Jada Toys, Inc. v. Mattel, Inc.,一案中
，第9巡迴法院認為 Mattel公司的” HOT WHEELS”標誌（如下圖一）具有可著作權性，進而認定Jada公司的”HOT RIGZ”標誌（如下圖二）侵害Mattel公司標誌的著作權。法院分析Ｍattel公司的標誌表示，從文字的使用、火燄圖樣的設計、及顏色的挑選都使得這標誌可主張其著作權。
圖一
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圖二
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在Bouchat v. Baltimore Ravens, Inc.,
一案中，業餘藝術家Frederick Bouchat對美式足球聯合會的巴爾的摩烏鴉隊提起著作權侵權告訴，Frederick Bouchat主張巴爾的摩烏鴉隊所使用的烏鴉圖樣係抄襲他的創作（兩造之圖樣如下圖所示）。法院認為在Bouchat先生所繪之圖樣中包含有公共領域的元素:字母”B”、十字圖及盾牌圖。但是選擇這些元素，組合排列及設計的結果，使得這標誌的整體具有原創性，所以本案第4巡迴法院認定著作權侵權之主張成立。
不過本案突顯實務上一個很重要的問題，即著作權的登記。因為Bouchat先生並沒有針對本案標誌登記著作權，所以本案中雖然判決侵權成立，但原告無法請求法定損害賠償（statutory damages）及律師費用，僅能請求實際損害賠償或是仿冒者的利益
。而本案之原告無法舉證所受損害，被告巴爾的摩烏鴉隊又證明其所得利益並非來自被控侵權的標誌，所以本案法院判決原告所得之賠償金額為零。
原告的圖樣                        被告的圖樣   
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但事實上，有時也很難去預測著作權局及法院對於一個標誌是否具可著作權性的決定。Coach公司以其所有之”CC設計圖”（如下圖）向著作權局申請著作權登記
，但遭著作權局拒絕，Coach公司於是向聯邦法院提起訴訟，然而法院維持著作權局的決定，認為本案之標誌僅僅是”C”字母的排列，沒有足夠的原創性取得著作權。
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然而LV公司所有以字母及圖樣所組合的連續圖案（如下圖），著作權局即認為具可著作權性，取得著作權登記。
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其實相較於Coach公司的圖樣，LV公司的圖樣除了有字母的組合外，還有搭配其他圖樣及色彩，原創性比較高。但是Coach公司的字母”C”係經設計，其排列組合的方式也有特殊之處，更是知名的品牌，無法獲得著作權登記，是該公司很大的挫敗。
（二）、著作權侵權判斷因素   
雖然登記非著作權保護的要件，但著作權登記是被強烈建議的。如果著作在5年內發表，著作權登記可作為向法院提岀證明著作權有效之表面證據（prima facie），且可作為陳述事實之證明。若是著作發表後3個月內或於著作被侵權之前取得著作權登記，著作權人於法院訴訟中可請求法定損害賠償（statutory damages）及律師費用，但如果沒有著作登記，原告就僅能請求實際損害賠償或是仿冒者的利益，而在許多案件中實際損害賠償或仿冒者的利益是較難舉證的。
著作權侵權的要件有可能較商標及專利容易舉證，著作權侵權要件包括: (一)有效的著作權；(二)著作被抄襲；及(三)抄襲造成不正當之盜用。
針對第一個要件，如果有著作權登記就會被推定具備，否則原告就要提出在侵權發生前其已完成著作之證據。
一旦權利確認後，判斷侵權的重點就是兩造著作的近似程度。這部分原告即必須舉證: (一)被告真的有抄襲原告之著作；(二)被告的著作中有抄襲一定份量原告著作的原創元素，使得被告的著作與原告的著作有「實質上的近似」（substantially similar）。
值得注意的是，著作權侵權要件重點在「實質上的近似」，而商標侵權案雖然也有「商標近似」之要件，但最後還是必須以「混淆誤認之虞」來論斷是否侵權。而「混淆誤認之虞」除了兩造商標的近似、所指定商品或服務的類似外，還必須考量許多事實狀態，包括相關消費者的認知、價格的觀點、產品的品質及被告的惡意等等，然而在著作權侵權的判斷中，這些與事實有關之因素可能都是無關緊要的，或根本無須論斷，所以原則上著作權的侵權較商標侵權容易成立。
（三）、著作權於灰色市場的突破
在Omega S.A. v. Costco Wholesle Corp.一案中
，Omega公司為國際知名的鐘錶製造商，其手錶商品都是在瑞士製造，然後再透過其所授權的批發商及零售商，將該手錶銷售到全球各地，又其手錶底面都刻有受美國著作權法所保護之「歐米茄全球設計(Omega Globe Design)」的字樣。而Costco公司係知名的連鎖賣場，經由轉售取得Omega公司的手錶商品，在加州的賣場銷售。雖然Omega公司對於其經銷商首次於國外銷售該手錶之行為給予授權，惟其對於將該商品輸入美國之行為，以及Costco公司之銷售行為並未予以授權。Omega公司於是向加州聯邦地方法院提起告訴，主張Costco公司之銷售行為，已違反美國著作權法
之規定，而構成著作權侵害，惟Costco公司則主張其行為符合著作權法「第一次銷售理論」
，聯邦地方法院判決Costco公司勝訴，稍後Omega公司提起上訴
。
第9巡迴法院在判決中指出，雖然商品於國外有著作權，然其商品於國外製造進口至美國時，如果沒有美國著作權人的授權，依據美國的著作權法，仍然侵害其著作權。本案後來上訴至最高法院，最高法院於2010年4月19日決定接受Costco公司之上訴，針對本項議題進行審查，並於同年12月13日作成判決，以4比4平手的票數，維持第九巡迴法院的判決，關於「Costco公司未經Omega公司同意，銷售Omega公司於海外所製造，刻有受美國著作權法保護之設計的手錶，已構成美國著作權法之違反」的見解。這個判例是否會成為著作權人對抗灰色商品進口之有力武器，值得進一步觀察。
四、歐洲各國有關商標使用之最新狀況
（一）、對於未註冊商標之保護
歐盟商標指令No. 89/104/EEC對於註冊商標之保護有明文規定
，然而在指令中對於未註冊商標（或稱為商業上之標示），僅視其為一在先權利，可以據此拒絕他人的註冊或評定他人的註冊商標。
其實在巴黎公約（Paris Convention）第6條之2即是處理未註冊著名商標的保護，巴黎公約第8條則是保護商號（無須取得註冊），然而因為缺乏調和性的立法，歐洲各國對於未註冊商標保護的差異甚大，有些國家有立法保護，有些國家的保護則是付之闕如。 
【一】英國
在英國未註冊的商標僅可以依普通法的Passing Off（冒名攀附）來主張權利。如果某人使用A公司所有之商標或與其非常近似之商標，以致誤導公眾相信其所銷售之商品或提供之服務是來自A公司時，是可以用普通法的Passing Off來禁止其他人使用這侵權的商標，甚至也可以阻止這商標取得商標註冊。
1. 以在先未註冊商標禁止新商標之使用
如果你的在先商標未取得註冊，僅能以普通法的Passing Off來禁止他人的使用，所以不能向英國智慧財產局來主張權利，而是要向高等法院起訴。然而在提告同時必須提供以下3個主要的證據:
1)被侵權的商家是享有商譽的。
2)消費者有被誤導的情形。
3)對商譽造成傷害。
這些要件的舉證其實是很困難的，且舉證的責任都在原告，是以提起Passing Off的告訴所費不貲。
2. 以在先未註冊商標阻止其取得商標註冊
如果有人企圖將某公司未註冊之商標，或與其非常近似的商標申請註冊，該公司可依據商標法
向英國智慧財產局提起異議，但必須提出以下證據:
1)未註冊商標已取得商譽。
2)被異議之商標已經或很有可能與未註冊之商標造成混淆。
3)被異議之商標已經或很有可能對未註冊商標造成損害，該損害必須是營業上的損失或商譽的傷害。
在這類案件中，異議人的舉證負擔相較於高等法院的原告來說較不繁重，然而異議程序中，是不會提供異議人獲得賠償之機制。
【二】希臘
 未註冊商標在希臘係以不公平競爭法
所保護，該法條明定擁有識別性標示所有人有權利可以阻止他人以不公平之方式使用該商標。然而尋求未註冊商標之保護須有以下之要件:
1. 具識別性之商標係商業使用。
2. 該標示於相關消費者是有商譽的。
3. 有造成消費者混淆誤認之虞。
【三】挪威
 商標的排他權可以不經由註冊而是經由「成立使用」（established by use）取得，如何才能成立使用的證據?該商標必須要在相關商業交易上取得知名度及成為商品或服務之識別標識
。
對於挪威最高法院來說，另一項重要的問題在於成立使用要件之未註冊商標，「何時」才會喪失其保護?法院後來以投票來解決分歧，多數法官認為未註冊商標如果要繼續獲得保護，就必須持續真實使用，然而少數法官則認為當該商標無法指示商品或服務之來源時，才會喪失其保護。 
【四】瑞士
瑞士的法規中並沒有對於未註冊商標的保護或執行的條文，只有一條限制商標權人對於未註冊先使用的商標主張。
“商標權人不能禁止他人於申請註冊日前，已先使用之商標繼續使用，但這繼續使用的權利只能限於該他人
。 
（二）、商標修飾或變換使用之案例

歐盟商標指令給商標權人在申請註冊後有5年的寬限期
，在這5年內必須真的開始使用(genuine use)註冊商標
，如果5年內未使用，該商標則有被廢止的可能。然而何謂「真正使用」?在許多案件中會有不同的認定，尤其是商標權人對註冊商標修飾或變換使用，是否能視為該註冊商標的使用?以下是一些有趣的案例。
【一】英國/歐盟商標
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以上為Specsavers公司所有4件註冊商標，包括單純文字「SPECSAVERS」、文字「SPECSAVERS」及圖（墨色）、單純綠色圖形及單純墨色圖形（上圖左），惟其使用樣態為文字「SPECSAVERS」及圖（綠色）（上圖右上）。Specsavers公司對Asda公司所有之「ASDA Opticians及圖」（淺綠色）（上圖右下）商標提起侵權及Passing Off的訴訟，Asada公司則提起反訴，以未使用為由撤銷Specsavers公司所有單純之2件圖形商標，本案後經英格蘭和威爾斯上訴法院（The Court of Appeal for England and Wales）審理，惟有關註冊商標是否使用之爭議，該上訴法院提出以下的問題，請歐洲聯盟法院（Court of Justice of the European Union）表示意見:
A. 當一歐盟商標權人同時擁有單純圖形及單純文字之註冊商標，在使用時將2件商標合併使用:
1. 在因未使用提起之廢止案中，該單純圖形之註冊案是否可以主張有使用，而不因未使用而被廢止?
2. 以上問題結果是否因為以下情形而有所不同，如果
1) 文字商標係疊置在圖樣商標之上。
2) 商標權人同時擁有圖形與文字合併之另一註冊商標。
B. 以上1.及2.的答案是否要取決於一般消費者對於該圖形及文字的認知:
1) 認為該商標為分開的商標；
或2)個別商標有其獨特的識別性。
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目前歐盟法院尚未對以上這些問題做出決定，可想而知這個決定的後果對商標權人的影響很大，因為商標權人申請商標註冊，經常會有策略上的考量。
例如以下是知名維他命品牌公司於本局所有之註冊商標圖樣，一件為「Nature Made及圖」（該商標係取得後天識別性獲准註冊）（圖一），單純圖形之商標註冊（以先天識別性核准註冊）（圖二），然而廠商實際上只會使用同時有文字及圖形之商標，並不會直接使用單純之圖形商標。商標審查人員在審查商標申請案有無混淆誤認之虞的時候，針對使用與該圖樣構圖意匠相彷彿，但其中之文字並不近似的商標申請案時（如圖三），除了以圖一註冊案據以核駁外，亦可以圖二註冊案據駁。
     註冊案（圖一）       註冊案（圖二）          核駁案（圖三）
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【二】土耳其
以下案例中土耳其法院認為商標之主要識別部分在修飾後之使用還存在，因此認定有使用。
Registered                       Use
[image: image14.png]fdms |

Lo





以下案例中，土耳其法院認為變換或增加的部分不會影響一般消費者對於該商標之印象，因此認定有使用。
Registered                 Registered                   Use
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【三】瑞士
瑞士法院則肯認商標權人可以依照市場需要，對於商標使用的變化有彈性的空間，尤其是使商標識別性更強的修飾使用。以下案例中，變換使用的外文「SALAMANDER」（蠑螈）即在說明註冊商標圖樣內容，是認定有使用。
   Registered                       Use
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【四】丹麥
以下案例是丹麥法院的認定，主要重點也是主要識別部分是否相同。第1個案例雖然文字上下排列變動，但仍保留所有識別部分，所以被認定有使用。第2個案由則是因為整體商標予消費者不同的印象，所以被認定未使用。比較特別的是第3個案例，變換使用後的圖樣還是有主要文字的識別部分「PUNCH」，但法院認為該註冊商標之背景放射圖樣也是主要識別之一部分，商標權人使用時欠缺這部分之識別部分，是以判定本件商標未使用。
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參、心得與建議
一、心得
（1） 本次研討會關於反向混淆的議題，重點比較偏向侵權訴訟是否可以成立的考量因素等。惟我國商標採註冊保護主義，一開始的商標申請案是否准駁，在類似的案件中，常使商標審查人員陷入兩難的思考。就我國商標法關於混淆誤認條文的解釋
，應指「正向混淆誤認」，雖然部分法院的見解，似乎亦不排除「反向混淆誤認」的適用。在審查實務上，有時知名企業在申請商標時，會以其著名商標結合他人在先的註冊商標圖樣來申請註冊，當審查人員以有混淆誤認之虞發核駁先行通知書時，知名企業總會申覆表示，申請商標圖樣上有其著名之商標，消費者絕對不會混淆誤認，所以核駁的情事根本不存在。然而審查人員基於保護註冊在先商標權的考量下，通常仍會予以核駁。不過這樣的核駁處分到了智慧財產法院時，常遭受到法院的質疑，甚至撤銷原處分，認定該案商標無致消費者混淆誤認之虞（正確來說，無正向混淆誤認之虞），因為消費者一旦看到知名企業的著名商標，是不會誤認其來自在先之註冊商標權人或與其有所關聯。
（2） 著作權律師（Lisa Pearson）很幽默的說這是第一次踏進INTA的會場，想不到就有機會上台了。INTA這次很特別安排有關著作權涉及商標的議題，因為對美國著作權法不是很熟悉，所以在聽演講時就有一些問題，寫報告時，即使有書面資料，總還是有些不確定。但覺得這項議題很有趣，也很高興有機會能補強自己另一項智慧財產權的知識。著作權保護的標的較商標多樣，而取得著作權的門檻又比較低，不像商標有識別性的要件，又有多項不得註冊的事由。而目前大多數國家都採創作保護主義，美國也不例外，但登記制度卻仍在美國扮演重要角色，其著作權登記不僅可以成為訴訟上的表面證據，也是請求法定損害賠償的要件等。日本與韓國目前也都保留有著作權登記，惟我國則於1998年完全取消著作權登記制度。不過考量文化創意產業所有的著作財產權能夠設定質權、取得融資，進而保障交易安全等因素，我國於2012年公布的「文化創意產業發展法」中，明定「以文化創意產業產生之著作財產權為標的之質權，其設定、讓與、變更、消滅或處分之限制，得向著作權專責機關登記…」
，使得國內恢復部分之著作權登記，至於未來針對著作權其他部分的權利（如著作權讓與、授權等）是否可能恢復登記，仍待進一步研究與觀察。
（3） 會場展覽館中，除了美國專利商標局（USPTO）設有展示攤位外，路途遙遠的日本特許廳（JPO）及韓國智慧財產局（KIPO）亦設有攤位。抽空拜會渠等參展的情形，經瞭解JPO有共有4人與會，同仁間會輪流參加研討會及展區接待；KIPO則共有9人與會，其中5人專責參加研討會，其餘4人屬於資料服務部門專門負責接待。另關於參展之動機，JPO表示因曾有外商反應於JPO申請商標的困難，是藉此機會瞭解外商的需求；KIPO則表示係第3次參展，除了加強與外商及代理人溝通外，也推展業務；另外JPO與KIPO也藉此機會與USPTO共同會面，進行交流。
（4） 利用參加研討會的空檔時間，即5月8日下午2時與新加坡事務所（Marks & Clerk Singapore LLP）之合夥人Mr. Michael Wolnizer及商標律師Ms Candice Kwok會面。該事務所表示渠為INTA委員會負責各國商標局基準（Trademark Office Benchmarking）資料，希望本局能配合檢視並填寫正確資訊。已向渠等表達本局願意協助之意願。

（5） 本次年會是歷年最盛大最多人參與的一次，主要除了商標議題備受重視外，在華盛頓特區舉辦也是吸引人的因素之一。華盛頓特區是美國首府，美國許多重要的政府機構都設於此，華盛頓特區也是博物館之都，在國家廣場周邊更林立許多知名的博物館，美國最高法院也在此處。INTA會議研討會在第三天下午1點半左右結束，距離晚上的惜別晚會還有一些時間，於是利用中間空檔時間，帶著朝聖的心情參觀美國最高法院
。智慧財產權相關法律雖說非源自美國，但卻在美國的推波助瀾下日益成熟壯大，而美國最高法院更擔任其中很重要的角色。
（6） 往年INTA會特別來邀請函請本局派員參加年會，並表示將優惠本局與會代表其中1人免報名費，但今年本局並未收到類似信函，且今年僅派1人參加。惟本局近年來都有繳交年會，是經多次與INTA聯繫，INTA最後確認此次仍舊給予本局參與人員免報名費之優惠。
二、建議
（1） INTA主席於開幕致詞中特別強調亞洲市場是未來智慧財產權之主力戰場，所以預計於2014年第一次在亞洲的香港舉辦INTA年會，這個決定對INTA所有會員來說，都非常興奮及令人期待，也希望藉此機會拓展亞洲市場，並特別介紹該屆共同主席:Xuemin Chen -- Zhongzi Law Office及 David Stone -- Simmons & Simmons。本局往年或囿於經費及人力考量，皆未參加INTA年會中之展覽，惟2014年年會係在香港舉辦的，在經費及人力的允許下，建請考量參展之可能性，以增加我國及本局的知名度，或者可以考量派較多名的同仁與會。
（2） 本次TTAB關於混淆誤認之2件案例中，主要判斷因素即為商品與提供食物及飲料之服務是否類似，TTAB認為在個案中如果要認定商品與提供食物及飲料之服務之間為類似關係，必須要提供其他佐證。而我國審查上對於商品或服務類似與否之認定，編譔有「商品及服務分類暨相互檢索參考資料」
，其中針對第43類之餐廳服務，雖明列「餐廳」小類組要檢索「八寶粥、速食麵」商品、「冷熱飲料店」要檢索「茶飲料、咖啡飲料、汽水、果汁」商品，冰果店要檢索「冰、冰淇淋」商品等…，惟於說明中特別表示:「該小類組服務與特定商品互相檢索，實際個案是否構成類似，依本局『混淆誤認之虞』審查基準認定之。」然而在實務審查上，審查人員如果沒有其他參考資料，通常會依互相檢索參考資料判斷該商品及服務間有類似關係，與美國審查上有明顯之不同。在很多案件中，註冊在先指定於餐飲服務的業者，多半是特定地區、單一或規模較小之飲食店或冷熱飲料店，而申請在後之特定商品業者則可能是於國內皆有鋪貨、較具規模之業者，在個案中關於其商品與服務是否類似，應進一步考量。
（3） 本局「商標法第30條第1項第11款著名商標保護審查基準」中述及有關從商標淡化概念制定的背景、邏輯與目的可知，其適用範圍應在非常例外的情況，以降低對自由競爭的傷害，所以，在近似程度的要求方面，商標淡化之虞對商標近似程度之要求較混淆誤認之虞為高。惟本次TTAB案例中針對稀釋而淡化商標識別性之商標近似程度之考量，摒棄之前「實質上相似」（substantial similarity）及「幾近相同」（near identity）的要件，且進一步表示其商標近似與否之判斷，與一般混淆誤認之考量相同，是只要「二商標在整體商業印象上有足夠的相似度」（sufficiently similar in their overall commercial impressions），即可認定有關聯性，而有淡化商標情事之適用，而這樣的論斷值得持續注意是否為目前美國行政機關及法院所認可採用。
附錄：第134屆國際商標協會年會議程
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MONDAY
MAY 7

7:30 am-5:00 pm
Registration

WCC-Lobby Level-Esst Registration
Hospitality

WCC-Level 2-Hall D

8:00 am-10:00 am
‘Continental Breakfast
WCC-Level 2-Hall D (Continental breakfast will also be served outside Ballooom ABC on Level 3)

8:30 am-5:00 pm
Tours.
Depart from WCC unless othewise noted on individual confirmation

9:00am-10:15 am
‘Opening Ceremonies and Keynote Address.

WCC-Level 3-Ballroom ABC.

Welcome Remarks

2012 Annual Meeting Project Team Co-Chairs.

Belinda I. Berman, United States Golf Association (United States)

Jordan Weinstein, Oblon, Spivak, McClelland, Maier & Neustad, LLP (United States)

Welcome Remarks
Alan C. Drewsen, Exective Director, Intemational Trademark Association (United States)

INTA President's Address
Gregg Marrazzo, 2012 President, International Trademark Assaciation, The Estée Lauder Companies Inc. (United States)

Keynote Address.
Leonard A. Lauder, Chairman Emeritus of The Estée Lauder Companies Inc. (United States)

Join us 3t the Opening Ceremonies and Keynote Address and hear from Leonard A. Lauder, Chairman Emeritus of The.
Estée Lauder Companies Inc. and senior member of its Board of Directors. Mr. Lauder wil share his expertise in building
the dynamic and innovative prestige global beauty brands of The Estée Lauder Companies. Don't miss this much
anticipated and exciting event!




[image: image19.png]Founded in 1946, The Estée Lauder Companies Inc. is one of the world's leading manufacturers and marketers of quality skin care, makeup, fragrance
‘and hair care products, with annual sales of US $8.8 billon. It products are sold in over 150 countries and tertories across more than 25 well-
recognized brand names. Under Mr. Lauder' leadership, the company launched a number of popular brands, including Aramis, Ciinique, Lab Series.
‘Skincare for Men and Origins. Beginning in the mid-1990s, the Company also began expanding through acauisitions, adding other popular brands, such
a5 Aveda, Bobbi Brown, Jo Malone, La Mer and MAC.

9:00 am-7:00 pm

‘Academic Day

‘See pages 26-30 for a fullsting of Academic Day events

WCC-Level 1

‘Academic Day is a unique day of programming and networking opportunities designed speciically for the academic community, which includes
professors and students of trademark law.

10:00 am-4:00 pm

ition Hall
WCC-Level 2-Hall D

10:15 am-12:15 pm

Committee Meetings
See page 57 for listing
WCC-Levels 1,2and 3

10:30 am-11:30 am

Speed Networing.
WCC-Level 2-Hall D-Exhibition Hall

10:30 am-11:45 am

Concurrent Sessions.

CMO1 Protection of Indigenous Rights: An Increased Need

Intermediate to Advanced Levels

WCC-Level 3-Ballioom ABC

INTA supports the intemational discussion on the recognition and protection of traditional knowledge (T, folkore and traditional cultural expressions
(TCE) as they coexist with trademark rights around the globe.

This impressive panel wil educate attendees about the growing need to develop an intemational ramework to facilitate the protection of TK and TCE
within indigenous communities, and the Sometimes uneasy relationship that has historically existed between TK and trademark rights.

Moderator

Keri Johnston, Johnston Wassenaar LLP (Canada)

Speakers.
Phil Fontaine, Former National Chief of the Assemby of First Nations in Canada (Canada)
Marion Heathcote, Davies Collison Cave (Australia)
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CMO2 Exploring the Quter Limits of Trademark Law
Intermediate Level

WCC-207 A8

Previous INTA all-academic panels have explored legal constraints on trademark protection. This year's panel of leading trademark scholars will explore
fecent trends in the expansion of trademark protection and discuss the future of trademark rights in various contexds. Issues will include materiaity of
trademarks in consumer decision-making, recognition of noniraditional marks and recent cases testing the limits of trademark protection.

Moderator
Megan M. Campenter, Texas Wesleyan School of Law (United States)

Speakers.
Robert Burrll, TC Beime School of Law, University of Queensland (Australia)

Christine Haight Farley, American University, Washington College of Law (United States)
Rebecca L Tushnet, Georgstown University Law Center (United States)

IMO1 Industry Breakout: From the Frying Pan into the Fire: Navigating Emerging Issues in Cyberspace
Intermediate Level

WCC-146 ABC.

Cutting-edge issues abound in the ever-complex world of cyberspace. From the use of social networking sites for abusive behavior to the expanding
‘Scope of the domain name system, companies and their advisors often find themseives navigating through a sea of novel issues. This session will discuss
the legal and practical issues faced by practitioners in providing clients with innovative and effective solutions for dealing with the constantly-evolving
landscape that is the virtual worlg. A panel of recognized experts willdiscuss issues such as:

+ How to deal with abusive conduct on social networks.
- How to draft effectiv terms of service to deal with abusive situations.

- The current status of the new gTLD/IDN rollout at ICANN.

+ Next steps in the gTLD application process.

- Effective strategles for brand protection in an ever-expanding domain name system.

Moderator
J.Scott Evans, Yahoo! Inc. (United States)

Speakers.
‘Stacey King, Richemont Interational Limited (United Kingdom)
Ellen B. Shankman, Ellen Shankman & Associates (srae)
Brian J. Winterfeldt, Steptoe & Johnson LLP (United States)

WMO1 How to Deal with Restrictions on Advertising and Trademark Use in Regulated Industries
Intermediate to Advanced Levels

(Attendance is first come, frst served and there is a limit of 100 attendees)

WCC-145A8



[image: image21.png]The level of restictions on trademark usage, as well as advertising and packaging of certain categories of £00ds, has been increasing rapidiy on a
‘worldwide basis. The range of imitations, once commonly associated with the tobacco industry, is now much broader and affects other industries such
s alconolic beverages and food. While Some of these restrictions may seem “light” t ist sight, they likely will volve into more Severe forms of control,
similar o the industry's curtent proposals for tobacco plain packaging.

This panel will help trademark owners extract the most from their trademarks’ potential, discuss arguments grounded in IR and more.

Moderator
‘Antonella Carminatt, BM&A-Barbosa, Missnich & Aragio (Brazi)

Speakers.
Cristina A. Carvalho, Arent Fox (United States)

Femanda Magalndies, Mars, Incorporated (United States)
Mikael Spangberg, Pemod Ricard (France)

10:30 pm-4:30 pm

INTA/American Red Cross Blood Drive
WCC-Level 2-Hall D-Exhibit Hall
INTA has partnered with the American Red Cross to host its irt-ever biood diive. Tis event il be hosted in

3 prvats area. INTA wil provide beverages and snacks to thoss who participats. American

Red Cross

Every minute of every day, someone needs biood. That blood can only come from a volunteer donor, a
person like you who makes the choice to donate.

12:00 pm-1:00 pm

Speed Networking.
WCC-Level 2-Hall D-Exhibit Hall

12:00 pm-1:45 pm

Concurrent Sessions.

CM20 Trolling the Trademark Waters

Beginner Level

WCC-20748

Many trademark users are dealing with the harsh reality that “troling” is not just for patent owners anymore. This session will define what trademark
troling really means, while providing a historical perspective and suggested sirategies to avoid and minimize the impact of trolling ltgation. Speakers
Wil also discuss if the new America Invents Act could help stop Trademark Troll.

Moderator
Mitch Mitein, Quiksilver, Inc. (United States)

Speakers.
‘Adam Conen, Kane Kessler, PC (United States)
Mark A. Finkelstein, Jones Day (United States)
Lance G. Johnson, Roylance, Abrams, Berdo & Goodman, LLP (United States)
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The Federal Trademark Dilution Act (FTDA) went into effect 16 years ago, and was revised in 2006, for the purpose of strengthening the protection
afforded famous trademarks. Enjoy a debate between two experienced speakers on whether the FTDA has been positive or negative for trademark owners
‘a5 well as whether it has created judicial backiash.

lution Debate: Fifteen Years After Enactment, Has the Federal Trademark Dilution Act Lived Up To Expectations?

Moderator
‘Stephen W. Feingold, Kilpatrick Townsend & Stockton LLP (United States)

Speakers.
‘Steven Weinberg, Holmes Weinberg, PC (United States)
Barton Beebe, NYU School of Law (United States)

RNI20 Regional Update: European Community (OHIM/EC))

Intermediate to Advanced Levels

WCC-146 ABC.

I this regional update session, an experienced panel of speakers will compare the benefts of a Madrid Protocol fling and a Community Trade Mark
fling, offertips on choosing a fling strategy and explain how it will affect your enforcement efforts. Discover what happens to your regisirations when
‘2 mark is used in a modified or modenized form and you come under attack for revocation based on nonuse. What effect will that have on seniority-
claiming strategies? And find out if dropping national marks wil harm your brand, along with other hot topics in this area.

Moderator
Dawn Osbore, Paimer Biggs Legal (United Kingdom)

Speakers.

Fabrizio Jacobacci, Studio Legale Jacobacci Sterpi Francetti Regol de Haas & Associai (taly)
. Peter Mieler, Misller Schupiner & Parter (Germany)

Peter Rindfortn, Fenix Legal KB (Sweden)

RII21 Regional Update: Latin America

Intermediate Level

WCC-147 AB

Leam the type of use of 3 registered mark that is needed to protect it from nonuse cancellation in Latin America. In addition, gain valuable information
‘on how to maintain the enforceabilty of  trademark against thid parties in jurisdictions where fegistrants are prevented from using the mark due to
local of foreign legislation and regulatory constraints. The speakers will also address the derivation of ights from an unregistered mark and the risks
‘associated with unregistered trademark use.

Moderator
Marcela Bolland, Unthoff, Gomez Vega & Uhthoff,S.C. (Mexico)
Speakers.

José Gutierrez, De Sola Pate & Brown (Venezuela)
Atiio José Ventura Gorin, Dannemann Siemsen Bigler & Ipanema Moreira (Brazi)




[image: image23.png]‘WM20 Practical Tips to Strengthen the Relationship between In-House and External Counsel
Beginner or Intermediate Level
(Attendance is first come, frst served and there is a limit of 100 attendees)
WCC-145A8
In-house and exteral counsel often operate in different but nterrelated worlds. In order to build successful partnerships that may advance the interests
of their common clients, it is vitally important for both to understand each other and their respective foles and challenges. This informative workshop il
‘explore the worlds of in-house and extemal counsel and provide tips and insights that will elp strengthen the relationship betwieen them. Featuring a
panel of experienced in-house and extenal counsel, the workshop will ook at such issues as:

- The current economy and s effect on clents and their legal departments.

- Understanding the role of in-house counsel wihin their company, as wel as the role of extemal counsel.

- When and for what purposes extemal counsel are used.

- How to improve the billing/budgeting process.

- Managing deadiines, expectations and risk.

- The importance of effective communication and responsiveness i both directions.

Moderator
Amold Caballos, Pain & Cebalos, LLP (Canada)

Speakers.
Barry Cohen, SorinRoyerCooper, LLC (United States)
Dolores Moro (United States)

Warren L Zeserman, Hanesbrands Inc. (United States)

1:30pm-2:30pm

Speed Networing.
WCC-Level 2-Hall D-Exhibition Hall

1:30pm-3:30pm

Committee Meetings
‘See pages 58-59 for lsting
WCC-Levels 1, 2and 3

1:30pm-3:30pm

Luncheon Table Topics
‘See pages 49-50 for lsting.
WCC-150A8

1:30 pm-3:30 pm

Past Presidents Luncheon
(By invitation only)
WCC-Level 2-East Overlook





[image: image24.png]3:00pm-4:00pm
Speed Networking.
WCC-Level 2-Hell D-Exhibition Hell

3:30pm-5:30pm
Committee Meetings

‘See pages 58-59 for listing
WCC-Levels 1, 2and 3

3:45pm-5:00pm
‘Concurrent Sessions.

CMS0 Trademarks and Industrial Designs: A Balancing Act?

Intermediate Level

WCC-146 ABC.

s the number of conflits between trademarks and industrial designs increases, this panel of experienced practitioners will examine the trends, beneflts
‘and shortfallsin choosing protection for new shapes, the possibilty of benefiting from cumulative protection under both trademark and design law, and
critcal issues associated with enforcing such rights. This panel will focus their discussion o the jurisdictions of Europe and Asia.

Moderator
‘Alessandro Mannini, Bugnion S.p.A. (taly)

Speakers.
Grégoire Bisson, World Intellectual Property Organization (WIPO) (Swizeriand)
Duncan Hinnelis, Aston Martn (United Kingdom)

Loke-Knoon Tan, Baker & McKenzie (Hong Kong SAR, China)

CM51 Doing the D.C. Shuffie: How Do the Trademark Attomey, Lobbying and Ethics Mix?
Intermediate Level

WCC-20248

Over the past 15 years, we have seen the passage of the Digital Millennium Copyright Act and The Federal Trademark Dilution Act. Now, we are facing.
debates over the Anti-Counterfeiting rade Agreement and the PROTECT IP Act. What considerations are taken into account when a trademark practitioner
is asked to lobby for changs? In-house counsel willdiscuss how organizations view promoting, supporting and lobbying for intellectual property
legisiation. Outside counsel will discuss levels of appropriate involvement in lobbying iniiatives for clients and ethical considerations, including the.
impact on other clients who have conficting interests. Do the considerations the counsel face change whether lobbying directly on behalf of the company
or through a trade association or other industry coalitions? Speakers will discuss the ethical considerations that attomeys face when tasked with
lobbying for intellectual property reform.

Moderator
Mark Traphagan, raphagen Law PLLC (United States)

Speakers.
Brett Kappel, Arent Fox LLP (United States)

Lori Schulman, ASCD (United States)

Hope C. Todd, District of Columbia Bar (United States)




[image: image25.png]‘WMSO Traps for the Unwary in Transatiantic Trademark Practice
Intermediate to Advanced Level

(Attendance is fist come, frst served and there is a limit of 100 attendees)

WCC-145A8

‘Wnen trademark owners from Europe flle applications in the United States, they encounter some unfamiliar rules and requirements, as do U.S. applicants
fling Community Trade Mark applications of national applications in European Union Member States. The result might not only fesult in confusion but
als0 the loss of valuable rights.

At this workshop, earn about:
- Pre-application searches-How do they work for priority applications?

- The requirement of good faith in the United Kingdom and the European Union-What has to be shown? What are the consequences if
g00d faith s absent?

- Intent-to-use applications and the statement of use requirement in the United States.
- State trademarks and the federal system-the same as national trademarks and the Community system?
- Infringement of an unregistered trademar, passing-off and unfair competition.

- Specimens-what is required in the United States? Why does Europe not ask for them?

- What fees are payable and when? For what wil lawyers charge?

Moderator
Peter Groves, CJ Jones Solicitors LLP (United Kingdom)

Speakers.
‘Saran Bailey, Simmons & Simmons (France)

Robert C. Cumbow, Graham & Dunn PC (United States)
‘Susannah Rolston, Gowiing Lafleur Henderson LLP (Canada)

:30 pm-6:00 pm
INTA Political Action Committee (PAC) Reception
(By initation only to non-comorate INTA Members whom are U.S. ciizens or permanent residents)

"RH-11" Floor-Presidential Suite Balcony

e s INTA

e honaable StereCohen m PAC
emterofCongre

Representing the th Congressional District of Tennessee
Member of the House Judiciary Committee



[image: image26.png]The requested minimum contribution of US $200 for this event will be used to support the campaigns of federal candidates identifled by the INTA

PAC Board as having shared interests with the trademark community. INTA accepts both personal checks and those drafted from non-corporate INTA
member fim accounts. All hecks shall be made payable to INTA PAC. Only non-corporate, non-reimbursed contributions to INTA PAC may be accepted.
Contributions to INTA PAC are not deductible for income tax purposes. I the event you would like to contribute, but are unable to attend, you can mail
‘your check to: INTA PAC, 655 Third Avenue, 10 Fioor, New York, NY USA 10017

5:00 pm-7:00 pm

‘Academic and Young Practitioner Happy Hour

RH-Renaissance East

An excellent opportunity for law and paralegal students, practitioners new to trademark law, professors and adjunct professors to network and discuss
interesting new developmens in trademark Iaw.

30 pm-6:30pm

India Reception

(By invitation only)

RH-Renaissance West B

This reception provides attendees from India with an invaluable opportunity to chat informally and to network among colleagues who share similar
‘opportunities and challenges in doing business in India. Take advantage of this opportunity to meet with INTAS India Representative and INTA staff. Other
mitees include INTA Offcers, Past Speakers from the India Forum and India Project Team members.

£:00 pm-7:00 pm

Non-Profit Organization Reception

(Open to Non-Profit INTA Members and Non-Members only)

"RH-Congressional House B

Join your colleagues from otner Non-Proft Organizations at an exclusive reception open to all Non-Profit Members and Non-Members attending
the Annual Mesting. This is an ideal opportunity for the Non-Profit community to mingle and network. Don't miss . You must be from a Non-Profit
Organization to attend this event.

00 pm-7:00 pm
‘China Reception

(By invitation only)

RH-Renaissance WestA

This reception provides Chinese-speaking attendees an invaluable opportunity to chat informally and to network among colleagues who share similar
‘opportunities and challenges in doing business in China. Tis reception provides an opportuniy to meet with INTA China Representatives and INTA staff.

9:00 pm-11:30 pm
President’s Dessert Reception
(By invitation only)

The Hay-Adams-Top of the Hay.
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7:30am-5:00pm

Registration
WCC-Lobby Level-£ast Registration

7:30am-5:00pm

Hospitality
WCC-Level 2-Hall D

Continental Breakfast
WCC-Level 2-Hall D

‘Attention Non-Profit Organizations-Stop by breakfast and join in on the conversation!

‘Trademarks and non-proft organizations are not mutually exclusive.The newly formed Non-Proftt Organizations Committee invtes you to come and discuss topics
of interest that your non-profit organization clients may have or that your fo proft lients may have in working with non-profit organizations. Not-for-proft and for
profit business relationships are common in tody’s marketplace. What are the branding considerations that both have to tink about when promofing a cause?

Committee Meetings
See page 59 for listing
WCC-Levels 1,2 and 3

Breakfast Table Topics
See page 50 for listing
WeC-15048

INTA Roundtable Hosts Breakfast
(8y invtation only)

WCC-14948

‘The Roundtable Hosts Breakfast honors the hosts of INTA Roundtables taking place between June 2011 and May 2012. The Association is grateful to the
‘many volunteers who have contributed to the Roundtable Program's success.

8:00 am-4:00 pm

Tours
Depart from WCC unless otherwise noted on individual confirmation.
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Exhibition Hall
WCC-Level 2-Hall D

10:30 am-11:30 am

Speed Networking
WCC-Level 2-Hall D-Exhibition Hall

10:00 am-12:00 pm

Association Brunch

(By invitation only)

RH-Penn Quarter

The Association Brunch provides an excellent opportunity for leaders of IP associations, INTA Oficers and staff throughout the world to network and
benchmark with one another.

10:15am-11:30 am

Concurrent Sessions.

CT02 Competitor's Use of Keyword Advertising and Search Engine Optimization (SEO): Hey! They're Using My Trademarks!

Intermediate Level

WCC-146 ABC

In this session, speakers will discuss how to develop a keyword advertising case against a competitor. Should you sue the competitor only or the search
engine as well? How do you establish likelinood of confusion in these cases? How do you make a likelihood of confusion survey that works? What can
you do about a competitor who is making otherwise fair use of your trademarks to increase organic search results placement?

Moderator
Brian Isaac, Smart & Biggar/ Fetherstonhaugh (Canada)

Speaker
Howard Hogan, Gibson, Dunn & Crutcher LLP (United States)
John Ramsey, Rosetta Stone Ltd. (United States)

Bill Slawski, SEO by the Sea (United States)

RTO1 Regional Update: Europe

Intermediate Level

WCC-207 AB

Focusing on two important questions~(1) Is your mark registered but not used? and (2) Is your mark not registered, yet protected?-speakers will iscuss
aspects of nonuse and use in moderized form, and will discuss how nonuse affects enforcement strategy. Discover what rights can be derived from
nonregistered trademarks in Europe, which to a large extent is a irs to file region. This regional update will also Gover landmark developments in other
areas of trademark law.

Moderator
Eric Bakker, Bakker & Verkuijl B.V. (Netherlands)
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Ceyiin Beyli, CBL Law Office (Turkey)

Marten Bouma, Merkenbureau Bouma B.V. (Netheriands)
Kaie Puur, Patent Agency RestMark (Estonia)

RT02 Regional Update: Southeast Asia, Hong Kong, Australia and New Zealand

Intermediate Level

WCC-147AB

Ahypothetical fact situation will be given to the audience that raises issues relating to trademark infringement, nonuse and the rights conferred by
an unregistered trademark i the region. Acting the roles of an in-house counsel dealing with infringement issues, and outside counsel in some of the
aforementioned countries and regions, the speakers will give practical and cost-effective advice on the matter.

Moderator
Ravi Ravindran, Ravindran Associates (Singapore)

Speakers
Kenneth Mlnnes, Hodgkinson Mclnnes Patents (Australia)

Nettaya Wamcke, Domnern Somgiat and Boonman Law Office Ltd. (Thailand)
Barry Joseph Yen, SKYS - So KeungYip & Sin (Hong Kong SAR, China)

WT01 Alternative Approaches to Combating Counterfeiters

Intermediate or Advanced Level

(Attendance is first come, first served and there is a limit of 100 attendees)

WCC-14548

Although the Internet is an amazing tool for global communication and commerce, it has also led to the increased sale of counterfeis. Billions of dollars
in Gounterfeit goods are sold online each year. As the online sellers of counterfeits have become sawier in evading efforts to stop their sales, brand
owners have been forced to become creative and adopt new approaches to combat this ever-growing problem. This panel will discuss new ideas and
efforts to stop the sale of counterfeits online, including:

- New approaches and theories of lability with case law updates.
- Current governmental initiatives and resources to assist in the fight against online counterfeiters.
- Collaboration with payment service providers to shut off payment sources to Gounterfeit websites.

Moderator
Jennifer Hamitton, Major League Baseball (United States)

Speakers
Scot Gelin, Greenberg Traurig, LLP (United States)

Valérie Sonnier, LVMH Moet Hennessy Louis Vuitton Inc. (France)

Rana Saoud, The National Intellectual Property Rights Coordination Center (IPR Center) (United States)
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Concurrent Sessions.

G20 Reverse Confusion: Setting a Higher Standard for the Likelinood of Confusion Test

Intermediate Level

WCC-146 ABC

Reverse confusion ocours when consumers doing business with a small, less powerful senior user of a trademark believe that they are actually dealing
with a larger, more powerful junior user of that trademark. This panel will discuss several relevant issues including whether the trademark rights of the.
‘senior user can be diminished in view of the commercial success of the junior users mark. What, if anything, il be the possible effects on due diligence
in the future?

This session will emphasize for large corporations the need to conduct proper due diligence when launching a new mark or an already successful brand
ina new market, and cover the consequences of discovering a smaller senior user after the launch.

Moderator
Gustavo S. Leonardos, Luiz Leanardos & Associates (Brazil)

Speakers
Robert A. MacDonald, Gowiing Lafleur Henderson LLP (Canada)
Rita M. Odin, The Estée Lauder Companies Inc. (United States)
Roger E. Schechter, George Washington University (United States)

CT21The Living Brand: Borderless Extensions Limited Only by the Imagination

Intermediate Level

WCC-20248

The leveraging of brand power is an important aspect of brand management and, if done properly can lead to increased profits or can even be the saving
grace of a company. One way a number of brand owners have leveraged such power, particularly during economically dificult times, is through successful
brand extensions. O course, there have also been a number of brand extension bloopers, which can end up being painfully humorous in hindsight.

In this session, we will discuss what works and what doesn't, what goes into the brand extension decision making process, and best practices.

Moderator
Mona Lee, Hanol Law Offices (South Korea)

Speakers
John Joseph Cheek, Caterpilar Inc. (United States)

Michelle Landy, FremantieMedia Enterprises (Americas) (United States)
Alison Tan, The Procter & Gamble Company (United States)

CT22 The Intersection of Trademark and Publicty Rights with U.S. First Amendment Free Speech Rights

Intermediate Level

WCC-207AB

Brands and celebrities are icons of our culture and are often featured, prominently or in a fleeting fashion, in songs, television programs, films and
video games. Brands and people can be the subject of social commentary and narrative, elements of comedy, targets of parody or simply background



[image: image31.png]realism. These uses in expressive works, and efforts to prevent them, frequently implicate the right to free speech under the First Amendment of the U.S.
Constitution. Our experienced panel will discuss the intersection of First Amendment rights with the use of brands, names and likenesses in the titles or
content of entertainment properties.

Moderators
Monique Cheng Joe, NBCUniversal Media, LLC (United States)

Speakers
Catherine Bridge, The Walt Disney Company (United States)
David W. Grace, Loeb & Loeb LLP (United States)

RT20 Regional Update: India, Pakistan, Middle East

Intermediate Level

WCC-147AB

The panel will discuss regional protection strategies and help attendees decide if registration is always necessary. Acquire tips and practical advice on
how unregistered trademarks can be best protected and enforced in the region and how a trademark owner's protection strategly can be affected by
unregistered rights. The speakers will address these issues and analyze the evolution of the protection regime for unregistered marks in India, Pakistan
and the Middle East through the lens of statutory provisions, policy and jurisprudence. A special guest, a sitting Judge of the Delhi High Court, will also
‘shed light on some IP litigation trends in India along with filing and disposa statistics.

Moderator
‘Shwetasree Majumder, Fidus Law Chambers (India)
Speakers

Sara Holder, Rouse (United Arab Emirates)

‘Sana Shaikh, Vellani & Vellan (Pakistan)

Invited Speaker
Justice G S Sistani, Sitting Judge, Delh High Court India)

'WT20 The Evolving Nature of Ambush Marketing
Intermediate or Advanced Level
(Attendance is first come, first served and there is a limit of 100 attendees)
WCC-14548
Join this panel of experienced lawyers in a discussion about ambush marketing and how it is evolving in today's fast-paced commercial environment.
Find out about new approaches that brand owners are taking to ambush their competitors and, conversely, how other brand owners are trying to prevent
third parties from ambushing their ights.
‘Speakers will discuss:
- The development of ambush marketing from traditional to new forms.
- The effect of new media (Twitter, Facebook, blogs) on ambush marketing.
- The best ways to approach ambush marketing.

- Special considerations that must be taken into account when responding to ambush marketing.




[image: image32.png]Moderator
Kelly Maser, United States Olympic Committee (United States)

Speakers
ScottA. Bearby,The National Collegiate Athletic Association (United States)
Anastasia Danias, National Football League (United States)

Christian Rassmann, Lorenz, Seidler, Gossel & Partners (Germany)

12:00 pm-1:00 pm

Speed Networking
WCC-Level 2-Hll D-Exhibit Hall

1:15pm-3:15 pm

Committee Meetings
See pages 59-60 for listing
WCC-Levels 1,2and 3

1:15pm-3:15 pm

Luncheon Table Topics
See pages 51-52 for listing
WCC-150 A8

1:30 pm-2:30 pm

Speed Networking
WCC-Level 2-Hll D-Exhibit Hall

3:00 pm-4:00 pm

Speed Networking
WCC-Level 2-Hll D-Exhibit Hall

3:30pm-4:45 pm

Concurrent Sessions.

CT50 Social Media-An Ever-Changing, Challenging and Competitive World: How to Provide Legal and Business Advice to Clients.

Intermediate Level

WCC-146 ABC

Join this panel for a discussion between in-house and outside counsel as they work through the business and legal issues that come with a global
consumer products company launching a new brand employing the social media tools of today. Speakers will delve into the legal, regulatory and
business challenges that arise in creating hype when promoting a new product, running a contest and interacting with ts onsumers on the Internet and
through personal mobile devices, including using channels like Facebook, Twitter, Four Square, Groupon, creating unique apps, blogs and new, push-
direct marketing technologies.



[image: image33.png]Moderator
Kelly Maser, United States Olympic Committee (United States)

Speakers
ScottA. Bearby,The National Collegiate Athletic Association (United States)
Anastasia Danias, National Football League (United States)

Christian Rassmann, Lorenz, Seidler, Gossel & Partners (Germany)

12:00 pm-1:00 pm

Speed Networking
WCC-Level 2-Hll D-Exhibit Hall

1:15pm-3:15 pm

Committee Meetings
See pages 59-60 for listing
WCC-Levels 1,2and 3

1:15pm-3:15 pm

Luncheon Table Topics
See pages 51-52 for listing
WCC-150 A8

1:30 pm-2:30 pm

Speed Networking
WCC-Level 2-Hll D-Exhibit Hall

3:00 pm-4:00 pm

Speed Networking
WCC-Level 2-Hll D-Exhibit Hall

3:30pm-4:45 pm

Concurrent Sessions.

CT50 Social Media-An Ever-Changing, Challenging and Competitive World: How to Provide Legal and Business Advice to Clients.

Intermediate Level

WCC-146 ABC

Join this panel for a discussion between in-house and outside counsel as they work through the business and legal issues that come with a global
consumer products company launching a new brand employing the social media tools of today. Speakers will delve into the legal, regulatory and
business challenges that arise in creating hype when promoting a new product, running a contest and interacting with ts onsumers on the Internet and
through personal mobile devices, including using channels like Facebook, Twitter, Four Square, Groupon, creating unique apps, blogs and new, push-
direct marketing technologies.
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Scott E. Thompson, Greenberg Traurig, LLP (United States)

Speakers
Ellot R. Basner, Diageo North America, Inc. (United States)
Linda A. Goldstein, Manatt, Phelps & Phillps LLP (United States)
Lo-Mae Lai, American Media Inc. (United States)

CT51 Copyright Law for Trademark Lawyers: Copyrights in Logos, Packaging and Product Designs

Intermediate Level

WCC-20248

Copyright law is not just for artists and media companies. Sawy trademark owners in all industries understand that copyright law can enhance their
ability to protect many brand identifers, including logos, packaging and product designs. In this panel discussion, experienced speakers will address
‘what types of trademarks and trade dress may qualify for copyright protection in the United States, the many benefits of copyright law as an adjunct to
trademark protection, and traps for unwary trademark owners who fail to take Gopyright law into account.

Moderator
Lisa Pearson, Kilpatrick Townsend & Stockton LLP (United States)

Speakers
John Ashley, U.S. Copyright Office (United States)

Bisheva M. Jasie, Coty Inc. (United States)

Jeanene L. Jobst, Tumer Broadcasting System, Inc. (United States)

CT52 Appellations d'Origine: Made in Europe

Advanced Level

WCC-147AB

The protection of appellations of origin, referred to generically as protection of Geographical Indications (GI's), has its origin in Europe. Traditionally, such
protection was granted to agricultural products and foodstuffs-wine, cheese, ham, olives, fru, etc. but is being extended to mineral water, beer and
other alcoholic beverages including spirits (Scotch Whisky, Cognac, Grappa, Ouzo). Gl protection is of relevance as wellto industrial goods.

This session will focus on Gl protection in Europe, specifically how it plays a prominent role in sui generis legislation, as well as the case law of the
European Court of Justice, Gl protection s part of the TRIPS Agreement, and the current Doha round.

Moderator
Jaroslaw Kulikowsk, Kulikowska & Kulikowski (Poland)

Speakers
Paola Gelato, Studio Legale Jacobacei Sterpi Francetti Reoli de Haas & Associati (ialy)
Anders Jessen, European Commission, Directorate General for Trade (Belgium)
Alexander von Mahlendahl, Bardehle Pagenberg (Germany)
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WCC-14548
s brand owners seek to clear, protect, market and enforce marks, one potential strategy is to develop a family of marks that share a common element.
A family of marks offers brand owners several practical and legal advantages, but to obtain those advantages, proper use, protection, and enforcement
of the family is essential. Our experienced panel will help you understand the requirements, benefits and challenges of owning a family of marks. The
discussion willinclude issues such as:

* Defining what constitutes a family of marks.
* Reasons for building a family of marks and the advantages.

* Pitfall to avoid when developing and protecting a family of marks.

* Using a family of marks to effectively dissuade others from infringement.
* Enforcing a family of marks against a third-party infinger.

- Curtent case law relating to the family of marks doctrine.

Moderator
William J. Moris Il Under Armour Inc. (United States)

Speakers
Patrcia L. Werner, Bryan Cave LLP (United States)
Christopher Kelly, Wiley Rein LLP (United States)

‘Sara Vanderhof, adidas International, Inc. (United States)

3:30pm-5:30 pm

Committee Meetings
See page 60 for isting
WCC-Levels 1,2and 3

5:00 pm-7:00 pm

In-House Practitioners Reception

(Bxclusive to in-house practitioners only)

RH-Grand Ballroom North

Join your fellow in-house practitioners and corporate trademark professionals for cocktails and appetizers during this exclusive networking opportunity.

6:00 pm-7:00 pm

Government Officials Reception

(By invitation only)

RH-Congressional Hall A

Join INTA leadership and government officials from around the world for a reception honoring their dedication and support of the trademark community.
This reception provides an opportunity for offcials to share information and best practices with their colleagues in the trademark community.
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MAY 9

7:30am-2:00 pm

Registration
WCC-Lobby Level-East Registration

7:30am-4:00 pm

Hospitality
WCC-Level 2-Hall D

8:00 am-10:00 am

Continental Breakfast
WCC-Level 2-Hall D

8:00 am-10:00 am

Committee Meetings
See page 61 for lsting
WCC-Levels 1,2 and 3

8:00 am-10:00 am

Breakfast Table Topics
See page 52 for lsting
WCC-150 A8

8:30am-4:00 pm

Tours
Depart from WCC unless otherwise noted on individual confirmation.

10:00 am-2:00 pm

Exhibition Hall
WCC-Level 2-Hall D

10:15am-11:30 am

Concurrent Sessions.

W01 Annual Review of U.S. Federal Case Law and TTAB Developments

Advanced Level

WCC-146 ABC (145 AB: overflow room audio & presentation only)

Plan to attend this INTA annual favorite and hear a concise analyss of recent, major decisions rendered by the U.S. courts and the Trademark Trial and
‘Appeal Board (TTAB) as reported in Vol. 102, No. 1 of The Trademark Reporter®.
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Theodore H. Davis, Kilpatrick Townsend & Stockton LLP (United States)
John L. Welch, Lando & Anastasi, LLP (United States)

RWO1 Regional Update: Africa

Intermediate Level

WCC-147AB

Panelists will discuss strategies and pitfalls of using an intemational system, like the Madrid System, and the regional trademark registration systems in
Afiica, namely Organisation Africaine de la Propriété Intellectuelle (OAP) and African Regional Intellectual Property Organization (ARIPO), to protect your
trademarks. This panel will also cover current hot topics in Afiica.

Moderator

Marco Van de Merwe, Spoor & Fisher (South Africa)

Speakers

Ephraim N. Ngwafor, Ngwafor & Partners (Cameroon)

Michael F Sevant, Spoor & Fisher Jersey (Channel Islands)
Gift Sibanda, African Regional Intellectual Property Organization (ARIPO) (Zimbabwe)

10:30 am-11:30 am

Speed Networking
WCC-Level 2-Hall D~Exhibition Hall

11:45 am-1:00 pm

Concurrent Sessions.

W20 Trademarks 2.0: The Impending Rebirth of the Intangible Asset

Advanced Level

WCC-207AB

The financial crisis of the past years has shown weaknesses in mature economies and their way of using Intellectual Property. Activist movements have
been pointing in this direction for some time and have included Intellectual Property Rights among the social systems they consider ripe for rethinking.
After nitial denial and a protracted period of reluctance, the IP community now seems to have acknowledged that it will be marginalized in these discus-
sions if the IP professionals do not leapfrog their reluctance in tackling these complex issues.

This session il be less devoted to discussing the anti-IP sentiment of yesterday and today, and more about IP experts looking ahead of those who
harbor such sentiments.

Moderator
Miaden Vukmir, Vukmir & Associates (Groatia)

Speakers
Anne Gundeffinger, Law Office of Anne Gundelfinger (United States)
Jessica Silbey, Suffolk University Law School (United States)
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Intermediate Level

WCC-146 ABC

Trade dress protects the design and packaging of products and retail selling environments, but proving that a design is entitled to trade dress protection
an be challenging. This session will address strategies for establishing and enforcing protection for trade dress in the United States, looking at the op-
tions and venues available to brand owners and exploring such issues as:

- Standards for establishing distinctiveness and non-functionality.
- The pros and cons of seeking registration or waiting to prove trade dress protection in court when an infringement arises.
- Whether to seek design patent protection o not.

Moderator
Carla J. Vrsansky, Buchanan Ingersoll & Rooney PC. (United States)

Speakers
Glenn Gundersen, Dechert LLP (United States)
Mark Janis, Indiana University Maurer School of Law (United States)

W22 Registration and Protection of Nontraditional Trademarks in China, Europe and the United States
Intermediate Level
Wwc-20248

In 2001, China’s laws introduced the possibility of registering some nontraditional trademarks (such as three-dimensional trademarks, colors or combi-
nations of colors, etc.) in the context of its accession to the World Trade Organization. These concepts were stil quite new for Chinese trademark examin-
ers, and it took some time for the trademark examiners to adapt. Europe and the United States have a longer experience in this regard. In this session,
two senior in-house counsel and two experienced outside counsel from the United Kingdom, China, the United States and Spain will share their expertise
on their specifc registration practices, ilustrate the different results obtained in these parts of the world when seeking protection for these kinds of
trademarks and explore the best strategy for trademark owners.

Moderator
Paul Ranjard, Wan Hui Da Intellectual Property Agency (China)

Speakers
Michael L. Gannon, 3M Company (United States)

Jozo Miranda de Sousa, J&A Garrigues, S.L.P (Spain)
Shelley Watson, Chivas Brothers Limited (United Kingdom)

W20 Industry Breakout: Game Plan 2012—Brand Protection and the Business of Sports

Intermediate Level

WWC-147AB

As the business of sports continues to grow, the complexities of maintaining brand integrty necessarily increase as well. Proper management, growth
and enforcement of brands, a core concer for global rights holders, is of particular significance for global event franchises, teams, leagues, and brand



[image: image39.png]owners seeking to leverage sports as a platform for their marks. This session will address the varied challenges attendant to sports industry representa-
tion, particularly those of major sporting events, and will include:

- IP protections in event bidding processes and hosting agreements.
- Sponsorship deals and valuation.
- Negotiation strategies in dealing with the 10C, FIFA, and USOC.
Moderator
Frank Ryan, DLA Piper LLP (United States)

Speakers
Jim Scherr, 776 Original Marketing (United States)
Charlie Wieratna, Tottenham Hotspur PLC (United Kingdom)

12:00 pm-1:00 pm

Speed Networking
WCC-Level 2-Hall D~Exhibition Hall

1:15pm-3:15 pm
Luncheon Table Topics

See pages 53-54 for lsting
WCC-150 A8

7:00 pm-11:00 pm
‘Grand Finale: INTA Headlines

Newseum

Enjoy your final night of the 2012 Annual Meting at the Newseum, which offers visitors an experience that blends five centuries of news history with up-
to-the-second technology and hands-on exhibits. The Newseum features seven levels of galleries, theaters and retail spaces. It offers a unique environ-
‘ment that takes museum goers behind the scenes to experience how news is made.
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相片三、四 : 研討會會場及展覽會場
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	 相片五、六 : JPO及KIPO展覽攤位
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� INTA網站：http://www.inta.org


� INTA Daily News May 5, 2012.


� 當看到投影片上顯示有”Taiwan”，覺得很親切。


� John L. Welch, Lando & Anastasi, LLP (United States)“Decisions of the Trademark Trial and Appeal Board and Federal Circuit on Registraility Issues:2011-2012.”


� Lanham Act, Section 2d:“Consists of or comprises a mark which so resembles a mark registered in the Patent and Trademark Office, or a mark or trade name previously used in the United States by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive:…”


� Serial Number 77522433


� Registration Number 1160492


� “Something more is required. ”


� Serial Number 77796257


� Registration Number 3621099


� 如前案所述，商品與服務之間若要認定為類似關係，必須還要有更進一步的證據（Something more is required.）。


� Lanham Act, Section 2(e)(1): “Consists of a mark which (1) when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them,…”


� 同前註6。


� Lanham Act, Section 2(e)(3): “Consists of a mark which (1).., (2)…, (3) when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them…


� Serial Number 77099522


� Lanham Act, Section 2(e)(5): “Consists of a mark which (1) .., (2).., (3).., (4) .., or (5) comprises any matter that, as a whole, is functional.”


� Serial Number 76312401& Registration Number 2670588.


� In re Morton-Norwich Products, Inc., 671 F.2d 1332, 213 USPQ 9（CCPA 1982）


�  (1) the existence of a utility patent disclosing the utilitarian advantages of the design, (2) advertising by the applicant that touts the utilitarian advantages of the design, (3) whether the design results from a comparatively simple or inexpensive method of manufacture, and (4) availability of alternative designs.


� Lanham Act, Section 43(c)(2)“In an action brought under this subsection, the owner of the famous mark shall be entitled only to injunctive relief as set forth in section 34 [15 USC 1116] unless the person against whom the injunction is sought willfully intended to trade on the owner's reputation or to cause dilution of the famous mark. If such willful intent is proven, the owner of the famous mark shall also be entitled to the remedies set forth in sections 35(a) and 36 [15 USC § §1117(a), 1118], subject to the discretion of the court and the principles of equity.”


� Serial number:77539642


� DeCosta v. Viacom Int., Inc., 981 F.2d 602（1st Cir. 1993）


� 這樣的論點真是豪邁，事實上加拿大法院也曾評論「反向混淆」的概念是一種「red herring」（為轉移注意力而提出的話或事物)。


� A&W Food Services of Canada Inc. v. McDonald’s Restaurants of Canada Ltd. (T‑2023‑01, 2005 FC 406, O’Reilly J., judgment dated 23/3/05, 43 pp.)


� Reverse Confusion The State of the Doctrine（U.S.）and Some Questions, Professor Roger E. Schechter, INTA Annual Meeting 2012


� Dreamwerks Production Group Inc. v. SKG Studio, 142 F.3d 1127, 1130（9th Cir. 1998）”Does the result change in a reverse infringement case because the long shadow is cast by the junior mark? We think not.”


� Lisa Pearson, Andrew Pequignot, and Ashford Tucker, Kiopatrick Stockton LLP,”U.S. CopyrightProtection for Logos, Packaging and Products”	”


� 與「美學不歧視原則」（the principle of aesthetic non-discrimination）概念相當。


� 518 F.3d 628, 636 n. 6 (9th Cir. 2008)


� 241 F.3d 350 (4th Cir. 2001)


� 下節會進一步說明著作權登記。


� 386 F. Supp. 2d 495, 499 (S.D.N.Y. 2005)


� 541 F.3d 982 (9th Cir. 2008) cert. grantd, 130 S.Ct. 2089 (2010) 


� 美國著作權法第106條第(3)項「著作權人依本法享有：以買賣或其他轉讓所有權之方法或出租、出借等方法將著作之重製物或錄音物向公眾公開散布之專屬排他權利」以及第602條第(a)項：「在美國境外取得之著作，未得本法著作權人之授權，而將重製物或錄音著作物輸入美國者，係違反本法106條之規定，侵害重製物或錄音著作物發行之排他權，著作權人得依本法501條之規定提起訴訟」。


� 美國著作權法第109條第(a)項：「無論第106條第(3)項如何規定，依本法合法作成之特定重製物或錄音物之所有人，或其所授權之任何人，有權不經著作權人之授權，販售或處分該重製物或錄音物。」


� 黃于珊，由Costco Wholesale Corporation v. Omega S.A案看美國著作權法關於「第一次銷售理論」之規定，2010年12月。http://www.saint-island.com.tw/news/shownewsb.asp?seq=438&stat=y





� European Union Council Directive No. 89/104/EEC, TMD Article 1


� Trade Marks Act 1994, Section 5(4)(a).


� Law no. 146/1914, articles 1, 13 and 14.


� Norwegian trademark Act §3.


� Art. 14 Limitation in Favour of signs of Prior User


� Non-use of trademarks: use of trademarks in a modified or modernized fashion


� Article 10 (1) - If, within a period of 5 years (..) the proprietor has not put the trademark to genuine use in the Member State in connection with the goods (..) for which it is registered, the trademark shall be subject to the sanctions provided for in this directive (..)


� Article 10(1)(a) - The following shall also constitute use: use of a mark in a form differing in elements which do not alter the distinctive character of the mark in the form it was registered


� 商標法第30條第1項「商標有下列情形之一，不得註冊：」第10款:「相同或近似於他人同一或類似商品或服務之註冊商標或申請在先之商標，有致相關消費者混淆誤認之虞者。但經該註冊商標或申請在先之商標所有人同意申請，且非顯屬不當者，不在此限。」


� 文化創意產業發展法第23條:「以文化創意產業產生之著作財產權為標的之質權，其設定、讓與、變更、消滅或處分之限制，得向著作權專責機關登記；未經登記者，不得對抗善意第三人。但因混同、著作財產權或擔保債權之消滅而質權消滅者，不在


此限。


前項登記內容，任何人均得申請查閱。


第一項登記及前項查閱之辦法，由著作權法主管機關定之。


著作權專責機關得將第一項及第二項業務委託民間機構或團體辦理。」


� 記得曾在課堂上說，美國的判例法是迷人的，尤其在讀美國最高法院的判決時，感受更為深刻。


� 該資料於前言中特別聲明該資料僅便於行政管理及檢索之用，非絕對受該分類之限制。
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