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% 3+ %-Judgment of the Court (Grand Chamber) of 18 October 2005 in Case C-405/03 -

% 34 %Judgment of the Court (Second Chamber) of 9 November 2006 in Case C-281/05 -
. @ E 4p % Directive 89/104 Art.5(3)(c) & ~ 4= "Article 5. Rights conferred by a trade mark,...3.

The following, inter alia, may be prohibited under paragraphs | and 2:... (c) importing or exporting the
goods under the sign;...”
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5 W %-Judgment of the Court (Grand Chamber) of 18 October 2005 in Case C-405/03 *|;+% 5 ”a
trade mark proprietor cannot oppose the mere entry into the Community, under the external transit
procedure or the customs warehousing procedure, of original goods bearing that mark which had not
already been put on the market in the Community previously by that proprietor or with his consent.” ~
“ ‘the offering and sale of original goods bearing a trade mark and having the customs status of
non-Community goods, when the offering is done and/or the sale is effected while the goods are placed
under the external transit procedure or the customs warehousing procedure. The trade mark proprietor
may oppose the offering or the sale of such goods when it necessarily entails the putting of those goods
on the market in the Community.” %2 it is for the trade mark proprietor to prove the facts which would
give grounds for exercising the right of prohibition..., by proving either release for free circulation of
the non-Community goods bearing his mark or an offering or sale of the goods which necessarily
entails their being put on the market in the Community.” & ¥ @ B A #75 A 7 & & #5305 o fgiE
BAENAMAESF 2 25 “f K IEFR '/”Xﬂg Pooa Al R o A A
- Jﬁ A FARBr PSR FENTE IS 2R ATV HEEFEE -

3 %-Judgment of the Court (Second Chamber) of 9 November 2006. Case C-281/05 #]i&-#, 5 ”
Article 5(1) and (3) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks is to be interpreted as meaning that the proprietor of
a trade mark can prohibit the transit through a Member State in which that mark is protected (the
Federal Republic of Germany in the present case) of goods bearing the trade mark and placed under the
external transit procedure, whose destination is another Member State where the mark is not so
protected (Ireland in the present case), only if those goods are subject to the act of a third party while
they are placed under the external transit procedure which necessarily entails their being put on the
market in that Member State of transit.” -
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! 3 %-Judgment of the Court (Second Chamber) of 9 November 2006. Case C-281/05 | ;&-p %
Paragraph 24 % Paragraph25 -

38 # %-Judgment of the Court (Second Chamber) of 9 November 2006. Case C-281/05 ]4&-F, 5 7 Itis
in that regard, in principle, irrelevant whether goods whose destination is a Member State come from
an associated State or a third country, or whether those goods have been manufactured in the country of
origin lawfully or in infringement of the existing trade mark rights of the proprietor in that country.”
¥k < 40 17 In cases where counterfeit goods, pirated goods and, more generally, goods infringing an
intellectual property right originate in or come from third countries, their introduction into the
Community customs territory, including their transhipment, release for free circulation in the
Community, placing under a suspensive procedure and placing in a free zone or warehouse, should be
prohibited and a procedure set up to enable the customs authorities to enforce this prohibition as
effectively as possible.”
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European
Patent Office

9

IP Enforcement Week

13 - 17 November 2006
EPO Munich

***Draft programme***

Supporting partners:

European Commission

WIPO

Bundespatentgericht

Academy of European Law (ERA)

European Patent Academy



Monday, 13 November 2006: General conference Day 1
The EC legislative framework

12.00 Registration

13.00 Welcome and opening
Mr Peter Messerli, Vice-President, DG3 Appeals, EPO
Mr Raimund Lutz, President, Bundespatentgericht

13.30 Recent initiatives of the Community on IP enforcement
§ Overview
N.N.

14.00 The Enforcement Directive 2004/48/EC

8 Introduction and overview
Mr Harrie Temmink, Industrial Property Unit, European Commission

15.00 The Border Enforcement Regulation 1383/2003

§ Introduction and overview

Mr Danny Struys, National expert, DG TAXUD, European Commission
15.45 Coffee break
16.15 The Brussels | Regulation (Council Regulation 44/2001)

§ Introduction and overview

Dr Klaus Grabinski, Presiding Judge, Dusseldorf Regional Court

17.00 Criminal enforcement in IP
§8 Plans on a European level
Mr Christian Tournie, European Commission

18.00 End of day

European Patent Academy



Tuesday, 14 November 2006: General conference Day 2
Enforcement strategy and policy

09.15 Criminal enforcement in IP
§ Country case study - the Turkish experience of criminal enforcement in IP
Mr Turkay Alica, Judge, Turkey
§ The attorney perspective
Mr Riccardo Castiglioni, Castiglioni Bonelli Marchetti le Divelec, Milan

10.45 Coffee

11.15 Litigation threats and infringement allegations - a good strategy?
§ Cost consequences and abuse of process
Dr Heinz Goddar, Boehmert & Boehmert, Munich

12.00 Lunch

13.15 Enforcement strategies in industry
§ The industry perspective
UNICE representative (tbc)
§ Case study from industry
Mr Ingo Bruckner, Intellectual Property Management, DaimlerChrysler

14.15 Coffee

14.45 A future European litigation system? - EPLA and its effects
Mr Stefan Luginbuhl, International Legal Affairs, EPO

15.30 Alternative Dispute Resolution instead of litigation
Sir Hugh Laddie, Rouse Legal, UK
8 An international perspective
Mr Erik Wilbers, WIPO Arbitration and Mediation Center
§ Case study from a national office - the UK experience
Mr Peter Back, Divisional Director, UK Patent Office

17.00 End of day

European Patent Academy



09.30

12.00

13.30

15.00

15.30

17.00

18.00

19.30

Wednesday, 15 November 2006: Specialised sessions

Session | - Implementing the Enforcement Directive - country studies
Chair: Mr Harrie Temmink, Industrial Property Unit, European
Commission

§ Current enforcement practices

§ To what extent will the Directive change current practices?

§ Focus on Articles 6, 7, 8 Enforcement Directive

Spain: Mr Gonzalo Ulloa, Gomez Acebo, Madrid,

Poland: Mr Mariusz Kondrat, Kondrat Law and IP Office, Warsaw
Sweden: Mr Stefan Johansson, Ministry of Justice, Stockholm
Romania: Ms Mihaela Ciocea, Court of Appeal, Bucharest

Italy: Mr Giovanni Casucci, Casucci Law Firm, Milan

France: Ms Sabine Agé, Véron et Associés, Paris

Germany: Mr Reinhardt Schuster, Bardehle, Munich

Lunch
Session Il - ECJ decisions and the Brussels Regulation
§ Discussion of ECJ judgments: GAT v LUK and Roche v Netherlands

§ Impact on cross-border patent infringement actions in the Community
Prof W. Hoyng, Howrey LLP, The Netherlands

Coffee break

Session Il - Insurance and IP

§ Adding value to IP

8 Insurance against unintentional infringement

§ EC investigation on the matter of IP insurance - results?
Mr Amedée Turner, QC, London

End of day

Apéritif

Official conference dinner hosted by the European Patent Academy
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Thursday, 16 November 2006: Specialised sessions

Session IV - Specific issues on border enforcement
Chair: Mr Klaus Hoffmeister, Customs Bureau, Germany

09.30 Goods in transit
§ Seizures and interlocutory injunctions
8 Recent ECJ decisions on transit and border enforcement — how to solve
the conflict
Dr Leopold von Gerlach, Lovells, Hamburg

11.00 Coffee break
11:30 Patent rights and other "invisible" rights within system of Regulation
1383/2003

8 Application requirements, suspicion of infringement and liability issues
§ Case studies (Germany)

Dr Anja Petersen-Padberg, Hoffmann Eitle

Mr Klaus Hoffmeister, German Customs Bureau

13.00 Lunch

14.30 Country studies on the Border Enforcement Regulation
Mr Peter Sannes, IPR Co-ordinator, The Netherlands
Mr George Agius, IPR Enforcement Officer, Customs, Malta
Mr Gyula Almasi, IPR Protection Dept, Customs and Finance Guard,
Hungary

17.00 End of day
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Friday, 17 November 2006: Specialised sessions

Chair: Dr Wolfgang Starein, Director, Enforcement Division, WIPO

09.00

10.45

11.15

12.30

Session V - Calculation of damages

8 Overview and country studies in light of Enforcement Directive
Dr Martin F&hndrich, Lovells, Dusseldorf

Mr Daniel Alexander QC, 8 New Square, London

Mr Thomas Bouvet, Véron et Associés, Paris

Coffee

Session VI - Enforcement perspectives from outside Europe - panel
session

Judge Visit Sripibool, Judge, Central Intellectual Property and International
Trade Court, Bangkok, Thailand

Judge Louis Harms, Supreme Court of Appeal, South Africa

End of conference
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