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壹、前言

  美國商標領域居國際間之領導地位，其商標法規及審查制度具有國際規範，有關非傳統商標之註冊審查、著名商標保護及地理標示證明標章等亦為我國商標修法所採行制度之重要參考指標。另智慧財產局（下稱本局）將實施之商標註冊電子申請系統E化作業，美國業已施行多年，實有進一步了解其商標法制及相關制度之必要。因此，本局商標權組人員成立讀書會研讀美國專利商標局新進商標審查律師訓練教材，希藉由研讀國外新知，以增進商標審查人員之英語能力及專業知識，進而提升審查品質，此次，能派員赴美國專利商標局研習，除能實際觀摩見習商標制度運作外，透過與該局商標審查人員之雙向討論，可更深入了解其實務見解，對完備我國商標審查實務及建立商標審查人員之國際觀均有極大助益。

  為提升本次赴美研習效果，團員除於出國前即集中研讀美國專利商標局新進商標審查律師訓練教材外，並彙集審查官於審查時所遭遇之問題，向美方提出我方研習之需求，希藉由與美方就商標法制及實務審查經驗之交流，達到提升商標審查品質之效果。以下謹將就赴美國專利商標局及Reedsmith、Miller＆Chevalier、Bacon＆Thomas等三家律師事務所研習其商標法制及實務之成果臚列於後，尚請長官及同仁不吝指教。

貳、目的與過程

  研習現階段最先進之商標審查相關法規與實務案例，從而提升審查品質，達成加強保護智慧財產權之效益。增進與智慧財產權相關單位之交流，對於國際間智慧財產權發展趨勢之瞭解、雙邊合作關係與本局業拓展均有助益。
  本次研習行程自民國94年11月12日至11月21日，主要係至美國專利商標局研習其商標制度，課程日期為民國94年11月14日至15日，研習內容係由我方所提出建議，而美國專利商標局亦予以配合安排，包含：1.商品與服務分類及認定原則，2.非傳統商標審查案例介紹，3.著名商標混淆誤認之虞與淡化之探討，4.商標識別性之認定，5.地理標示證明標章之審查實務，6. Work-at-home計畫相關配套措施， 7. 商標註冊電子申請（TEAS）概況（參考附錄一與附錄二）。另於民國94年11月16、17、18等三日，分別拜會「Reedsmith」、「Miller＆Chevalier」及「Bacon＆Thomas」等三家律師事務所，雙方就商標審查相關法規與實務進行意見交流與溝通。
參、議題概述與問題研討
本次赴美研習其商標法制與實務，主要針對幾個審查實務上之議題，先行向美方提出我方需求，並由團員彙整組內同仁相關審查問題，於美國研習期間，針對各該議題進行研討並逐一提問，經美國專利商標局各課程主講審查官之詳細說明與雙方充分之討論，將各議題與相關問題彙整如下：

一、商品與服務分類及認定原則

（The principles of classification and identification for  products and servicess）
（一）議題概述

美國商標法第30條（15 U.S.C. §1112）規定，專利商標局長為了行政業務的便利，得設立商品及服務分類，但不得限制或擴張註冊人之權利。自西元1973年9月1日起，美國採用國際商品及服務分類為主要分類，西元1973年8月31日和之前的申請及註冊商標，仍適用美國本身的商品及服務分類。目前使用之分類為「國際分類」：

商品：第1類－第34類

服務：第35類－第45類

美國本身之分類：

團體標章：Class 200

證明標章：Class A

證明標章：Class B

1.分類應注意之原則

●美國受尼斯分類原則的拘束，但商品或服務所使用之文字不受拘束。

●不接受尼斯分類之標題作為商品或服務名稱。

●分類不得用於限制或擴張申請人權利。

2.如何認定可接受之名稱

●是否了解申請人的商品或服務是什麼？

●非專業人士是否了解該名稱？

●能否正確的將商品或服務分類？

●名稱是否含有使分類不明確之要素？

3.可接受名稱之原則

    國際分類的發展是用於商品及服務的分類，而不是為了辨識具體明確的商品或服務，分類表大部分登載的名稱不夠明確。因此，判斷可接受商品或服務名稱，須注意：

●通常可接受一般商業名稱。

●「包括（including）」僅得使用於闡明其他可接受的語言文字。

●「等等（etc., and the like）」很少接受。

●「及╱或（and╱or）」僅接受於
●「銷售（sale）」幾乎不准。

●禁止使用註冊商標做為商品名稱。

●「圓括號（parenthesis）」僅能使用於解釋。

●修正之建議必須「正確」。

4.可接受之指定商品及服務名稱手冊（The Acceptable Identification of Goods and Services Manual）

    此資料庫提供申請人及審查官可接受之指定商品及服務名稱之資訊，並定期更新。申請人指定之商品或服務名稱若未列於資料庫，可檢具相關資料證明該商品或服務名稱，已為其或業者所使用，USPTO認為可以接受，會將該商品或服務名稱納入資料庫。

5.三極計劃（Trilateral Identification and Classification Manual Project）

    日本、歐盟與美國為使商標申請與審查過程更容易，減輕申請人與審查官之負擔，共同規劃三極計畫。該計畫係三方透過會商討論，對於可接受之商品與服務名稱取得共識，並為三方所共同接受。

    目前將近有7,000個英文名稱是可接受的名稱。查詢網址：www.jpo.go.jp/torikumi_e。

    美國已經開始進行規劃一個安全網頁，以使三方能夠增加、刪除或修正第一階段所接受之商品與服務名稱。該網頁未來的方向，包括整合歐盟與日本的建議及批評，並期望2006年可以使用該網頁。

6.因材料不同而歸於不同類之商品

商品名稱具體明確，但因其構成之材料不同而歸於不同類別，此時商品名稱應指出其構成之材料。例如：「雕像」商品名稱具體明確，但因材質不同而歸於不同類別。「非貴金屬雕像」屬於第6類，「貴金屬雕像」屬於第14類，「蠟像、木製雕像、石膏像、塑膠製雕像」屬於第20類，「玻璃雕像、瓷製雕像」屬於第21類。

7.因用途不同而歸於不同類之商品

    例如「引擎」依其功能分別放在第7類、第12類，商品名稱應敘明其用途，申請在第7類之引擎應寫明為「機械用引擎」，申請在第12類之引擎，應寫明為「汽車引擎」。

8.多功能商品之分類

依其主要功能分類，例如：「附有收音機的時鐘」，其主要功能為時鐘，應歸於第14類，「附時鐘的收音機」，其主要功能為收音機，應歸於第9類。

9.整組銷售之商品

由不同項目組成並以一組或一套銷售之商品，如果分開銷售，則會歸於不同類別。這種商品名稱應包含指明一組銷售之用語，主要部分應列在前面，依主要部份歸類。例如：電腦軟體在第9類，教學手冊在第16類，「投資管理電腦軟體及相關教學手冊，以整組銷售（Computer software in the field of investment management and instructional manuals related thereto, sold as a unit）」歸於第9類，「投資管理教學手冊及相關電腦軟體，以整組銷售（Instructional manuals in the field of investment management and computer software related thereto, sold as a unit）」歸於第16類。

10.電腦程式應具體明確

電腦程式名稱應具體明確，是為了避免依15 U.S.C. §1052（d）之規定而被拒絕註冊。由於近年來電腦程式及其專業化程度激增，不應接受較廣泛之名稱如：「醫藥領域之電腦程式（computer programs in the field of medicine）」、「教育領域之電腦程式（computer programs in the field of education）」，除非指出該領域電腦程式之特殊功能，例如：「用於癌症診斷之電腦程式（computer programs for use in cancer diagnosis）」「用於教導兒童閱讀之電腦程式（computer programs for use in teaching children to read）」。

11.服務名稱

     服務商標僅能註冊於商標法規定構成服務之活動。15 U.S.C.

§§1051, 1053 and 1127。構成服務之判斷標準：

（1）服務必須是真實的活動。

（2）服務必須是受他人之委託，或為他人之利益而執行。

（3）所提供之服務不得為商品買賣之ㄧ部分，或他項服務之ㄧ部分。

可接受服務名稱的主要條件：

（1）名稱必須明確。

（2）須是服務的通用名稱或專有名詞，可容易的了解。

（3）須正確的描述服務。

（4）須明確說明服務內容，不是僅說明與所提供服務有關之活動。

12.何謂零售

依尼斯八版第35類之注釋，零售係指為他人利益，將各種商品匯集，以利顧客瀏覽與選購。

13.「綜合商品零售」與「特定商品零售」

「綜合商品零售」是範圍較大之服務名稱，申請人須檢送商標使用於各種商品零售之使用證據，始能獲准註冊。而「特定商品零售」例如「鞋子、衣服零售」，所包含之範圍小且明確，不須逐一檢送使用證明。因此，申請案大部分指定之零售服務名稱「特定商品零售」。至於二者是否構成類似，應依個案認定。

14.虛擬賣場之零售服務

「虛擬賣場之零售服務」與「百貨公司、超級市場、便利商店、購物中心」、「虛擬賣場之零售服務」亦是一種零售服務，只是方式、場所不同，與百貨公司等所提供之零售服務性質相同，屬類似之服務。

15.代理進出口服務

代理進出口指為他人利益，代理他人將貨物輸出他國或輸入本國，屬於一種技術服務，進出口不同產品需不同之技術、知識，原則上代理進出口不同產品之服務，應不構成類似，但依個案情形可能會有不同之認定。

16.代理商品經銷服務

性質較接近distributorship service，須指明代理經銷之商品名稱，例如：distributorship service in the field of aluminum and stainless steel sheets and coils。原則上，代理經銷之商品不同，應不構成類似，但依個案情形可能會有不同之認定。

（二）問題研討
1.如何認定新興商品、多功能商品之商品類別？

（How do examining attorneys classify new and multipurpose composite objects？）
美國專利商標局：依其主要功能分類，例如：「附有收音機的時鐘」，其主要功能為時鐘，應歸於第14類，「附時鐘的收音機」，其主要功能為收音機，應歸於第9類。
2.在第7類、第12類分別有引擎商品，申請時是否只寫引擎即可，或須寫明為汽車引擎、機械引擎？

（Since engine could be classified both in class 7 and 12, is it acceptable as the term “engines” in class 12 in stead of the term “automobile engines”？）
美國專利商標局：因用途不同而歸於不同類之商品，商品名稱應敘明其用途，申請在第12類之引擎，應寫明為「汽車引擎」，申請在第7類之引擎可寫為「引擎（陸上交通工具除外）」（參考Trademark Acceptable Identification of Goods & Services:Engines not for land vehicles，附錄三）。
3.性質相似之商品，為何置於不同類別？例如「Pads and cushions containing a liquid filling」分別放在第9類、第20類。

（What are the reasons for the similar products being classified in different class？ For example, ”Pads and cushions containing a liquid filling” seem to be similar but they are classified in class 9 and 20 separately.）
美國專利商標局：液體充填的襯墊或墊子作為體育運動、安全保護的頭盔、安全帽的組成部分販賣時（Pads and cushions containing a liquid filling sold as a component of athletic, sport, safety and protective helmets），為最終商品型態，置於第9類；若液體充填的襯墊或墊子非最終商品形態，而係作為運動褲、自行車坐墊、運動手套、工業用手套……等商品加工製造使用之中間商品（Pads and cushions containing a liquid filling, in unfinished form, for use by others in the manufacture of athletic shorts and pants, bicycle saddles and seats, sports and fitness gloves, industrial gloves, work gloves, and other gloves, athletic bags, backpacks, camera bags, carrying bags, duffel bags, sports equipment bags, golf bags, gym bags, luggage, purses, tote bags, traveling bags, footwear, seating and interiors for land, air and water vehicles, seating for furniture, bedding and wheelchairs, and other types of cushions used in seating.），則屬於第20類商品（參考附錄四）。
4.寵物用品依其性質分散於各類或集中於1類？

（Are the articles of pets classified in different classes according to their characters, or classified in the same class?）
美國專利商標局：依據尼斯分類原則，依其性質、功能、材質歸屬於不同類別。
5.商品與零售服務間是否會產生混淆誤認之情形？例如，鞋店與鞋子。

（Will confusion arise between two similar trademark when one used on specific product and the other used on retail service specified on the same product？For example, “Retail shoes store” and “Shoes”.）
美國專利商標局：一般而言，商品生產者通常會有自己的零售店，若特定商品的零售店（Retail shoes store）使用與特定商品（Shoes）相同或近似的商標，將使消費者產生該零售店販賣的商品產自該特定生產者，或該零售店與該特定生產者間有某種商業關係的混淆誤認。
6.有無特定商品零售與特定商品之商標之爭議案例？審查原則為何？特別是較大範圍之特定商品零售與較小範圍之特定商品之爭議案例？如食品零售VS 蛋糕商品。

（The principles of determining whether there is a likelihood of confusion between two similar trademarks using on specific retail service and the same product separately？ Is there any dispute case for reference？ The same question comes to the situation when similar trademarks are used on two specific retail businesses and one included by the other. For example: A mark is used in connection with “Retail foodstuff stores” service and that is similar to another mark used to identify “cake”.）
美國專利商標局：當二特定商品零售範圍有包含的關係，例如食品零售的範圍大於並包含了蛋糕零售的範圍，若該二服務有相同或近似的商標，將造成消費者的混淆誤認，所以會被認為是類似的服務。是否造成混淆誤認，須依個案認定。量販店、大賣場、便利商店提供各式商品之零售服務，該零售服務旨在將各式各樣商品置於同一銷售場所方便顧客選購，因此，該零售服務不會與該零售服務所供應之各式商品構成類似，而產生混淆誤認之虞。若量販店、大賣場亦有販售其自製之商品，欲保護其自製商品之商標需另行註冊商品商標才能獲得保護。
7.「綜合商品零售」與「特定商品零售」服務性質是否類似？指定多項「特定商品零售」，其性質似乎屬「綜合商品零售」， 貴國容許申請人指定多項性質不同之「商品零售」嗎？有無限制？

（Since the property of a trademark used on several specific retail services is more like “comprehensive retail service” rather than “specific retail service”, is it acceptable when a trademark is used on several specific retail services with totally different properties？ Or should the applicant amend the classification to “Retail convenience stores”, “Retail department stores”, “supermarkets”, “shopping malls” etc.）
美國專利商標局：「綜合商品零售」是範圍較大之服務名稱，申請人須檢送商標使用於各種商品零售之使用證據，始能獲准註冊。而「特定商品零售」，例如「鞋子、衣服零售」，所包含之範圍小且明確，不須逐一檢送使用證明。因此，申請案大部分指定之零售服務名稱「特定商品零售」。至於二者是否構成類似，應依個案認定。
8.虛擬賣場之零售服務，例如：郵購、電視購物、網路購物等，與具有舒適空間之賣場所提供之零售服務，例如：百貨公司、超級市場、便利商店、購物中心，兩者服務性質是否類似？

（Are virtual retail services such as ”mail-order service”,“retail store”etc. similar to concrete retail services such as“Retail convenience stores”,“Retail department stores”, “supermarkets”, “shopping malls” etc.）TV home shopping”,“Computerized on-line 
美國專利商標局：「虛擬賣場之零售服務」亦是一種零售服務，只是方式、場所不同，與百貨公司等所提供之零售服務性質相同，屬類似之服務。
9.「代理商品進出口服務」、「代理商品經銷服務」是否須比照「零售服務」指明商品種類或領域？

（Is the term “Export and import agencies” acceptable? Or should the applicant identify it to a specific field?Is the term “Distributor” acceptable? If it is , should  applicants identify it to a specific field?）
美國專利商標局：代理進出口指為他人利益，代理他人將貨物輸出他國或輸入本國，屬於一種技術服務，進出口不同產品需不同之技術、知識，原則上代理進出口不同產品之服務，應不構成類似，但依個案情形可能會有不同之認定。代理商品經銷性質較接近distributorship service，須指明代理經銷之商品名稱，例如：distributorship service in the field of aluminum and stainless steel sheets and coils。「代理商品進出口服務」與「代理商品經銷服務」之性質不同，應不構成類似，但依個案情形可能會有不同之認定。
10.代理各種不同特定產品經銷，服務性質是否類似？例如：「代理電器經銷服務」與「代理藥品經銷服務」，兩者之服務性質是否類似？（註：我國認定所提供者均屬代理經銷之行為，而不論其代理之商品種類或範圍，雖代理不同產品之經銷服務，其服務性質仍構成類似。）

（Is the term “Distributor services” acceptable? Namely, when a company contracts with a native or foreign company to distribute the latter one’s products, could the former company register his own trademark used on “Distributor services” classified in class 35? If the answer is yes, are “Distributor in the field of medicines” and “Distributor in the field of electric equipment” similar services?）
美國專利商標局：代理商品經銷性質較接近distributorship service，須指明代理經銷之商品名稱，例如：distributorship service in the field of aluminum and stainless steel sheets and coils。原則上，代理經銷之商品不同，應不構成類似，但依個案情形可能會有不同之認定。
11.代理各種不同特定產品進出口服務，服務性質是否類似？例如：「代理電器進出口服務」與「代理藥品進出口服務」，兩者之服務性質是否類似？（註：我國認定所提供者均屬代理進出口之行為，而不論其代理之商品種類或範圍，雖代理不同產品之進出口服務，其服務性質仍構成類似）

（When the fields of “Export and import agencies” are specified, are they considered to be similar? For example, are “Export and import agencies in the field of medicines” and “Export and import agencies in the field of electric equipments” similar services?）
美國專利商標局：原則上，代理不同特定產品進出口服務為類似的服務，惟若在個案，代理的產品極為特殊，例如特定藥物領域的代理，若不致產生混淆誤認，則可能被認定為非屬類似的服務。
二、非傳統商標審查案例介紹

（Introduction of the examination and infringement of non-traditional trademark）
（一）議題概述
1、顏色商標

所謂顏色商標係指單獨由一種或兩種以上顏色使用於特定的物體上所構成之商標。若顏色商標與商品結合使用，則顏色可使用於整個商品的表面，亦可使用於商品表面的的一部分，或亦可使用於全部或部分商品的包裝表面。例如：一個顏色商標可以是由紫色使用於沙拉碗所構成或由粉紅色使用於手工具的手把所構成，亦可由藍色為底加上粉紅色圓圈使用於全部或部分商品包裝上所構成。同樣的服務標章也可以由顏色使用於全部或部分與所提供服務有關之廣告或相關物件上所構成。

至於顏色商標能否註冊完全取決於系爭顏色商標的使用方式。顏色使用於物體上或其表面上的特徵，相對的將影響顏色給予消費者的印象。一般來說，整個單一顏色或多數顏色組合以特定或隨意的方式使用於商品或服務上，經常被視為商品或服務的裝飾。因為顏色商標不像文字商標，縱然使用於不同的物體上仍能保持相同的外觀，顏色商標縱然使用在類似的情況下，仍無法立即被消費者當作一個區別來源的商標。故原則上顏色商標不具有先天的識別性，除非舉証証明經由使用已取得後天識別性，始能依美國商標法 §2(f)註冊在主要註冊簿。審查官審查顏色商標之案件，一律依美國商標法 §§ 1，2 及45不具先天識別性無法作為商標或依美國商標法 §§ 1，3 及45不具先天識別性無法作為服務標章，先發核駁理由先行通知，申請人有6個月的時間可以答辯。

另外，若顏色本身具有實用或功能的優點，則可能具有功能性，例如黃色或橘色代表安全標誌。另外法院實務上亦有案例提到，雖然黑色使用在船的馬達並未能提供實用上的優點，使得馬達的運作好一點，但是因為黑色較易於與其他顏色搭配且看起來體積顯得比較小，故無形中提供了競爭上的優勢，仍認定具有功能性。還有一個案例是粉紅色使用在外科傷口繃帶，也是認定具有功能性，因為該商品實際上的顏色較接近白種人的膚色，使繃帶看起來較不凸顯。另外，若顏色在製造上或使用上比較經濟，則亦有可能被認定具有功能性，例如製造過程中所自然產生的顏色即屬之。在這種情形下若該顏色為某一家廠商所獨占使用，將迫使其他廠商改變其製程而淪於競爭上的不利益。故基於以上論點，若証據顯示系爭顏色提供特定競爭上的優勢，雖然不具有純實用性的特質，但若有必要保留在公共領域供大家自由使用，則可適用美感功能性理論。例如前述之黑色馬達案例。

申請註冊顏色商標尚需注意，因顏色所產生之商業上印象會隨著顏色如何使用在物體上而改變，故若申請時只是抽象而未具體指明顏色使用之方式或位置，將造成在單一註冊申請案件中，申請註冊無限個商標。因為有太多的組合及變化的可能性，將造就無窮盡的商標，違背法律一註冊申請案只能有一個註冊商標的原則，且將造成主管機關無法提供完整的公告資訊給消費大眾，因此導致第三人根本不可能徹底及有效的檢索前案資料，無法有效掌握他人註冊商標的權利範圍，顯有背於商標之公共政策。

在美國除了聲音商標及氣味商標外，所有商標都要求檢附商標圖樣，故顏色商標申請時若未附商標圖樣將拒絕授予申請日。同樣的若申請案檢附一張商標圖樣，惟上面僅記載無圖樣或僅檢附商標圖樣描述，亦將被拒絕授予申請日。因為商標圖樣可提供所欲註冊商標之公告資料。故只有在商標無法以圖形呈現的情況下始能免除該項要求。顏色因為視覺可以感知，故應該以彩色圖樣呈現並附隨商標圖樣描述，聲明所欲註冊之顏色及該等顏色將使用於何處以及如何使用。

若顏色商標想使用在一種以上之商品上，則商標圖樣該如何呈現？原則上應依該商品之特性而定。若想以單一圖樣代表所有指定商品，則只有在顏色以近似的方式及作用使用在其中一種商品上或商品的一部分，已足以實質上代表該商標使用在所有其他商品之情況下，始可申請一件商標代表之。例如：以紫色指定使用在冰箱及冷凍庫商品，商標圖樣只需要以虛線描繪出冷凍庫的形狀，加上文字敘述以紫色使用在冷凍庫商品即可。或以粉紅色使用在耙、鏟子及鋤頭的把手位置，則只要以虛線描繪出其中一種手工具的形狀，並描述粉紅色使用在手把位置即為已足。亦即若指定使用商品之各種商品外觀近似，則以申請一件註冊商標即為已足。若指定使用商品之各種商品外觀不近似或外觀相去甚遠，或不同商品有不同的使用方式，則即使申請其中一件商標亦不足以明確的代表商標使用於其他所有商品之情形，則必須逐案分別申請註冊。例如：以紫色使用在顯微鏡及自動販賣機，因兩種商品之外觀相差太多，故應分開申請。

若顏色商標使用在液狀或粉狀商品，例如：紅、白、藍顆粒狀混合之洗衣粉。則商標圖樣仍依該液狀或粉狀之使用方式而定，若該液狀或粉狀商品經由其包裝容器仍清晰可見，則商標圖樣應以虛線描繪出其包裝容器之外觀，加上文字描述該商標係由什麼顏色的液體或粉末所構成。

顏色商標使用於服務標章因態樣繁多故很難一一臚列其商標圖樣所可能呈現之方式，不過可以把握下列幾項原則：一、商標圖樣的目的是為了告知大眾註冊商標之特性。故其傳達給大眾的關鍵在於顏色使用的特定方式及其相關位置。二、圖樣必須呈現商標如何使用於其所提供之服務上。三、顏色雖然以各式各樣的方式使用，但整體配置要能形成單一商業印象。四、若申請人申請單一顏色作為服務標章使用於消費者無法同時看到之各種項目，例如：店內的文具、制服、筆、標誌、接駁車、店的遮雨篷、店的牆壁等，則圖樣必須呈現正方形的彩色圖以及虛線圓形輪廓之顏色識別系統以及詳細的商標描述。五、顏色之商業印象將隨著使用在不同的物體上而改變。

綜上所述顏色商標係由單純的顏色所構成，上面沒有任何的文字或圖形設計。一般申請時商標圖樣所呈現的圖形部分只是為了顯示顏色使用在商品或服務上的位置，而商標描述的部分，則在聲明所使用的顏色以及描述該等顏色如何使用在商品或服務上，若顏色只使用在商品部分的位置，則描述中應指出該特定的位置所在。若顏色是有層次的，亦應在描述中指明。指明顏色應使用通用之語言，例如：褐紅色、青綠色、海軍藍、淡紅色等。若修改商標圖樣描述會重大的改變原申請案件之商標圖樣，則不得變更。顏色商標有可能使用於所提供服務之交通工具上，亦可能使用於商品之包裝容器上或甚至直接使用於商品上。例如：註冊第76601210號顏色商標是將粉紅色使用在汽車上以作為安排觀光旅遊服務的商標。其商標描述如下：本商標係由粉紅色使用於提供旅遊服務汽車之表面所構成，商標圖樣上虛線部分只是為了顯示顏色商標的位置而非屬商標的一部分。而註冊第2990778號顏色商標，則係由紫色使用於蓮篷頭、浴缸、磁磚清潔劑的罐子所構成。至於顏色商標檢附之使用樣品，原則上必須有顏色。提供使用於商品或結合使用於服務上之照片是可以接受的，若樣品之體積過於龐大，則將不被接受。另外檢附顏色服務標章第二層意義之証據必須証明消費者已將該顏色商標與某特定物體聯結，例如：藍色汽車租車中心，而不是其他物體，例如：藍色的出租汽車。

2、氣味商標

商品的氣味若以不具功能性的方式使用在商品或服務是可以註冊的。例如：香水的氣味因為有提供香氣的作用，所以具有功能性，故不可以註冊。若氣味本身不具有功能性，則可能依§2(f)後天識別性註冊在主要註冊簿或註冊在輔助註冊簿。在商標審理及上訴委員會唯一的氣味案件中In Re Clark ,17 U.S.P.Q. 2d 1238（T.T.A.B.1990），申請人以花香指定使用在線紗商品，經美國專利商標局核駁，申請人不服提起訴願，商標審理及上訴委員會撤銷原處分，因而獲准註冊第1639128號商標。雖然在該決定書中並未指明申請註冊氣味商標是否一定要証明後天的識別性，但在該案件中仍係依據証據証明該氣味不僅僅只是裝飾而已，所以氣味具有商標作用的証據資料還是非常重要的。例如：註冊第2568512號氣味商標係以葡萄氣味指定使用在汽車、飛機及輪船使用之汽油及機油商品，美國專利商標局只核准其註冊在輔助註冊簿。申請註冊氣味商標無須檢附商標圖樣，而樣品部分則大多數檢附商品實物。

3、雷射圖商標

雷射圖若以各種方式使用，在沒有証據顯示消費者已視之為商標，則無法成為商標。有一個案例是申請人將雷射設計圖作為商標指定使用在收藏卡trading cards商品。因申請人並未聲明其形狀、尺寸、內容及使用在收藏卡上的位置等商標特徵，且申請人實際使用係以各種不同的形狀、尺寸、內容及位置的方式，使用在收藏卡上，除了違反一件商標註冊申請案只能有一個註冊商標的原則外，同時因為資料顯示其他公司亦有使用雷射圖在收藏卡及防止產品被仿冒的設計上之習慣，而且也沒有証據顯示消費大眾已視申請人之雷射圖為指示來源的標誌。商標審理及上訴委員會甚至指出，因雷射圖以非作為商標目的的使用方式已被社會大眾所普遍使用，致消費者比較不可能把申請人雷射圖的使用當作商標來看。因此，在沒有証據証明消費者已將雷射圖當作商標時，審查律師應該要依美國商標法§§ 1，2 及45不具識別性無法作為商標駁回。一般來說若雷射圖有二個或多個圖像，則審查律師亦應依美國商標法§§ 1及45以違反一申請案件一商標原則而核駁。

4、聲音商標

聲音商標係指經由聽覺可感知的方式去辨識及區別商品。聲音商標的類型包括一、一系列的調子及音符，不論有無歌詞。二、文字伴隨音樂。如同顏色商標聲音商標申請時無須檢附商標圖樣，但必須用文字描述其商標之聲音，例如：德意志電信公司Deutsche Telekom AG註冊第2459405號聲音商標描述如下：「a series of five musical notes written on the Treble clef in the key of C major, comprising a sequence of four joined semiquavers which are the musical three notes CCC and E, followed by a C quarter note.」。又例如：美國一家彈簧床公司Mattress Discounters Corporation註冊第1754344號聲音商標描述如下：「The mark consists of the words "Have a good nights sleep on us, mattress discounters" superimposed over a musical jingle comprised of 12 notes, in the key of F, in the sequence of AA-G-A-B flat-D-C-EE-GF-F.」。又例如講師上課時所舉之實例，註冊第2210506號商標是以泰山的吼叫聲申請註冊在兒童玩具的泰山玩偶商品，其商標圖樣描述即敘述本商標為著名泰山的吼叫聲及其如何發聲的細節。「the sound of the famous Tarzan yell.  The mark is a yell consisting of a series of approximately ten sounds, alternating between the chest and falsetto registers of the voice, as follow - 1」 a semi-long sound in the chest register, 2」 a short sound up an interval of one octave plus a fifth from the preceding sound, 3」 a short sound down a Major 3rd from the preceding sound, 4」 a short sound up a Major 3rd from the preceding sound, 5」 a long sound down one octave plus a Major 3rd from the preceding sound, 6」 a short sound up one octave from the preceding sound, 7」 a short sound up a Major 3rd from the preceding sound, 8」 a short sound down a Major 3rd from the preceding sound, 9」 a short sound up a Major 3rd from the preceding sound, 10」 a long sound down an octave plus a fifth from the preceding sound.」。又例如著名的美國電話電報公司AT&T Corp註冊第1761724聲音商標描述如下：「The mark consists of the spoken letters "AT & T"」。

至於聲音商標應如何檢送樣品？原則上錄音帶或CD都是可以接受的。例如前述案件申請人即檢送泰山玩偶的實物，當一觸動泰山玩偶的身體，該玩偶即發出泰山的吼叫聲。若聲音商標係指定使用於服務，則必須証明該聲音商標已確實可以辨識及區別其所提供之服務及指示其來源，所檢附之樣品應包括聲音的內容已充分指示所提供服務的特性。例如註冊第2308503號商標係由人發出類似鴨子的嘎嘎叫聲所構成，指定使用於觀光旅遊的服務。若聲音商標係由音樂或結合歌詞之音樂所構成，則申請人亦可檢送樂譜作為樣品。若係經由TEAS網路申請，則樂譜應以.WAV的聲音檔格式。然而因為.WAV聲音檔無法附隨TEAS網路申請，所以.WAV聲音檔必須在案件申請後，以E-MAIL的附件的方式直接寄到TEAS@USPTO.GOV，並附註本.WAV聲音檔屬第×××號商標申請案之附件。

5、動畫商標（motion marks）

申請人亦可聲明動畫本身為其商標之特徵，惟所檢附之商標圖樣必須顯示該設計或文字動畫的情形。並且在其商標描述中，應敘明其動畫的形式。例如註冊第2793439號動畫商標之商標描述如下：本件商標係由打開汽車車門的單一動作所構成。車門以平行於車身之方式移動，並緩慢昇高至車身上方之平行位置。另外一件動畫商標為註冊第1339596號動畫商標描述如下：本件係由移動的星星動畫所構成，商標圖樣所示為最後的靜止畫面。

6、商業表徵（Trade Dress）

商業表徵包括商品的外形、商品容器的形狀、建物的設計及建物內部的設計配置等。商品的外形例如註冊第1986822號巧克力的形狀，其商標描述如下：「The trademark consists of the configuration of a conically-shaped candy piece approximately 7/8 of an inch high as measured from the base to the pinnacle and 15/16 of an inch in diameter as measured at the base of the candy piece」。商品容器的形狀例如註冊第1057884號可口可樂的瓶子，其商標描述如下：「The mark consists of the three dimensional configuration of the bottle」。建物的外觀設計例如註冊第78113982號蛋捲冰淇淋外觀之餐廳，其商標描述如下：「The mark consists of a three dimensional building design in the shape of an ice cream cone with three service windows in the cone portion of the building and a soft serve ice cream swirl on top comprising the roof of the building design」。建物內部裝潢設計例如：註冊第2694170號以傘形蘑菇形狀作為酒吧台的屋頂，其商標描述如下：「The mark comprises a three-dimensional design located in the interior space in which the services are provided, namely, a three-dimensional design of toadstool-shaped structures forming an interconnected canopy over a restaurant and bar area」。
在實務審查上，若申請人申請註冊商品的設計（a product's design）、商品的包裝（a product packaging）、顏色（color）或其他商品或服務之商業表徵，審查律師就必須考量兩個重點：功能性及識別性。在1998年10月30日以前，以功能性理由核駁者，並無針對功能性之特別條款可以援用，故依美國商標法§§ 1，2 及45不具識別性無法作為商標駁回。1998年10月30日以後美國商標法明文禁止若商標具有功能性，則不得註冊在主要註冊簿，亦不得註冊在輔助註冊簿。其相關修正條文如下：

（1）. Section 2(e)(5) of the Trademark Act, 15 U.S.C. §1052(e)(5), prohibits registration on the Principal Register of "matter that, as a whole, is functional."
若商標整個來看具有功能性，則不可註冊在主要註冊簿。

（2）. Section 2(f) of the Act, 15 U.S.C. §1052(f), provides that matter that, as a whole, is functional may not be registered even on a showing that it has become distinctive.
若商標整個來看具有功能性，則縱然証明已取得後天的識別性，亦不可獲准註冊。

（3）. Section 23(c) of the Act, 15 U.S.C. §1091(c), provides that a mark that, as a whole, is functional may not be registered on the Supplemental Register.
若商標整個來看具有功能性，則不可註冊在輔助註冊簿。

（4）. Section 14(3) of the Act, 15 U.S.C. §1064(3), lists functionality as a ground that can be raised in a cancellation proceeding more than five years after the date of registration.
明定功能性為撤銷註冊商標事由之一，且不受註冊後五年除斥期間之限制。

（5）. Section 33(b)(8) of the Act, 15 U.S.C. §1115(b)(8), lists functionality as a statutory defense to infringement in a suit involving an incontestable registration.
明定即使涉及不可爭議性註冊商標之侵權案件，功能性仍得為法定抗辯事由。

在2000年wal-Mark案件，最高法院引述Qualitex顏色商標案件，認定商品本身之設計，如同顏色商標一樣，不可能具有先天的識別性，欲尋求保護必須証明後天的識別性。次一年（2001年）在TrafFix案件中，最高法院採用了新的判斷標準來認定功能性，亦即以是否具有效用、功能取代是否為競爭上所需要。簡而言之，若商業表徵被判定具有效用或功能，則不可註冊，勿庸再探討識別性的問題。若不具功能性，則應分兩種情形來判斷，若係商品本身的設計或顏色，則必須舉証証明已取得後天的識別性，始可獲准註冊。若係商品的包裝，則可能具有先天識別性而獲准註冊，若不具先天識別性，則可舉証証明已獲得後天識別性而獲准註冊。
（二）問題研討

1.帝國大廈之立體形狀是否可申請註冊於飲料商品、輪胎商品、金融服務、觀光旅遊服務、百貨公司？

（Could the three-dimensional shape of The Empire State Building be registered on the use of products such as beverages, tires, financial services, tourist agency services etc.）
美國專利商標局：以帝國大廈的立體形狀作為商品的形狀或容器註冊是可以接受的，但以該立體形狀註冊於輪胎、金融服務、旅行社服務及百貨公司則是難以想像的。
2.一單純商品本身形狀之立體商標與另一商品本身形狀結合文字之立體商標，商品形狀近似，是否構成侵權？

（When there was a product’s shape registered as a three-dimensional trademark, will a similar shape of the same product consisting words be allowed to register? Or the former trademark will be considered infringed by the latter one.）
美國專利商標局：如果商品本身的形狀得以註冊，表示該立體形狀本身已具有識別性，則第三人以該具有識別性的形狀結合文字使用仍屬侵權行為。
三、著名商標混淆誤認之虞與淡化之探討

（Likelihood of confusion and dilution of well-known mark.）
（一）議題概述
在美國法律，淡化與WELL KNOWN MARK保護這兩個領域所保護的商標是不同的。「FAMOUS MARK」與「WELL KNOWN MARK」不同，「FAMOUS MARK」一定是「WELL KNOWN」，但不是所有「WELL KNOWN MARK」是「FAMOUS」，保護這二種商標之方法類似但不相同。美國法律賦予FAMOUS MARK所有人請求法院禁止令之權利，禁止他人在商業上使用類似之商標，如果該使用淡化FAMOUS MARK之識別性。淡化有兩種類型「玷汙（tarnishment）」及「減弱（blurring）」。即使二商標不會產生混淆誤認，亦會發生淡化之情況。FAMOUS MARK會因玷汙而被淡化，如果使用在讓人對FAMOUS MARK產生較差或突兀聯想之商品或服務上。因減弱而被淡化之情形則發生於，消費者或潛在消費者看見FAMOUS MARK被使用在很多不同的商品或服務上。由於如此廣泛的使用，削弱了FAMOUS MARK作為商品來源指示的功能。例如「KODAK」使用在網球，「PEPSI」使用在汽油，均會因「減弱」而被淡化。以這個觀點而言，只有「most famous」和「most distinctive」之商標，才能以因「減弱」而被淡化之方式受到保護。

判斷淡化有兩個困難的問題：（1）界定損害，與（2）證明損害。最高法院在Mosely v. V Secret Catalogue, 537 U.S. 418, 65 U.S.P.Q.2D 1801 (2003)案之判決中，認定現行淡化法令規定必須有「實際的淡化」，而不是「淡化之虞」，因此，FAMOUS MARK所有人必須證明因被告之使用而造成實際的經濟損害。而目前國會審議中的聯邦淡化法修正案，則是將「實際的淡化」修改為「淡化之虞」，不需證明實際的經濟損害，以取得對抗淡化使用之禁止令。

淡化不是USPTO拒絕註冊之理由。審查官必須判斷，申請註冊之商標與註冊商標之間是否有混淆誤認之情形，而不是考量申請註冊之商標是否會淡化FAMOUS MARK。但是，如果FAMOUS MARK所有人認為，因USPTO公告異議之商標淡化其商標而受損害，所有人可向TTAB提出異議。同樣的，FAMOUS MARK所有人認為註冊商標淡化其FAMOUS MARK，可向TTAB請求撤銷註冊。美國淡化法令僅對於小範圍之FAMOUS MARK提供保護。這些FAMOUS MARK只是國際條約提及之WELL KNOWN MARK之一小部份。

美國商標法對於如何才符合WELL KNOWN之條件，並未明確規定。美國商標法在不同條款提供排除混淆之規定，以保護合法權利人。特別是15 U.S.C.§§ 1052（a）, 1052（d）與1125（a），以及解釋這些條款的判決。USPTO 依據 In re E.I. Du Pont de Nemours & Co., 476 F,2d 1357, 1361, 177 U.S.P.Q. 563, 567（C.C.P.A. 1973）案所提出的13項因素，判斷某商標之使用，是否會造成與WELL KNOWN MARK 或其他商標間之混淆。審查官以審慎、彈性之方式，仔細考量這些因素與特定事項之相關性，再作出合理正確之決定。

（二）問題研討

1.混淆誤認之虞與淡化是否可併存？商標著名程度不同時，認定商品性質類似或不類似時之判斷標準是否有差異？

（Can“likelihood of confusion” and “dilution” exist simultaneously? Will the principles of determining whether goods are similar differ when trademarks have different degree of knowledge.《reputation》）
美國專利商標局：「混淆誤認之虞」與「淡化」在個案是可以併存的，當律師為著名商標的當事人辦理侵權案件時，為當事人利益，通常在個案會同時主張系爭商標之使用有混淆誤認之虞並產生污損或模糊著名商標識別性的淡化效果，若法院不認為在該案可成立淡化，但有使消費者混淆誤認之虞，原告仍能贏得該訴訟；反之，若法院不認為在該案主張之淡化成立，而原告又未主張混淆誤認之虞，則原告將輸掉該訴訟。一般而言，當商標愈著名，會被認為產生混淆誤認之虞的商品範圍愈大，例如:人類的食品與動物的食品一般認為並非類似商品，但當前者的商標為著名商標時，這二種商品可能被認為屬類似商品，而有使消費者產生混淆誤認之虞。
2.考慮混淆誤認時是否考慮主觀惡意？

（Will bad intention be considered when you make decision of if there is “likelihood of confusion”？）
美國專利商標局：審查商標註冊申請案時，審查官只能看到申請人單方的申請文件而無其主觀惡意的相關證據，所以審查官不會在審查註冊案時考慮主觀惡意。但在商標異議及侵權案件，爭執商標權利的雙方會提供證據資料，此時商標權人的主觀惡意會被考慮。
Bacon＆Thomas律師事務所：一般而言，商標侵權案件原告所提出的消費者調查報告，有百分之三十的消費者認為產生混淆誤認時，通常足以說服法官或陪審團認為被告商標之使用有混淆誤認之虞存在；而商標侵權案件中被告的主觀惡意被證明時，對商標產生混淆誤認的消費者百分比可能降低到百分之二十五甚或二十即可被法院接受，因為法官或陪審團會認為，既然被告惡意抄襲原告商標的目的即在使消費者對二商標產生混淆誤認，而消費者調查報告證明確實有一定比例之消費者產生混淆誤認，混淆誤認之虞即可證明，至於未在消費者調查報告達到更高的混淆誤認百分比，是被告抄襲能力不佳的問題。
3.百貨公司以名牌商品例如LV皮包、賓士汽車等作為促銷之贈品，是否屬於合理使用？

（What’s your opinion about department stores use give-away gifts with well-known trademark such as Louis Vuitton bags and BENZ for commercial promotion？ Do you think it is fair use？）
美國專利商標局：如果名牌商品被作為一般的促銷活動使用，百貨公司並無意使消費者產生該公司與名牌廠商有投資或贊助關係之聯想，應屬商標合理使用範圍。
4.提供聯邦淡化法修正草案書面資料。

（Could you please provide us the draft of federal anti dilution statute?）
美國專利商標局：（參考附錄五）。

5.證明淡化之證據，是否需直接證據？例如消費者調查報告。

（Do trademark owners who claim dilution have to submit direct evidence such as consumer investigation reports?）
美國專利商標局：淡化的証明是一個困難的問題，消費者調查報告可以作為一種證據。
Reedsmith律師事務所：消費者調查報告、商標權人收到消費者抱怨該商標不再醒目、不再引人注意、被汙損、識別性減弱的信函，以及報紙或刊物刊載關於該商標被淡化的相關報導均可作為證明商標被淡化的證據。（參考Reedsmith律師事務所智慧財產部門經理2005.11.19電子信函，附錄六）。
Bacon＆Thomas律師事務所：消費者調查報告可作為淡化的證據，一般而言，如果超過百分之三十的消費者認為淡化存在，則法院相當可能接受原告淡化的主張。
四、商標識別性之認定

（The distinctiveness of trademark）
（一）議題概述
商標識別性的作用在於「藉以與他人之商品或服務相區別」，為商標註冊之積極要件。

1、具有識別性的商標態樣，依識別性高至低排列，分別為：

（1）獨創性（coined/fanciful）商標：

獨創性商標使用之文字或事物是創造出來的，除了做為商標外，不具有任何其他的意義，獨創性商標的唯一目的，就是用來識別商品的來源。例如：「CLOROX」使用在漂白劑商品，「KODAK」使用在軟片商品。

（2）任意性（arbitrary）商標：

任意性商標使用既有的文字或事物，具有一般普遍認知的意義，但這個意義與該商標所指定使用的商品全然無關，既不是暗示性的文字，亦不是描述性的文字。例如：「APPLE蘋果」使用在電腦商品，「CAMEL駱駝」使用在香煙商品。

（3）暗示性（suggestive）商標

當商標使用的文字或事物為其指定商品的暗示，需經過想像或多個步驟的推理才能了解該商標與商品關聯性者屬之。例如：「EVERYDAY每天的」使用於電池商品、「SHARPWRITER鋒利的作者」使用於筆類商品。

2、不具識別性之商標態樣，主要為：

（1）純粹描述性（merely descriptive）商標

純粹描述性商標指對於商品的Purpose（用途）、Characteristic（特性）、Quality（品質）、Use/User（使用方式/使用者）、Ingredient（成分、原料、構成要素）、Function（功能）及Feature（特徵）等重要面向的直接說明或描述，這些直接的說明或描述不僅無法區別商品的來源，且其他競爭者可能會需要使用於其商標以促銷商品，故基於商標識別性及公平競爭的因素，必須予以核駁，例如：「STRONG強勁的」使用於紙巾商品。此外，用來主張商品品質或商品卓越性的讚美文字或事物（Laudatory Terms）被視為等同於純粹描述性的商標，例如：「BEST」。當商標使用錯誤的描述性文字時，須區辨其為任意性商標或欺騙的錯誤描述（deceptively misdescriptive）商標，當商標直接錯誤的描述了商品的重要事項，且消費者可能會相信該商標的錯誤描述為真實，為欺騙的錯誤描述商標，亦即該錯誤描述貌似真實可信，但實際上是錯誤的，例如：「WOODEN木製的」使用於塑膠家具屬之；若錯誤的商標描述不可信，則為任意性商標，例如：「WOODEN木製的」使用於不含酒精的飲料，不會導致消費者相信該飲料係木製，故為任意性商標。

（2）通用名稱（generic）商標

通用名稱指一整群或特定種類商品的名稱，因為無法指出商品來源，故不能做為商標，例如：「STEREO立體音響裝置」使用於視聽設備。

（3）關於說明性及通用名稱商標，審查時還需注意以下各點：

A.本國消費者所熟知的其他國家的語文，翻譯為本國文字後為說明性文字或商品之通用名稱者，亦屬說明性或通用名稱商標，例如：BLANCO（WHITE之義）使用於麵包商品。

B.不存在於字典中的文字，仍可能是說明性文字或商品之通用名稱，例如：BREADSPREAD之於果醬商品。當說明性文字有些微的拼字錯誤時仍不失為說明性或商品通用名稱，例如：C-THRU之於透明的製圖輔助器。

C.當一個文字有多重涵義時，只要其中一個涵義之於指定商品為說明性文字或通用名稱，該商標即為說明性商標或通用名稱商標，例如：CAPS（有帽子、火藥紙、雷管等義）之於棒球帽。
（二）問題研討
1. BURBERRY格子圖案使用在布匹商品，在美國是否獲會准註冊？

（Will the check pattern of Burberry be allowed to register on the use of cloth in the United States？）
美國專利商標局：BURBERRY格子圖案已具有後天識別性，故在美國可獲准註冊。（BURBERRY格子圖案使用於第24類之布料已於1996.12.17獲准註冊，註冊號：2022789，附錄七）

五、地理標示之保護

（Protection of Geographical Indications）
（一）議題概述
1.地理標示的保護：

地理標示係指為辨別一商品係產自一會員之領域，或其領域內之某一地區或地點之標示，而該商品之特定品質、聲譽或其他特性，主要係歸因於其地理來源者。（TRIPS 22.1）。美國本身之地理標示，如IDAHO for potatoes、FLORIDA for oranges、WASHINGTON STATE for apples。
2.地理標示與商標：

以美國的觀點而言，地理標示之功能與商標相同，因為二者皆是「來源標識」、「與商品品質有關之保證」、「有商業利益價值」。
3.使用美國商標制度保護地理標示：
    美國專利商標局（USPTO）並未針對地理標示設置特別之註冊簿。美國透過商標制度保護地理標示已有數十年，早於「地理標示」這個名稱出現於TRIPS協定。其商標註冊簿包含地理標示註冊為商標、證明標章、團體標章，但並未特別標明為地理標示。

    許多外國的地理標示在美國藉由地理標示證明標章制度受到保護。例如：  ◆ BRUNELLO DI MONTALCINO (U.S. Reg. No. 1,860,163) – Italy
COGNAC(Common-law, unregistered geographical indication certification) – France
◆ LIEBFRAUMILCH (U.S. Reg. No. 1,008,251) – Germany
◆ MOSEL (U.S. Reg. No. 1,008,252) – Germany
◆ VINO NOBILE DI MONTEPULCIANO (U.S. Reg. No. 2,251,165) – Italy 

◆ DARJEELING (U.S. Reg. No. 2,685,923) – India
◆ JAMAICA BLUE MOUNTAIN COFFEE (U.S. Reg. No. 1,414,598) - Jamaica
使用美國商標制度保護地理標示的優點有：

（1）不允許已成為通用名稱之地理標示註冊。

（2）提供地理標示所有人方法，以防止他人之使用，造成消費者混淆或受到欺騙。

（3）保護在先權利。

（4）不會增加納稅人與政府的負擔。

（5）侵權時，地理標示所有人可以提起訴訟，不需依賴政府干預。

（6）多方面適用，允許非傳統地理標示和其他商標的註冊，如動作、顏色、氣味。

4.以證明標章保護地理標示：
    美國商標法第4條（15 U.S.C.§1054）規定，證明標章之註冊包括地理來源之指示。又美國商標法第2條（15 U.S.C.§1052）規定，地理名稱或標識可以註冊為證明標章，除非該名稱或標識是地理上之描述，且未獲得後天識別性。欺騙性描述之地理名稱或標識，絕對禁止註冊。

（1）證明標章之定義

    依據美國商標法第45條（15 U.S.C.§1127）規定，“證明商標”指任何文字、名稱、符號、或圖形或其聯合式，係由所有人以外之人使用，用以證明該人之商品或服務之地區或其他來源、材料、生産方式、質量、精度或其他特徵，或證明該項商品或服務工作或勞動是由一個聯合會或其他組織之會員所執行。一般來說，證明標章有三種樣態：

A、證明商品或服務\來自特定地理區域；例如

· ROQUEFORT於乳酪商品（產於法國西南地區，是世界三大藍黴乳酪之一）

· SUNSHINE TREE於Florida柑橘

· COGNAC於法國白蘭地

B、證明商品或服務之品質、材料、製造方法，符合特定標準；例如：

· UL證明電器設備符合特定安全標準

· CELANESE證明塑膠玩具符合證明人所訂之安全標準

C、證明商品或服務上之工作或勞務係由某協會或其他組織之會員所完成，或執行者符合特定標準。

（2）證明標章之申請人

    證明標章之目的在於告知購買者，被授權使用人之商品或服務擁有特定性質，或者符合特定條件或標準。證明標章所有人不能使用其標章，但須控制標章之使用，包括標章僅能使用於具有必要特性、或符合所有人明訂使用標章條件之商品或服務上。因此，通常情況下，證明標章申請人為政府機關、經政府授權之機構、協會（private association）或農業團體（agricultural collective），但並不禁止個人取得證明標章權。

（3）以證明標章保護之案例

◆ S. Registration No. 571,798 (“ROQUEFORT” for cheese - France);
◆ U.S. Registration No. 2,685,923 (“DARJEELING” for tea - India);

◆ U.S. Registration No. 2,014,628 ("PARMA HAM" for ham products - Italy);

◆ U.S. Registration No. 1,570,455 (“SWISS” for chocolate - Switzerland); and
◆ U.S. Registration No. 1,959,589 (“STILTON” for     cheese – United Kingdom.
（4）證明標章與商標之比較
 證明標章與商標不同之處：
◆即使是地理上之描述性名稱，亦得註冊為證明標章，但不能註冊為商標，除非取得後天識別性。
◆證明標章之所有人非使用人，商標所有人則為使用人。
◆證明標章並非用於識別商品或服務之來源，或者區別自己與他人之商品或服務。
（5）地理標示作為證明標章使用時需注意之事項

地理標示作為證明標章使用時，會產生兩個問題：
（A）不當禁止該地區人民使用該名稱

（B）濫用或違法使用地理標示

解決上述問題的方法：

（A）「反歧視條款」

（B）透過強制執行機制控制名稱之使用

5.以團體商標保護地理標示

    在美國不僅以證明標章，亦以團體標章保護地理標示。
 （1）團體標章之定義
    依商標法第45條（15 U.S.C.§ 1127 ），團體標章指商標或服務標章：為合作社、協會、公會、或其他團體之會員所使用，或合作社、協會、公會、或其他團體依商標法規定，具善意意圖使用標章於商業上，且申請註冊於主要註冊簿，並包括用以表彰公會、協會或其他團體會員資格之標章。

    依據商標法的規定，團體標章為團體（collective entity）所有。團體標章分為二種：（A）團體商標或團體服務標章，（B）團體會員標章。

    如同商標，團體標章用於表示特定商品或服務源自於特定來源，區別自己與他人之商品或服務。但團體標章與商標不同之處在於，團體標章是表彰團體會員之來源而不是特定人。基於此點，產銷合作社可將地理標示註冊為團體標章，以識別商品產自於特定區域，且該商品之特性係歸因於該區域。

6.以商標保護地理標示

    依據美國的制度，地理標示有可能註冊為商標而受到保護。美國商標法規定，地理名稱或標誌如果是商品或服務來源地理上的描述，或地理上欺騙性錯誤描述，不得註冊為商標。但，如果地理上描述性標誌取得後天識別性，對於消費者而言，該標誌具有來源指示功能，可以作為商標受到保護。有許多符合TRIPS協定地理標示定義的標誌，在美國以商標受到保護已有多年。

7.以普通法保護

    地理標示也可依普通法受到保護。即使未申請證明標章之註冊，特定地理名稱亦可基於長期使用所建立之聲譽，透過法院判決而取得證明標章之地位，即所謂未註冊之證明標章（unregistered certification mark），例如「COGNAC」即依普通法（未註冊）受到保護。（Institut National Des Appellations v. Brown-Forman Corp, 47 USPQ 2d 1875, 1884 （TTAB 1998））。該案判決認為，COGNAC並非葡萄酒之通用名稱，而是消費者可直接認識其為表彰法國COGNAC地區之產品，且該地區確實有協會團體控制該項標示產品之來源與品質。
（二）問題研討
1.地理標示證明標章之審查實務。

（The examining practice of registration of geographical indications as certification marks.）
美國專利商標局：美國商標法 §1052規定，地理名稱或標識可以註冊為證明標章，除非該名稱或標識是地理上之描述，且未獲得後天識別性。欺騙性描述之地理名稱或標識，絕對禁止註冊。證明標章所有人不能使用其標章，但須控制標章之使用，包括標章僅能使用於具有必要特性、或符合所有人明訂使用標章條件之商品或服務上。因此，通常情況下，證明標章申請人為政府機關、經政府授權之機構、協會（private association）或農業團體（agricultural collective）。
2.同一地區之產製者是否皆可使用該地區之地理標示？

（When a GI is registered as a certification mark to certify the goods emanate from a particular region, can the producers from the same region use the certification mark on the goods from that region?）
美國專利商標局：商品或服務經地理標示證明標章所有人認定符合該地裡標示之認證標準，則可使用該地理標示。如標章所有人對於符合地理標示認證標準之產製者有差別待遇，該標章會被撤銷。一個地理名稱使用於特定產品或服務上，被註冊為商標、證明標章或團體商標，並不能禁止他人使用該地名於不類似之商品或服務。商標、證明標章或團體商標不是獨占的權利，其權利範圍應依個案特定因素予以認定。判斷標準是，美國一般消費者是否可能對於商品或服務的來源產生混淆誤認。
3.是否得自由選擇以申請註冊為商標、或證明標章、或團體商標來保護地理標示？是否可同時以商標、證明標章、團體商標來保護地理標示？
（Does the applicant have free choice of applying for registration of trademark, certification mark or collective trademark to protect GI? Can the applicant file applications of trademark, certification mark and collective trademark at the same time?）
美國專利商標局：在美國，地理標示主要以證明標章保護，但亦有少數以團體商標保護的案例。申請人可以自由選擇以申請註冊為商標、或證明標章、或團體商標來保護地理標示。商標、證明標章、團體商標之申請要件不同，不能同時申請來保護地理標示。

4.地理標示僅限於自然因素，或者亦包括人文因素？

（Since a given quality, reputation, or other characteristic of the good should essentially attribute to the geographic origin to be a GI, if a given quality, reputation, or other characteristic of the good is essentially attribute to traditional knowledge, technologies or special methods of a group of people on a certain area or even of a country, can the case be identified as a GI？）
美國專利商標局：如果商品的特殊品質純粹來自於人文因素，而非自然因素的貢獻，不能成為地理標示。

六、商標註冊併存同意之審查原則

（Principles of co-existence）
（一）議題概述
1.併存使用合法性之審查

申請人得以併存使用請求註冊，如果符合下列標準之一或以上：

（1）依據法院判決；

（2）註冊商標所有人同意申請人併存使用之註冊；或

（3）申請人第一次商業上使用日期，早於依1946年商標法繫屬之申請案或註冊商標之申請日期。申請人主張例外使用人未提出申請或註冊，申請人第一次商業上使用日期，須早於該例外申請人提出申請註冊之申請日。

申請人負證明其有權享有併存使用註冊之舉證責任。

2.併存使用申請之要件

（1）申請人必須明確說明併存使用之商品和地理區域，以及使用方式。

（2）申請人必須依其所知，明確說明主張專用之例外情形，他人併存使用之情形、相關商品、地理區域及使用期間。

（3）如有上述他人之註冊或申請案存在，申請人必須明確說並存使用者之姓名與地址，以及使用方式。

（4）併存使用證明書應表明，除申請書上載明之人，任何人不得使用該商標。

原則上不論商標受讓人或受併存同意之人，均僅就各該受讓或受併存同意之商標擁有權利，若欲另申請與讓與人或同意人商標相同或近似之商標時，不能以其受讓之商標或已受併存之同意，作為後續相同或近似商標的申請權利基礎，仍須再取得讓與人或併存同意人之同意。
（二）問題研討
1.當申請人檢附與其申請商標近似之已註冊商標之併存同意書時，是否須考慮消費者之產生混淆誤認的可能性？

（Does the possibility of causing confusion to relevant consumers be considered when an application is filed with consent from the owner of the similar registered mark？）
美國專利商標局：採用申請人所提供之併存同意書，是考量廠商比審查官更了解市場的情況，若廠商都認為可以併存了，應該可以推定不會產生混淆。惟並非只要有同意書審查律師即無置喙之餘地，例如：相同商標指定使用於相同商品，即使檢附併存同意書，仍不會核准其註冊。

2. X為A、A1商標所有人（A、A1為近似商標），在A1商標移轉給Y後，當Y欲申請註冊與A近似之A3商標時，是否仍須須取得X的併存同意？

（X is the owner of trademark A and A1,A and A1 are similar trademarks,  and Y is the assignee of A1.  When Y wants to submit an application of A3 which is similar to A, does Y have to obtain consent from X？）
美國專利商標局：A1商標移轉給Y後，Y只取得A1之商標權，若Y欲註冊可能與A商標產生混淆誤認之A3商標，仍須取得X的併存同意。
3.X先註冊A商標，Y得X同意註冊A’商標，Y再申請註冊A”，是否須經X同意？

（Does Y have to get consent from X when he wants to file an application with trademark  A” ,which is similar to A, after he got X’s permission to apply trademark A’?）
美國專利商標局：X僅同意Y註冊A’商標，Y再申請註冊A”商標，仍須經X同意。
七、欺騙性的錯誤說明

（Deceptively Misdescriptive）
1.菸草控制框架公約第11條規定，締約方應在本公約對該締約方生效後三年內，根據其國家法律採取和實行有效措施以確保：不得以直接或間接產生某一菸草製品危害小的虛假印象的任何詞語、描述、商標、圖形或任何其他標誌使用於包裝和標籤。包括低焦油、淡味、超淡味或柔和等詞語。在該公約生效後三年內，如申請註冊商標圖樣上有低焦油、淡味、超淡味或柔和等用語，請申請人刪除該等文字或仍得聲明不專用。

（In line with the Article 11 of WHO Framework Convention on Tobacco Control, the party shall, within a period of three years after entry into force of the Covention, adopt and implement effective measures to prevent tobacco product packaging and labeling from using any term or any sing that directly or indirectly creates the false impression on that a particular tobacco product is less harmful than other tobacco products. Within the said period of three years, if a trademark contains terms such as “light”,  “mild”, does “light”, “mild” have to be omitted from trademark representation or disclaim it ？）
美國專利商標局：美國商標法第2（e）（1）條（15 U.S.C. §1052）規定，凡能區別申請人與他人之商標，不應因其性質而拒絕該商標註冊在主要註冊簿，除非該商標用於申請人之商品或相關商品時，該商標僅是對該商品的描述或欺騙性的錯誤描述（No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature unless it—(e) Consists of a mark which, (1) when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them）。
如有足夠證據資料顯示，該等用語確實讓消費相信其所表彰之商品對於健康較無危害，則依第2（e）（1）欺騙性的錯誤說明，拒絕其註冊。
八、團體標章、團體商標、證明標章

（Collective Mark, Collective Membership Mark, Certification Mark）

（一）議題概述
1.團體商標、團體服務標章、團體會員標章

依商標法第45條（15 U.S.C.§ 1127 ），團體標章指商標或服務標章：為合作社、協會、公會、或其他團體之會員所使用，或合作社、協會、公會、或其他團體依商標法規定，具善意意圖使用標章於商業上，且申請註冊於主要註冊簿，並包括用以表彰公會、協會或其他團體會員資格之標章。

    團體標章之所有人為申請註冊之團體組織。團體標章分為二種：（A）團體商標或團體服務標章，（B）團體會員標章。團體標章僅由會員使用，所有人不能使用。團體商標或團體服務標章係會員用以表彰其商品或服務之來源，並藉以與其它非會員之商品或服務相區別。團體會員標章係用於表示使用者為該團體組織之會員。

團體標章申請時，須明確說明使用該團體標章之資格，使用人與申請人之關

係，以及申請人如何控制管理該團體標章。團體商標或團體服務標章指定使用之商品及服務類別，與一般商標或服務標章所使用之類別相同；團體會員標章則歸類為200。


團體商標、團體服務標章、團體會員標章之審查，請參閱TMEP1302、1303、1304、1305。

2.證明標章

“證明商標”指任何文字、名稱、符號、或圖形或其聯合式，係由所有人以外之人使用，用以證明該人之商品或服務之地區或其他來源、材料、生産方式、質量、精度或其他特徵，或證明該項商品或服務工作或勞動是由一個聯合會或其他組織之會員所執行。一般來說，證明標章有三種樣態：

（1）證明商品或服務\來自特定地理區域；例如

· ROQUEFORT於乳酪商品（產於法國西南地區，是世界三大藍黴乳酪之一）

· SUNSHINE TREE於Florida柑橘

· COGNAC於法國白蘭地

（2）證明商品或服務之品質、材料、製造方法，符合特定標準；例如：

· UL證明電器設備符合特定安全標準

· CELANESE證明塑膠玩具符合證明人所訂之安全標準

（3）證明商品或服務上之工作或勞務係由某協會或其他組織之會員所完成，或執行者符合特定標準。


依照法律上之定義，證明標章與一般商標或服務標章之差異有二：（1）證明標章非由其所有人使用；（2）證明標章之目的非為表彰商業來源，亦非用以與他人之商品或服務相區別。

證明標章之目的係在於告知消費者此等商品或服務具備特定性質，或者符合他人所訂定之特定資格或標準。證明標章所傳達的訊息是該等商品或服務，係依照證明人／所有人訂定之方式，經生產者或提供者以外之人檢驗、測試、檢查。使用於商品之證明標章之類別為A，使用於與服務有關之證明標章之類別為B。證明標章之審查，參閱TMEP1306。

（二）問題研討
1.團體標章申請人資格有規定須具法人資格之團體才可以申請嗎？一些不具法人資格之團體則如何保護其標章？

（Does the applicant of collective mark have to be legal personality?  How a collective without legal personality to protect its mark？）
美國專利商標局：依據商標法第45條（15 U.S.C. §1127）團體標章之定義，只有合作社（cooperative）、協會、公會（association）、集合團體（collective group）、或組織（orgnization），可以成為團體標章所有人。「團體」和「組織」這二個名稱，涵義廣泛，足以涵蓋所有以人為主之群體，因而可稱為團體。申請註冊團體會員標章之團體組織，必須具有法律上之起訴和被訴能力。構成團體組織之個體可以是自然人或法人。

2.團體商標權人（即團體本身）可以使用團體商標嗎？我國實務上（例如 農會、合作社）團體本身有使用團體商標之情況。
（Can the owner of collective trademark or collective service mark use the collective mark?）
美國專利商標局：團體商標和團體服務標章乃指示商品或服務之商業來源，但團體標章係為指明提供商品或服務之人，屬於某團體之會員。標章由團體之所有會員使用，各會員不得享有所有權，且團體組織係為所有會員之利益而享有所有權。團體組織本身不能銷售商品或提供服務，但於宣傳廣告其標章和促銷會員之商品或服務時，可使用其標章。
3.團體商標使用規範書須對會員所提供之產品或服務之品質須加以規範嗎？（我國未規範）

（Does the specified requirements of collective membership mark include the quality control of goods/services？）
美國專利商標局：團體商標或團體服務標章係為團體之會員所使用，因此在申請註冊時，申請人必須聲明其對於會員在商業上使用該標章，有合法控制權。可以使用下述用語聲明：「申請人以下列方式，控制會員使用標章：…。」至於控制規範之內容，則沒有強制規定。
4.標示證明標章之條件 貴國做實質審查嗎？（我國未做實質審查，因涉及專業技術無法勝任）

（Does the qualification of marking certification mark have to be examined substantially? In our country, we do not examine the qualification substantially, because of being short of technique.）
美國專利商標局：不作實質審查，也是因為涉及專業技術無法勝任。
5.貴國之證明標章以授權方式提供合乎標示標章條件之商品或服務使用（Ex：The certification mark, as used by authorized persons, certifies that their goods comply and/or are consistent with certifier's dietary or other applicable guidelines or criteria relating to diet, health and/orfitness.），請問這裡的「授權authorized」與「商標授權license」意義相同嗎（What’s the difference between authorize and license）？
美國專利商標局：並無不同。

6.證明標章申請時檢附之標示條件或控制標章使用方式，於取得註冊後，如果因為某些因素而修正或修改，須另案重新申請，或是檢送修正後之標示條件提交USPTO備查即可。（我國准許檢送修正後之標示條件或控制標章使用方式提交智慧局備查）

（The certifying standards, specified requirements are changed after certification mark registered, does the certification mark have to be applied again? Is it enough to submit the amendment of certifying standards, specified requirements?）
美國專利商標局：不需重新申請註冊，檢送修正後之標示條件備查即可。

7.團體標章、團體商標、證明標章可以由多數申請人共同申請嗎？

（Does collective mark, collective membership mark, certification mark can be applied by plural  applicants？）
美國專利商標局：申請人可以是自然人、法人。法人包括有起訴及被訴能力之股份有限公司（corporations）、合夥（partnerships）、合資企業（joint ventures）、工會（unions）、公會（associations）與其他組織。因此，原則上只要具有起訴及被訴能力，並不禁止多數申請人共同申請。

8.未經設計之產地（非地理標示）可以申請證明標章嗎？倘須經加上圖案設計，「地名」須聲明不專用嗎？又標示條件須規範商品之特性或品質嗎？倘僅單純證明其產自該地即可符合標示證明標章之條件，那麼確實產自該地之產品未經產地證明標章權人同意，可以使用該地名嗎？

（Can the simple name of place of origin be registered as certification mark? Does the place name must be disclaimed, if the mark is composed of place of origin and design? Does the certifying standard must include the characteristic of goods or the quality of goods? Can the When a certification mark is only certify the goods emanate from the place, can the producer from the same place use the place name without licensing by the owner of certification?）
美國專利商標局：1.依據美國商標法的規定，如果地理名稱或標識是商品或服務來源地理上之描述，或者是欺騙性地理上之描述，不能註冊為商標。但如果一個地理名稱取得第二層意義，即對消費者而言，該名稱具有來源指示功能，則可以註冊為商標或證明標章。而商標可以是文字、圖形、顏色或其聯合式等，因此單純之地名只要取得識別性，就可以註冊。2.該地名既已取得識別性，聯合式圖樣中之地名，應不需聲明不專用。3.使用規範係由申請人自行訂定，專利商標局並不加以干涉。4.商品或服務經證明標章所有人認定符合標式條件，則可使用該地理標示。如標章所有人對於符合標式條件之產製者有差別待遇，該標章會被撤銷。

九、work-at-home計畫相關配套措施

（The supporting measures of the work-at-home program）
（一）議題概述

1.在家工作計畫的歷史與現況：

    在家工作計畫於1997年開始試辦，起初有17位審查官參與計畫，他們每週在家工作3天，2位審查官共用1個辦公室，後來共有110個審查官加入計畫。2001年試行旅館計畫（Hoteling）初期，21個參與計畫的審查官每週90%的時間在家工作，並在辦公室工作4個小時，審查官沒有個人辦公室，但保留了5個辦公室供審查官預約使用，旅館計畫的嘗試非常成功，參與計畫的審查官不僅維持了既有的工作品質及顧客服務水準，與非在家工作的審查官比較，並且有較高的生產力，其後，旅館計畫推廣到參與在家工作計畫的110位審查官。
    目前共有190個審查官參與在家工作計畫，逾審查官總數的50%（審查官總數為350人）。審查官每週只需要進入辦公室一次，停留的時間沒有限制，他們沒有自己的辦公室，但可透過線上圖示介面訂位系統（On-line graphical interface reservation system）預訂辦公位置，每個供在家工作審查官預約的辦公室有10個辦公位置，並備有工作所需的相關設備，可供10位審查官同時使用，審查官到達辦公室以工作證簽入時，其所屬的工作電話並將主動轉接至其預約的位置。
2.審查官在家工作的優點：
    從商標局的角度：節省辦公空間。實施在家工作計畫之前，每一位審查官都有自己的辦公室，商標局每年需負擔龐大的租金以支應審查官辦公空間的需求。實施在家工作計畫的初期，每２個審查官共用１個辦公室，節省了一半的審查官辦公空間。實施旅館計畫後，更進一步節省了46,800平方英尺（約4,348平方公尺）的辦公空間，從而每年節省了150萬美元的租金。

    提高審查官的生產力、降低待辦案件數量。因為在家工作審查官節省了通勤時間，有更多的時間工作，他們辦理案件的數量相對較高，平均而言，在家工作審查官較非在家工作審查官生產力高10%，而且他們的工作品質與顧客服務品質與非在家工作審查官相同，維持了高水準的顧客滿意度。審查官生產力的提升，有助於達成商標局降低待辦案件數量的工作目標。

    降低離職率。審查官可能會為了家庭、工作環境等因素轉換工作，但是在家工作計畫使得他們願意留在商標局，在家工作審查官相較非在家工作審查官有較低的離職率，這個計畫有助於留住資深審查官，讓他們繼續將豐富的商標審查經驗貢獻於商標局。另外，離職率的降低也可以節省重新僱用及訓練新審查官的時間成本及費用。

    從審查官的角度：節省通勤成本、衣著及午餐費用。在家工作審查官除了節省通勤時間及交通費用外，也節省了置裝、在外用餐的費用。

    工作時間更有彈性，可選擇最有工作效率的時間工作。所有的審查官都可以在每天的早上5點至晚上10點間連結商標局的電腦系統工作（其他時間為資料庫維護時間，審查官無法連結該系統），在家工作審查官因為節省了通勤時間，而能更有彈性的運用他們的時間，他們可以選擇在一天中工作效率高的時間工作，而不是將那些時間浪費在車陣中。

    增加與家人相處及社區參與時間。節省通勤時間的另一個好處是審查官與家人相處的時間增加了，他們有更多的時間參與社區的志願服務工作。

    從公共利益的角度：減少通勤時間的交通流量、降低行車造成的空氣污染、節省能源、增加志願工作者。

 3.在家工作計畫成功的原因：在家工作計畫的成功來自於諸多因素的配合，分述如下。

    可衡量的審查官工作表現指標。在家工作審查官工作表現的衡量與非在家工作審查官並無不同，管理者可透過商標審查系統（FAST）內建的管理系統暸解審查官工作情形（包括工作量、個案工作進度、文稿內容等），客觀的生產力衡量標準可容易地評量審查官的工作表現，而不需管理者直接的觀察與監督。此外，具有獨立工作能力以及一定工作水準的審查官始能選擇在家工作。

    完善的辦公環境。在家工作審查官工作所需的軟硬體設備（包括：電腦、電話、傳真機、印表機及掃描機）全數由商標局提供，在家工作審查官可以連結商標局電腦系統的時間與資料庫，與非在家工作審查官完全相同，不論他們身在何處，只要能與商標局電腦系統連結，都可以進行商標審查工作。

    先進的資訊技術。審查官於虛擬專用網路（VPN）以寬頻連接至商標局伺服器（Citrix Metaframe server）取得申請案件的相關資料。利用使用者漫遊設定檔（Roaming Profiles）的功能，審查官工作時直接存取資料於商標局的伺服器，使得審查官可彈性地選擇其工作地點。審查官的個人的電腦內建有防火牆及防毒軟體，避免電腦中毒及電腦被入侵。電話跟隨的設定，不論審查官在何處工作，工作電話均可轉接至其所在地點。

    技術支援服務。商標局與資訊技術供應者簽訂服務水準的合約，以確保服務與支援的可預測性，審查官只要在工作時間內，均可以與該供應者取得聯繫，請求協助，此外，該供應者並至住家提供維修服務（手提電腦的維修除外）。

    旅館計畫（Hoteling）。利用旅館預約的概念，使在家工作的審查官們可以藉由線上圖示介面訂位系統（On-line graphical interface reservation system）預訂辦公位置，分享辦公空間與設備，達到節省空間的效果。

    商標註冊線上申請系統的運作使商標審查進入無紙化的時代（90%以上的商標註冊案件透過線上申請，書面申請的案件則掃描成電子檔），審查官在線上進行審查工作。此外，並有電子檔的審查手冊，提供審查官於線上參考。（Trademark Work-at-Home，2003.11.24.，附錄八）

（二）問題研討
1.如何執行考核工作？

（How to supervise？）
美國專利商標局：美國商標局的商標審查系統（FAST）內建有管理系統，管理者可經由該系統瞭解審查官的案件辦理情形、個案發文內容、檢索案件過程及結案量等管理所需資訊，並憑藉該資訊進行考核。

2.如何請假？

（How to take day off？）
美國專利商標局：在家工作審查官與非在家工作審查官工作時間的要求相同，請假方式亦相同。審查官每二週應工作80小時，在家工作審查官每二週應提交一份其自行填列的過去二週工作時間紀錄給主管，原則上該紀錄是被相信的，但若工作時間的紀錄正常並符合規定，而審查官的工作表現不佳，未達到規定的結案量標準或工作品質，則主管會給予警告甚或將其解僱。
3.申請人、代理人應如何配合？

（What applicant/agent should do？）
美國專利商標局：商標申請人或代理人並未被要求做任何改變以配合商標審查官在家工作計畫，申請人、代理人係透過電子郵件、電話與審查官聯絡，使用者漫遊設定檔及電話跟隨的技術，使得在家工作審查官無論在何處均可工作，並接收與工作相關的電子郵件、電話，商標申請人或代理人可能並不知道個案的審查官是在家工作的！
十、商標電子申請系統

（Trademark Electronic Application System, TEAS）
（一）議題概述

1.什麼是TEAS

TEAS是線上填寫申請表格，同時予以完整的檢查，透過網路提出申請，並以信用卡或儲蓄存款帳戶付費。申請人可利用TEAS回覆審查官的通知、變更地址、修正使用聲明、請求延期提出使用聲明、依據15 U.S.C.§1058之持續使用宣誓書、依據15 U.S.C.§1065之無異議宣誓書、依據15 U.S.C.§§1058及1065之聯合宣誓書、或依據15 U.S.C. §§1058及1059提出聯合申請。

    電子申請於1998年開始運作，已有超過716,000萬件申請案。目前，88﹪以上之商標申請案是使用TEAS提出申請，比2004年增加了21﹪。電子申請與資訊系統以兩個非常重要的方式服務消費者：（1）改善所需時間及資訊可利用性，（2）改進申請之品質，以使所擷取之資料正確。美國專利商標局不再產生及維護商標申請之紙本檔案，目前完全依賴商標電子資料，以支應商標審查、公告及註冊之核准。

    美國專利商標局對於商標註冊申請建置更多的選擇，商標所有人可以選擇最適合自己需求的方式提出，以最高費用用書面提出申請，或以較低費用以電子申請。透過商標文件檔案恢復系統（Trademark Document Retrieval System, TDR）使商標註冊過程對於公眾完全透明化，任何人在世界任何地方經由網際網路，可以檢視官方商標申請檔案，包括所有商標審查官所做的決定與理由。

2.線上申請步驟
（1）進入TEAS選取所需填寫之表格（目前有26種表格可以使用）。

（2）選擇表格類型，有兩種類型可供選擇；(TEAS Plus form：於2005年7月8日開始使用，價格較便宜，一類US＄275，但須符合較嚴格之要件，才能取得申請日(TEAS form：一類US＄325，符合最低要件即可取得申請日。

（3）依照指示完成所有步驟，並於線上完成付費手續。

（4）在適當的登錄及付費後，螢幕上會出現「SUCCESS！」訊息，並給予申請序號。之後，會收到e-mail告知已收到申請及申請序號。商標種類，如不清楚商標種類為何，可至「Basic Facts About Trademarks」、「Frequently Asked Questions」、「Glossary」、「Trademark Manual of Examining Procedure（TMEP）」查詢相關規定。

3.取得申請日之要件

TEAS Plus form與TEAS form有不同之要件。

（1）TEAS Plus form：

●填寫完全符合Rule 2.22（a）規定之完整申請

●自Acceptable Identification of Goods and Service Manual 選取商品或服務名稱

●附件須用.jpg image files （樣品、外國註冊證、同意書、證據）（聲音商標用.wav 或MP3 file）

●付清費用（一類US＄275）

●其後有關申請之通訊，須經由TEAS
●申請期間以e-mail收取有關申請之通訊
  ※使用TEAS Plus form，在審查期間如有下列情形，必須每類增加US＄50費用：

1﹚申請不符合Rule 2.22（a）規定，TEAS Plus form取得申請日之要件。

 2﹚申請後，申請人以書面回覆USPTO之通知。

 3﹚申請期間，申請人拒絕以e-mail收取USPTO之信件。

（2）TEAS form：

  ●不能完全符合Rule 2.22（a）規定取得申請日之要件，但符合取得申請日之最低要件。

  ●商品或服務名稱不依照Acceptable Identification of Goods and Service Manual之名稱填寫。

  ●附件不使用.jpg image files。

  ●僅付一類之申請費用。

  ●其後，有關商標之通訊以書面為之。

  ●申請期間，不同意以e-mail收取有關申請之通訊。

如申請人所提出之申請不符合取得申請日之要件，USPTO會附理由退回申請。申請人可以補正，如符合取得申請日之要件，以提出補證之日期為申請日。4.付款方式
有三種付款方式：信用卡、自動儲蓄存款帳戶（automated deposit account）、電子錢包轉帳（electronic funds transfer，EFT）。信用卡之手續費由財政部負擔。使用EFT付費，須先在USPTO之Office of Finance On-line Shopping網頁設立使用者檔案，包括：使用者ID、密碼、地址、銀行資訊。設立使用者檔案後，就可利用EFT付費。

5.電子公報

    完全電子化，一週發行一次，內容包括商標、官方通知。文字及影像擷取自電子紀錄，並傳送至Government Printing Office印製註冊證。所有出版、公告，包括註冊證，可以用PDF file自網路免費下載。

6.分案方式

（1）完全由電腦分案，審查官按鍵告知系統需要案件，系統即會將案件分配給審查官。

（2）不分類別。

（3）同一申請人如有其他申請案，系統會告知他案之相關資訊。

（4）商品或服務名稱非依Acceptable Identification of Goods and Service Manual之名稱填寫，會以紅字告知。

7.品質管制

    建立一貫性的品質標準，可以反映目前的審查品質。詳細說明從收案到結案過程中品質是優等或有瑕疵的判斷基準，以反映出較有意義與精確的品質標準。檢閱這些標準所獲得的資訊，用於驗證與訓練，以加強整體品質，增進審查一致性。USPTO亦要求審查官自我檢視，以支持USPTO改善審查品質的承諾，並且確保審查官維持執行工作所須之知識與技能。評估審查品質是自案件中隨機取樣，檢視審查官第一次通知與最後拒絕通知的品質。2005年，檢視2253件中，有4.7﹪在實體核駁上至少有一個瑕疵；發最後通知的2299件中，有5.9﹪至少有一個爭點有瑕疵。

8.管理機制

（1）審查官以ID即可透過網際網路進入審查系統。

（2）Manager Attorney 有權限經由系統檢視審查官工作之情形。

（3）一週須工作40小時，訂有最低審案數量，未達標準者，予以解雇。

9.顧客服務

（1）設置Custom Call Center，提高處理顧客電話與詢問的效率。Call Center是web-based資訊系統，可讓使用者管理顧客資料，追蹤問題，執行資訊需求，回覆e-mail，提供一致的資訊。資料是用於確認處理情形，追蹤問題的解決，分析根本原因，以及採取行動防止與刪除重複的問題。

（2）審查官之通知函均有列有審查官之電話、e-mail，申請人可向審查官詢問申請案之相關問題。
（二）問題研討

1.商標線上申請，如果未繳規費，USPTO如何處理未繳規費的申請案？

（If the regulatory fee hasn’t been paid, how USPTO to deal with it?）
（1）未繳規費可否取得申請日？申請案號？

（May the application obtain the filing date and the application number?）
美國專利商標局：不能取得申請日及申請案號。TEAS Plus form與TEAS form不同，以TEAS Plus form申請，須繳納完整之規費，以TEAS form申請，繳納一類之規費即可。

（2）是否通知請申請人補繳規費？或者直接成為無效案？ 

(In this situation, does USPTO inform applicant to repay the fee within the notified period of time? Or the application becomes invalid directly?)

美國專利商標局：USPTO會附理由退回申請。申請人可以補正，如符合取得申請日之要件，以提出補證之日期為申請日。

（3）USPTO是否編列預算支付信用卡之手續費，或由申請人負擔？

（Does USPTO reimburse the charge of payment on line with credit card? Or is it undertaken by applicant?）
美國專利商標局：信用卡之手續費由財政部負擔。

2.申請人及代理人的管理。

（Management of applicant and agent）
（1）商標代理人是否須具有律師資格或其他資格限制？

（What is the qualification of trademark agent?）
美國專利商標局：商標代理人須具有律師資格。

（2）如果代理人有資格限制，USPTO是否會發給證書？

（Does USPTO issue certification to qualified agent?）
美國專利商標局：USPTO不會發給證書。

（3）USPTO是否會提供一組ID number給申請人及代理人？

（Does USPTO provide ID number to applicant/agent?）
美國專利商標局：USPTO不提供ID number給申請人及代理人

（4）如果未提供ID number給申請人代理人，如何確認不同案件為同一申請人

申請？

（How to identify different applications submitted by the same applicant, if applicant and agent have not ID number ?）

美國專利商標局：電腦會依據資料庫之資料比對，通常申請人之資料有變更，申請人會先辦理變更。審查官審查時有疑問，亦會詢問申請人。

（5）申請人/代理人可否線上自行變更申請人/代理人地址？還是一定要送申請書才可變更地址？

（Can applicants/agents change address on line by themselves?）
美國專利商標局：申請人/代理人可以線上自行變更申請人/代理人地址，只要填寫線上變更表格即可。

（6）一個申請案可以有幾個代理人？有無人數限制？還是一個申請人可以有幾個代理人？

（How many agents can be appointed in a single application?）
美國專利商標局：USPTO不干涉申請人指定之代理人數。


（7）同一個申請案有兩個以上申請人，可否兩個申請人各有不同代理人？或者僅能共同代理？

（There are more than two applicant in a single application, may the two applicants appoint different agents?）
美國專利商標局：不可以。

3.書面文件如何轉成文字檔（OCR）？

（How to transform written data into OCR?）
（1）簡述USPTO紙本實物文件數位化（即文件轉成文字檔及圖形檔）的流程。

（The process of written data transforming into images.）
美國專利商標局：由外包人員鍵入資料。

（2）商標申請註冊案件，申請人提供的商業使用證據是否要轉成文字檔？還是存成圖形檔？

（Does the evidence of commercial use transform into OCR or images?）
美國專利商標局：須使用.jpg image files。

（3）商標爭議案件，申請人檢附的證據，是否全部存成圖形檔？還是有部份

會存成文字檔？哪些部份存成文字檔？哪些部份存成圖形檔？

(Does the evidence of controversial case transform into OCR or images?)
美國專利商標局：商標爭議案件由TTAB（Trademark Trial and Appeal Board ）審理，TTAB之系統與商標註冊申請系統是不同的系統，爭議案件之證據之處理應詢問TTAB。

（4）如何確保「紙本申請案資料」與「轉成文字檔的電子資料」一致，具體作法為何？是否找人鍵入二次，再進行比對？

（How to ensure that the written application and its electronic data are identical?）
美國專利商標局：書面申請資料由外包人員鍵入及核對。

4.紙本實物之管理。

（Management of written data）
（1）申請人的紙本實物文件經過數位化（即文件轉成文字檔及圖形檔後），審查官要調原卷，有任何限制嗎？由於USPTO的審查官在家審案，USPTO如何在家收送實物文件？是透過郵政系統或審查人員自行前往辦公室閱卷？

（Is examining attorney restricted to read the original written data? How examining attorney to receive and to deliver the written data?）
美國專利商標局：商標審查已完全電子化，審查官需要查閱之資料亦是在電腦畫面上閱讀。

（2）申請人的紙本實物文件經過數位化（即文件轉成文字檔及圖形檔後），申請人與第三人要調原卷（紙本實物文件），有任何限制嗎？

（Is applicant and third party restricted to read original written data?）
美國專利商標局：商標註冊過程對於公眾完全透明化，任何人在世界任何地方經由網際網路，可以檢視官方商標申請檔案，包括所有商標審查官所做的決定與理由。

5.審查管理機制。

（Mechanism of supervisal examination）
（1）審查官在家審案如何控管？是否需以PKI（電子簽章）進入系統審案？或是以密碼進入即可？是以網際網路的方式進入系統？或每個審查官均有專線與USPTO連線？

（How to govern the examining attorney work at home? Does examining attorney enter into the on line system with PKI? Does every examining attorney has a dedicated line to connect with USPTO?）
美國專利商標局：在家工作審查官與非在家工作審查官工作時間的要求相同，請假方式亦相同。審查官每二週應工作80小時，在家工作審查官每二週應提交一份其自行填列的過去二週工作時間紀錄給主管，原則上該紀錄是被相信的。在家工作審查官均配有完善的設備，包括：電腦、電話、傳真機、印表機、掃描機，透過網際網路與USPTO資料庫連線。

（2）何考核審案品質？是否有考績制度？或是以審案數量作為考核依據？

（How to assess the quality of examination?）
美國專利商標局：商標審查系統（FAST）內建有管理系統，管理者可經由該系統瞭解審查官的案件辦理情形、個案發文內容、檢索案件過程及結案量等管理所需資訊，並憑藉該資訊進行考核。USPTO訂定審查官之工作量與品質考核標準，未達到規定的結案量標準或工作品質，則主管會給予警告甚或將其解僱。

（3）如何分案？人工分案或電子系統自動分案？是否依照尼斯分類的類別分給不同承辦人？一案多類的商標申請案如何分給承辦人？一案多類的案件是否分給同一個承辦人處理？

（How to distribute the application to different examining attorney? By man-made, or by electronic system? Is the application distributed to different examining attorney in accordance with Nice Classification? Is the application covering multiple classes examined by the same examining attorney?）

美國專利商標局：完全利用電子系統分案，審查官需要案件審查，告知系統，系統即會分配案件。目前，USPTO之審查官依據系統分案，不分類別，每一類都可能審到。

（4）是否接受一個案件多個申請人的申請案？此類申請案一年約多少件？

（Is a single application with multiple applicants accepted? If this kind of application is accepted, how many are there in a year?）
美國專利商標局：接受一個案件多個申請人的申請案，根據2005年的統計資料顯示，經由電子送件的申請案中，約有1.7﹪為一個案件多個申請人的申請案，因為該年度美國有將近90﹪的商標申請案件利用電子申請，這個數字是具有代表性的。案件量的詳細數字待查。

（5）一個案件可否主張多個優先權？此類申請案一年約多少件？如果接受一個案件多個優先權，是否要求申請人在申請書將不同優先權的指定使用商品，詳細作不同的條列？

（May multiple priorities be claimed in a single application? If this kind of application is accepted, how many are there in a year?）
美國專利商標局：可以主張多個優先權。詳細數字待查。

6.發文機制。

（Notice mechanism）
（1）電子申請的案件，是否以電子郵件通知後續相關訊息？以電子郵件通知，USPTO是否會先與申請人在申請時，作成電子約定？

（Does the notice be send by e-mail? To notice by e-mail, will the USPTO and applicant make an electronic agreement at the time of application?）
美國專利商標局：以TEAS PLUS FORM申請之案件，須以e-mail通訊，如申請人其後不以e-mail方式通訊，則需改成TEAS FORM申請，並補繳規費。

（2）紙本申請的案件以電子郵件通知後續相關訊息？還是僅以紙本寄送申請人？

（In the case of written application, does the notice be send by e-mail or by written report?）

美國專利商標局：原則上是以紙本郵件寄送，因為申請人不一定有電子郵件地址，如果申請人有電子郵件地址，紙本寄送不到時，會以電子郵件寄送。如果申請人所填寫之聯絡地址，均寄送不到，逾一定期間未回覆，該申請案視為放棄。

（3）如果電子郵件寄送不到，可能是申請人填寫的電子郵件地址錯誤，是否會再以紙本文件寄送一次？

（If the applicant gave a wrong e-mail address, the notice cannot be delivered, will the said notice be sent again by post?）
美國專利商標局：會將e-mail影本以郵件寄送申請人，告知其e-mail address錯誤，如申請人逾期未回覆，該申請案視為放棄。

（4）電子或紙本郵件寄送不到，是否會公示送達？

（If the notice cannot be delivered by e-mail or by post, will it be published to public ?）

美國專利商標局：不會公示送達。申請人申請商標註冊填寫相關資料時，應盡注意之義務，填寫正確之住址、電子郵件地址、電話等聯絡方式，通常不可能所有聯絡方式都聯絡不到，如果使用各種方式都無法聯絡，USPTO已盡聯絡之義務，逾一定期間未回覆，該申請案視為放棄。

7.申請人回函。

（Reply of applicant）
（1）審查人員請求申請人補充修正申請事項，申請人回函可否以電子郵件回函？是否需要填寫固定的申請書格式？或以一般電子郵件即可回函？

（Does applicant can reply the notice requested by examining attorney via e-mail? Does applicant have to use the form provided the USPTO?）
美國專利商標局：以TEAS PLUS FORM申請，須以e-mail回覆，如不以e-mail回覆，則會被改以TEAS FORM申請，並需補繳規費US＄50。

（2）申請人如以一般電子郵件回函，該電子郵件如何送給正確的審查人員？是否以人工分文的方式處理？

（How to deliver the reply e-mail to examining attorney who examine the application?）
美國專利商標局：審查官通知申請人之e-mail會載明審查官之e-mail address與電話號碼，申請人按照e-mail address回覆，即會傳送給該案之審查官。

8.客戶服務。

（Service to client.）
（1）申請人可否詢問對於審查人員所發送的函不明瞭，可否打電話詢問？是詢問一般客服人員或審查人員？

（Does applicant can phone examining attorney or service staff to inquire the explanation of the notice which he does not understand?）
美國專利商標局：審查官通知申請人之e-mail會載明審查官之e-mail address與電話號碼，申請人可以e-mail詢問，或以電話直接向審查官詢問。

（2）不涉及案件，以電話詢問一般性的問題，是交給客服人員處理或另有專人處理？處理時限大約多久？

（The general questions which are nothing to do with application are answered by service staff or specially designated person? How long will take to deal with the question?）
美國專利商標局：設有Custom Call Center，回答問題。Call Center是web-based資訊系統，可讓使用者管理顧客資料，追蹤問題，執行資訊需求，回覆e-mail，提供一致的資訊。資料是用於確認處理情形，追蹤問題的解決，分析根本原因，以及採取行動防止與刪除重複的問題。

（3）以電子郵件詢問案件相關問題，是否交給承辦人員處理？或另有專人處理？

（Who may take care of the inquires, undertaking examining attorney or specially designated person?）
美國專利商標局：設有Custom Call Center，回答問題。Call Center會告知承辦人員之e-mail address與電話。

9.公報。

（Official gazette）
（1）是否發行電子公報？是否發行每日公報？是否還會發行紙本公報？

（Does USPTO issue electronic gazette? Does USPTO issue daily gazette? Does USPTO still issue paper gazette?）
美國專利商標局：電子公報一週發行一次，內容包括商標、官方通知。文字及影像擷取自電子紀錄，並傳送至Government Printing Office印製註冊證。所有出版、公告，包括註冊證，可以用PDF file自網路免費下載。

10.商標收文與專利收文及資料庫。

（Receiving data and database of trademark and patent）
（1）商標申請案與專利申請案紙本收文，可否在同一櫃台收文？

（Are the trademark application and patent application in written form received in the same counter?）
美國專利商標局：商標收文與專利收文是分開的。

（2）商標、專利收文資料進入電子化系統，是否存在同一系統內？或是商標、專利申請案各存在不同系統，且不同資料庫？

（Is the receiving data of trademark and patent saved in the same system?）
美國專利商標局：商標系統與專利系統互不相關，二者之資料分別儲存在不同資料庫。

（3）如果商標、專利各存在不同資料庫，商標、專利均需對外發文，是否以同一發文系統進行發文？或是商、標專利系統各自以不同系統進行發文，完全互不相關？

（If the data of trademark and patent are saved in different data base, is the notification send by the same dispatch system?）
美國專利商標局：因為二者之系統互不相關，所以各自獨立發文。

（4）商標與專利均有相同程序（例如：收文資料鍵入、發文程序），是否會要求商標與專利同一程序，共同作業？或是一開始進入電子系統及加以分開，完全不互相整合？

（The application of trademark and patent have the same procedure, for example, data key-in. Are these procedures combined to operate?）
美國專利商標局：美國專利商標局：一開始進入電子系統及加以分開，完全不互相整合。

11.審查官審查過程資料的儲存方式。

（The save mode of data in the process of examination.）
（1）審查官審查過程中，進入檢索系統檢索的過程，是否存入審查人員審查系統中？

（Is the process of examining attorney entering into operating system saved in examining system?）
美國專利商標局：審查的每一步動作均會存入系統。

（2）審查官審查過程中的審查意見、網路檢索資料、相關案件法律狀態，是否存入審查系統中？以保留審查官的審查經驗，提供後續相關審查人員調閱參考。

（Will the examining attorney’s opinion, searching information from website, and legal status of relative cases be saved in examining system?）
美國專利商標局：審查意見、網路檢索資料、相關案件法律狀態均會存入系統，一般大眾可以透過網際網路查閱申請檔案，以及審查官所做的決定和理由。

12.代理人是否須另外支出費用變更系統設備？為鼓勵線上申請，政府是否有補助？

（Does agent have to pay additional expense to change the systematic equipment? In order to encourage on-line application, is there any subsidy?）
美國專利商標局：代理人只要利用網際網路即可進入USPTO網站，進行線上申請，因此不需變更既有設備。為鼓勵線上申請，申請費用較書面申請便宜。TEAS PLUS FORM一類申請費US＄275，TEAS FORM一類申請費US＄325，書面申請一類US＄375。

肆、心得與建議事項

本次前往美國專利商標局研習其商標制度及拜會三家事務所，光是時差與二十個小時的飛機行程，就已經讓人身心俱疲，但在團員對於可以造訪智慧財產最發達的國家，在其主管機關研習商標制度，並拜訪三家知名之法律事務所，其實內心的興奮已經消除了大半疲勞，加上駐美經濟組孫秘書良輔的熱誠接待，以及美國專利商標局與Reedsmith、Miller＆Chevalier、Bacon＆Thomas等三家律師事務所細心的安排，使得團員可以立即進入狀況，並充分獲取美國商標法制與相關實務案例見解，此外，駐美經濟組組長的熱情招待、美國專利商標局Ari Leifman及Reedsmith律師事務所鄧之欣律師對於課程的安排及參訪的協助，讓身在寒冷異鄉的我們深深感受到溫暖的善意與關懷，在此致上萬分感謝之意。以下謹將這次研習過程中的心得與建議臚列如下：
一、建立完善之線上申請機制

美國完善的線上申請機制，降低了文書轉換為電子檔過程中人為操作可能產生的失誤，減少審查官核對申請內容（尤其是指定商品與服務）的時間，提升了審查官審查品質，並提供民眾一個便利的申請制度，其電子申請機制與相關措施均值我思考學習。例如：1.美國給規費才成案，成案才進入審查，而我國目前作法，欠繳規費須通知補正，俟當事人補繳規費後才進入審查，此種作法造成金錢及人力之浪費；2.美國財力雄厚，可以將所有舊案一律轉為電子案，且可以將紙本申請案轉為電子檔，而我國紙本申請案轉成電子案，需編列龐大預算，每年約需五千萬台幣，舊紙本申請案可能無力轉成電子案，全面提供線上服務可能很難達成；3.美國專利商標資料庫個別建置，因為專利申請案具有機密性，專利申請案從一開始必須層層保護，商標申請案從一開始就採取開放態度，公開給申請人查閱任何消息，而我國商標專利資料庫同一資料庫，卻必須有兩套作法，申請案從收文到資料庫，幾乎採均同一系統，卻有商標專利兩套做法，兩者又必須互相協調，可是商標專利本質有所不同，如何在同一架構下存放資料，恐成嚴重難題4.美國先發展商標電子申請，再發展專利電子申請，從簡單到複雜，而我國同時發展商標專利電子申請，必須同時面對商標專利電子申請所有困難，恐將造成互相牽制而影響成果。5.美國對人性的光明面充滿信心，故可以看出其整個系統的設計對人性充滿了信賴感，只要是律師都可以代理商標案件，不需要什麼ID number，反觀我國則處處以防弊的觀點去設計系統，致降低了系統的方便性及單純性，當然各國民族性不同，而且美國對於律師的道德規範要求極高，相對的也降低了弊端的產生。
二、建立商品認定機制

美國商標局之商品小組，建立Acceptable Identification of Goods and Service Manual，申請人並可請求該小組考慮將其所申請之商品或服務名稱納入該手冊中，商品或服務納入該手冊後，審查官可直接接受該名稱，而不致產生審查官因個人對商品或服務的認定不同，而要求申請人修正名稱，產生相同申請人、相同商品，但於不同個案有不同名稱的困擾，並可節省申請案審查時間。

三、規範界定顏色商標權利之方法
我國於86年引進顏色組合商標，並於施行時製定顏色組合商標及服務標章申請註冊要點，要求申請時商標圖樣應用虛線將實際使用之商品或其包裝、容器態樣表現出來，於適當部分施以所使用顏色。92年修法後施行細則第9條第2項反而改成「得」以虛線呈現實際使用於指定商品或服務之方式、位置或內容態樣，非屬強制要求項目。雖然商標圖樣描述已要求以文字加以敘述，惟若能搭配圖樣指示使用之方式或位置，則於公告時一般第三人較能清楚掌握顏色商標之權利範圍。誠如前述顏色商標使用於不同的商品很難保持其相同之外觀，若於申請時同時要求檢附商標圖樣及商標圖樣描述，則其權利範圍較易清楚界定，並為第三人所了解，故於下次修法時，應於細則明定描繪顏色使用態樣之圖樣為申請時之必要記載事項。除非同時使用於所提供服務之多數相關物體上，且消費者無法同時一目了然，則可例外的只檢附顏色之樣本（將顏色塗於正方形內），並於商標圖樣描述詳細說明其使用於何項相關物體上及如何使用。
四、建物立體商標准予註冊之範圍

立體商標若註冊的客體為建物時，其可准予註冊之範圍為何？因美國採用使用主義，故一般有地標性或紀念性之建物，有可能使用之商品或服務範圍包括鑰匙圈、擺飾品、紙鎮等紀念品、或以該建物作為容器之芳香劑、香水、酒、或提供觀光旅遊景點服務等。亦即仍以建物之外形作為商品本身（鑰匙圈、擺飾品、紙鎮）、或商品的包裝容器（香水瓶、酒瓶）為主。而提供服務的註冊立體商標在美國則以餐廳居多，例如：麥當勞、pizza hot均以其建物外觀獲准註冊為立體商標。若以我國台北101大樓為例，因其屬地標性建物，已成為台灣著名之觀光景點，故台北101大樓造型之鑰匙圈、擺飾品、紙鎮、或台北101大樓造型之香水瓶、酒瓶都有可能成為其生產販售之商品。至於何種服務得為其註冊為立體商標？除提供旅遊觀光景點之服務、辦公大樓出租服務以及shopping mall之服務外，實難以想像，例如以餐廳為例，其多以出租店面之方式租予各種不同的餐廳來經營，而非如麥當勞、圓山大飯店以其建物表示單一主體單一來源之典型商標標示方式，充其量應屬辦公室或店面之出租服務。惟其註冊之初因考量其宣導有加及報章雜誌爭相報導，故具識別性而准予註冊在提供服務之類別極多，惟其尚未實際使用於該等服務上，將來究竟將如何使用？將影響侵權案件之認定，且非傳統商標對於社會大眾仍屬新的概念，消費者是否將台北101大樓造型當作商標來看？似尚有討論空間。且從國外保護建物之立體商標來看，多數核准者多已實際上在市場上使用多時，且鮮少註冊橫跨如此多的服務類別，使用認定上恐滋生不少之疑義，我國似乎超前太多了些，畢竟著名性與識別性不應等同視之，因為建物著名並不等於消費者即視之為商標。
五、酒瓶立體商標之問題

究竟核准單純之酒瓶（其上無任何文字或設計圖）立體商標與聯合式（其上有文字或設計圖）之酒瓶立體商標，其保護範圍有何不同？若核准單純之酒瓶立體商標，而他人以相同的造型結合其他文字，是否構成侵權？原則上似應認定為侵權。因為當主管機關核准單純的酒瓶為立體商標時，即表示當消費者一看到該酒瓶形狀即知其來自特定來源，亦即光酒瓶本身已足以指示商品來源，只有消費者達到如此認知之程度，始可核准單純的酒瓶註冊為立體商標，同樣的思考邏輯，第三人使用相同的酒瓶形狀縱然結合不同的文字，因消費者一看到該酒瓶造型即將與特定來源聯想在一起，自有產生混淆之虞，所以主管機關在核准單純的酒瓶註冊為立體商標時，應更加慎重，因為所給予的權利範圍將最大。我國目前給予單純酒瓶註冊者，占極為少數，大多數已在市場上販售一段期間，且有大量的使用証據，証明已取得後天識別性，故與國際走向尚稱一致。
六、非傳統商標須以立法方式引進

關於氣味、動畫、雷射圖等非傳統商標，就我國現行法制有無引進之可能性？依我國商標法第五條規定，對於商標保護的客體係採列舉規定，亦即以文字、圖形、記號、立體、顏色、聲音及其聯合式，始受我國商標法保護，而氣味、動畫、及雷射圖均非前述列舉項目之一，應非屬可保護之客體。雖然動畫商標各國於申請時或公告時仍以分解動作圖為主，例如：以前述美國汽車開啟車門之動畫商標為例，申請人即檢附四個分解動作圖作為商標圖樣，主管機關公告時亦以該檢附之圖樣公告之。惟就動畫商標而言其所欲尋求保護者，乃其動作或動畫的部分，圖形部分只是在呈現其動作的變化，自與單純之圖形商標有別。而雷射圖商標所欲尋求保護者仍其不同角度之不同圖樣的變化，若其以多個圖形呈現其不同角度的變化，該等變化後之圖形是否即為其商標權利範圍所及，似仍有進一步研究之必要，就美國實務上案例以觀，案例尚不多見，唯一探討雷射圖商標較多之案例，亦持比較保守的看法，因若變化之圖形未加以界定清楚，恐滋生一申請案件同時註冊二以上商標之情形，且就社會交易習慣廠商多傾向以雷射圖作為防反冒之用，消費者亦尚無習慣以其作為商標來看待，似亦較不容易產生識別性。何況就國外保護動畫或雷射圖商標之法制來看，其商標之定義多採列示之規定，亦即開放式之立法方式，只要能區別來源的標誌都可以作為商標，與我國之列舉式的之立法方式截然不同，故我國若欲引進前述非傳統商標，恐須完成商標定義之修法程序較為妥適。

七、夢幻的在家工作計畫

美國在家工作計畫是我國商標審查官心中的「夢幻計畫」，彈性的工作時間及通勤時間、精力的節省，讓在家工作的審查官與在辦公室工作的審查官，有截然不同的生活。當在辦公室工作的審查官趕著送小孩上學然後趕上班時，在家工作的審查官正在與家人共進早餐，他們送小孩上學後可以先處理家務，然後好整以暇地連結商標局資料庫，開始一天的工作；下午在家工作的審查官可以接小孩放學，和孩子聊一聊當天發生的事，而在辦公室工作的審查官得用電話確認孩子是否安全回到家，甚至還得擔心孩子下課後流連於網咖；當在辦公室工作的審查官在下班車陣中衝鋒陷陣時，在家工作審查官有充裕的時間準備晚餐，飯後，在家工作的審查官可以利用孩子做功課、讀書或就寢後的時間繼續商標審查的工作，而在辦公室工作的審查官經過一天的工作再加上通勤的折騰，早已精疲力竭，拖著疲憊的身軀處理家務，催促孩子做功課、洗澡、就寢，就這樣過了一天。而在家工作所具有的彈性工作地點的優點，更可讓隻身在台北賃屋而居，與家人分隔兩地的審查官，不需老是踟躕於家庭與工作的取捨或轉換工作的煎熬。在家工作，讓審查官有更好的生活品質，從而提高工作效率，是一種人性化的工作方式，且可同時兼顧工作目標的達成，美國所施行的在家工作計畫是非常值得我們參考的，希望本局在成功地推動商標註冊線上申請後，能運用先進的資訊技術及技術支援服務，並搭配績效管理、旅館計畫等在家工作配套措施，推動在家工作計畫，讓審查官心中的夢幻計畫能美夢成真。

伍、附錄
附錄一：赴美研習議題及課程

Trademark Training Program for Guests from Taiwan

Monday, November 14, 2005

9:00 -10:00
Introduction to the Structure of the Trademark  Examining Operation

Michael Baird, Senior Attorney

10:00-11:00
Introduction to, and Demo of, the Trademark Electronic Examination System (TEAS)


Craig Morris, Project Manager, TEAS

11:00 -11:15
Break

11:15-12:15
Likelihood of Confusion


Hope Slonim, Senior Staff Attorney

12:15 -1:30 
Lunch Break

1:30-2:30
Dilution in Proceedings Before the Trademark Trial and Appeal Board


Judge James Walsh, Trademark Trial and Appeal Board

2:30-2:45
Break

2:45-3:45
Descriptiveness

Thomas Shaw, Managing Attorney

3:45-4:15
Surnames

Loretta Beck, Senior Attorney






Tuesday, November 15, 2005

9:00-10:00
Examination of Color, Sound and other “Non-traditional” Trademarks


Teresa Rupp, Senior Attorney

10:00-11:00

  The Trademark Work at Home Program

Meryl Hershkowitz, Managing Attorney

11:00-11:15
Break

11:15-12:15
The Trademark Petition Process


Ari Leifman, Attorney-Advisor

12:15-1:30
Lunch

1:30-2:30
Classification and Identification in General, and of Newly Developed Goods and Services 
Jessie Marshall, Administrator for Classification

2:30-2:45
Break

2:45-3:45
Topic to be determined


Ari Leifman, Attorney Advisor

3:45-4:45
Roundtable Discussion: Comparison of U.S. and Taiwan Examination Practice 


Ari Leifman, Attorney Advisor

附錄二：美國商標專利局研習資料
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device (or any combination
thereof) used to identify and
distinguish goods or services
and to indicate their source




[image: image3.jpg]Types of Trademarks

« Word Marks KODAK

« Design Marks

« Composite Marks containing
both words and design

)

McDonald's




[image: image4.jpg]Unusual Trademarks

« Shape:
« Color:

« Sound:

« Scent:

+ Motion:

Bottle shape for soda pop
Pink color for insulation o

Three chimes sound for television
broadcasting services

Plumeria flower blossom
scent for sewing thread

Flying Pegasus for movie studios

hi o+





[image: image5.jpg]Types of Trademark Protection

+ Common Law
« protection derived from use
« State Registration
« registered with one or more U.S.
states
« Federal Registration

« registered in the United States
Patent and Trademark Office





[image: image6.jpg]Statutory Authority

L T e e——

« The Federal Trademark Registration Act of 1946, known
as the Lanham Act (or Trademark Act) provides the
statutory framework for federal examination and
registration of trademarks




[image: image7.jpg]Organization
T e e —— e

Commissioner for Trademarks
Lynn Beresford

Deputy Commissioner ‘ N

Deputy Comm
ffor Trademark Examination Policy|
Sharon Marsh

sioner

for Trademark Operations
Deborah Coln

+ 4 o =
L, | Petitions Office
Law Offices . |Assistance Center|
15 Law Offices | | 1rademark —
Each with Services —| Post Registration
25 examining tractors . 5
attorneys {ceneaciors) = Legal & Policy
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[image: image8.jpg]Trademark Office Mission
T e e  —— e .

« Our mission is to register trademarks

« The Trademark Act provides that “no trademark shall
be refused registration on the Principal Register
unless...”




[image: image9.jpg]Why Register?

I e
A Federal Registration Provides:

* Notice to others of marks in use in commerce
in the United States

o Access to the federal courts

e Presumption of validity



[image: image10.jpg]Additional Benefits

L T e e——
A Federal Registration Also Provides:

e Access to anti-counterfeiting statutes

 Basis for foreign filing (pursuant to Paris
Convention or Madrid Protocol)



[image: image11.jpg]The Registration Process

(filed via TEAS
or paper)




[image: image12.jpg]The Registration Process, continued

.



[image: image13.jpg]Common Grounds for Refusal

Section 2(d): Likelihood of Confusion
Section 2(e)(1): Merely Descriptive
Sections 2(e)(2) and 2(e)(3): Geographic

Section 2(e)(4): Surname

.



[image: image14.jpg]The Registration Process, continued




[image: image15.jpg]The Registration Process, continued

Amendment by Applicant?

i

xamining Attorney
examines for

compliance with L
statutes and rules




[image: image16.jpg]The Registration Process, continued




[image: image17.jpg]The Registration Process, continued

Amendment by Applicant?
A epmble?

xamining Attorney
examines for
compliance with
statutes and rules

Appeal to
TTAB?




[image: image18.jpg]The Registration Process, continued

[Hearing at|

TTAB




[image: image19.jpg]The Registration Process, continued
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[image: image20.jpg]The Registration Process, continued

Publication)|

in

Official Gazette m
(30 day opposition

period)

Intent to use? t
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Examining
Attorney
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· Likelihood of Confusion

· [image: image22.jpg]Likelihood of Confusion

Section 2(d) of the Trademark Act
15 U.S.C. §1052(d)

Presented by Hope Slonim
Office of Trademark Quality Review

United States Patent and Trademark Office
November 2005

®



[image: image23.jpg]at is “likelihood of confu

®

4 Likelihood of confusion is a statutory refusal given to a
trademark applicant

4 The rationale for the refusal is that the applicant’s mark
so closely resembles another trademark that is already
registered that it would likely cause confusion in the
marketplace




[image: image24.jpg]Search of Office records

4 First step in examination — The Examining Attorney
conducts a “search” of Office records

- Examining Attorney searches existing registrations
and prior-filed applicatio

- Only the USPTO database

- State registrations, non-registered marks are not
within the scope of the USPTO Examining
Attorney action.

searched

4 The Examining Attorney may refuse registration if a
conflicting registration/pending application is found

®




[image: image25.jpg]Section 2(d) of the Lanham Act

®

“No trademark . . . shall be refused registration . . . unless
it. .. soresembles a mark registered in the Patent and
Trademark Office . . . as to be likely, when used on or in
connection with the goods [or services] of the applicant to
cause confision, orto cause mistake, orto deceive. ..”
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Section 2(d) of the Lanham Act

‘When deciding likelihood of confusion under Section
2(d), the USPTO carefully considers the following:

1) the trademarks (“the marks”) under consideration
i.e, the applicant’s trademark compared to the registrant’s
trademark.

2) the goods or services that they each identify

3) the overall “commercial impression” created by the
respective trademarks




[image: image27.jpg]e Section 2(d) Ques!

®

4 In comparing the respective trademarks, and the
goods/services on which they are used, would consumers
likely be confused? Would consumers believe
mistakenly that the goods or services come from the
same provider, the same source?




[image: image28.jpg]The Section 2(d) Test

@ The test is whether there is a
likeliltood of confusion,
not whether there is the
possibility of confusion
or actual confusion

4 Two parts:
ks

2. Compare the goods and/or

services

1. Compare the ma




[image: image29.jpg]omparing the Marks: Same

4 Are the marks identical?
® SPRINGTIME vs. SPRINGTIME

4 If the marks are not identical, are they similar?

® Do they have the same sound, appearance or
meaning?
— SPRINGTIME vs. SPRING TYME (or SPRING THYME)
— GARAFOLA vs. GARUFOLE
— COMMCASH vs. COMMUNICASH
— GAS CITY vs. GAS TOWN

®




[image: image30.jpg]Comparing the Goods/Services: Closel
Related

®

Once it is determined that the respective marks are the same
or similar, the Office must consider the relationship between
the goods/services to determine whether a likelihood of
confusion exists.
® Are the goods/and or services identical?
o If the goods and/or services are not identical, are they
closely related?




[image: image31.jpg]Comparing the Goods/Services: Closely

Related

Goods/Services may be “closely related” for purposes of
likelihood of confusion if they are:

Similar types of goods and/or services
RESTAURANTS vs. BARS
RADIO BROADCASTING vs. WEBCASTING
Used together
PAPER vs. PENS
PHOTOCOPYING vs. FACSIMILE TRANSMISSION
Marketed together through the same channels of trade

TENNIS RACQUETS vs. TENNIS SHOES
CLOTHING ITEMS AND RETAIL CLOTHING STORES

®

10



[image: image32.jpg]omp: g the Goods/Services: Evidence

4 When issuing a Section 2(d) refusal based on likelihood
of confusion, the Examining Attorney must provide
evidence that the goods/services at issue are related.

+ Sources for Evidence:

® Product Catalogs and Advertisements
® Prior Federal Registrations

# Decisions of the Trademark Trial and Appeal Board,
the Federal Courts

® The applicant’s and/or registrant’s website
® The specimens of record

®

1



[image: image33.jpg]omp: g the Goods/Services

4 Look only at the goods and/or services as identified in
the application and the prior registration or prior
pending application.




[image: image34.jpg]Recent Cases

¢ STRATEGYN vs. STRATEGEN

® goods: computer software for business strategy plans vs.
computer software for marketing and sales management

o Likelihood of confusion exists

4 SPRAYZON vs. SPRAY-ON

® Goods: industrial cleaners and degreasers vs. cleaner for floors
and woodwork

o Likelihood of confusion exits

¢ LITTLE PLUMBER vs. LITTLE PLUMBER

® Goods/Services: liquid drain opener vs. advertising services
related to plumbing

@ No likelihood of confusion

®

13



[image: image35.jpg]4 LASERSWING vs. LASER
® Goods: golf clubs vs. golf balls and golf clubs
® Likelihood of confusion exists

¢ COUNTRY ROCK CAFE vs. HARD ROCK CAFE
® Goods/Services: Clothing vs. restaurants and clothing
® Likelihood of confusion exists
4 EL SOL vs. SUN
® Goods: clothing vs. footwear
® Likelihood of confusion exists

®

14



[image: image36.jpg]A Balancing Test

¢ The more similar ¢ The less similar the
the marks, the less marks, the more
related the goods related the goods

and/or services need
to be to find a
likelihood of
confusion.

and/or services
need to be to find a
likelihood of
confusion.

135



[image: image37.jpg]Other Factors

n

2)

3)

4)

®

The Office considers a variety of other factors when
deciding whether a likelihood of confusion exists.

Presence of design elements

Dilution of registered mark
‘Weakness/descriptiveness of registered mark
Consent Agreements

Foreign Equivalents

16



[image: image38.jpg]Doctrine of Foreign Equivalents

®

4 A foreign word (from a language familiar to an appreciable segment
of American consumers) and the English equivalent may be held to
be confusingly similar

4 Not an absolute rule, but merely a guideline. Would the ordinary
American purchaser stop and translate the foreign word into its
English equivalent?

® BUENOS DIAS (for soap) and GOOD MORNING (for shaving
cream)

® REPECHAGE and SECOND CHANCE (both for skin care
products)

4 Generally does not apply to dead or obscure languages, such as
Latin




[image: image39.jpg]4 Do the respective marks, as applied to the identified
goods and/or services, appear to indicate the same
source or suggest a connection as to the same source?

® Would consumers be likely to mistakenly believe that the
goods or services come from the same source?

®

13



[image: image40.jpg]nal ghts

4 Think about the average purchaser in the marketplace

4 Any doubt is resolved in favor of the registrant.

®

19




· Section 2(e)(1) Descriptive Refusals
[image: image41.jpg]Section 2(e)(1) Descriptive Refusals

B ===
Core Concepts

TEALE Classroom Training
United States Patent and Trademark Office



[image: image42.jpg]Purpose & Objectives

e e
« Purpose: . Objective§:

+ Review Section + You will be able to:

2(e)(1) of the Lanham « determine if a mark is
Act distinctive
(suggestive, arbitrary or
coined/fanciful)
« determine if a mark is
non-distinctive
(merely descriptive,
misdescriptive or
generic)




[image: image43.jpg]Section 2(e)(1) of the Lanham Act

“No trademark by which the goods of
the applicant may be distinguished from the
goods of others shall be refused registration
on the principal register . . . unless it . . .
consists of a mark which, when used on or
in connection with the goods of the applicant
is merely descriptive or deceptively
misdescriptive of them. . .”




[image: image44.jpg]Rationale for the Refusal
T e e  —— e .

« Competitors may need to have free access to descriptive
terms to present or promote their goods/services




[image: image45.jpg]The Continuum




[image: image46.jpg]Coined/Fanciful

COINED/ FANCIFUL terms are

+ made-up words without meaning other than as a
trademark

« created for sole purpose of identifying a source
Examples:  CLOROX for bleach
KODAK for film

i =
A AE




[image: image47.jpg]Arbitrary

« ARBITRARY terms are

« in general use with a commonly understood meaning
which does not suggest or describe the
goods/services

Examples:  APPLE for computers

CAMEL for cigarettes

o




[image: image48.jpg]Suggestive

« SUGGESTIVE terms

« give a hint as to something about the goods/services
but require imagination or multi-step reasoning to
determine their nature

Examples: EVEREADY for batteries
SHARPWRITER for pens

T4
=P N




[image: image49.jpg]Merely Descriptive

+ MERELY DESCRIPTIVE terms

« immediately describe something about the
goods/services

Example: STRONG for paper towels



[image: image50.jpg]The Merely Descriptive Test
L T e e——
« A proposed mark is . Purpose

merely descriptive if it . Characteristic
describes any significant

aspect of the » Quality

goods/services - Use/Users
- Ingredient
- Function

- Feature



[image: image51.jpg]Generic
B ===

« GENERIC terms
< relate to the nature or characteristic of a whole group
or category of goods/services
« are incapable of denoting origin in any one party and
are not trademarks

Examples:  INTERACTIVE for toys
STEREO for audio-video equipment




[image: image52.jpg]The Deceptively Misdescriptive Test

(1)  Does the mark immediately misdescribe some
aspect of the goods?

(2)  are consumers likely to believe the misdescription?

« The misdescription must be plausible, but false. If not
plausible, the mark is arbitrary. If not false, the mark is
descriptive.

+ Examples: WOODEN for plastic furniture
- WOODEN for soft drinks




[image: image53.jpg]Laudatory Terms

B R
« Attribute quality to or claim excellence for
goods/services and are equivalent to merely
descriptive terms

« Example: BEST



[image: image54.jpg]Foreign Equivalents
L T e e——

« Foreign equivalents of English words are just as
descriptive (or deceptively misdescriptive or
generic) as English words themselves

Example: BLANCO (white) for bread

* The test is whether the word would have
a descriptive connotation for American
consumers familiar with the foreign
language



[image: image55.jpg]Additional Descriptiveness Considerations

« Terms not found in a dictionary may still be )
descriptive, misdescriptive or generic
Example: BREADSPREAD for jam
« Terms that are slight misspellings of descriptive words
are still considered descriptive, misdescriptive or
generic
Example: C-THRU for transparent
drafting aids
« Terms with multiple meanings in other contexts are
still refused if any one meaning is descriptive,
misdescriptive or generic
Example: CAPS for baseball caps

L&





· Section 2(e)(4) Surname Refusals
[image: image56.jpg]Section 2(e)(4) Surname Refusals

!0[’8 ZOHCEP!S

Presented by Loretta Beck
Senior Attorney, Law Office 102



[image: image57.jpg]Purpose & Objectives

« Purpose: « Objectives:
+ Review Section = You will be able to:
2(e)(4) of the « determine if a
Lanham Act proposed

trademark is
primarily merely a

7 surname



[image: image58.jpg]Section 2(e)(4) of the Lanham Act
T e e —— e .

“No trademark ... shall be refused registration ... unless it
...consists of a mark which ... is primarily merely a
surname.”




[image: image59.jpg]The Section 2(e)(4) Question
T e e e——

« If a proposed trademark is a term that could be a
surname (last name), consider:

« What is the primary significance to the American
purchasing public?

« Must be the exact spelling and in use in the
United States



[image: image60.jpg]Factors for Determining Registrability

« More likely to refuse «  Less likely to refuse if:

« Mark has the look and feel, + Mark does not have the look
i.e., structure and and feel of a surname
pronunciation, of a surname + Mark is not the surname of

« Mark is the surname of anyone connected with
someone connected with applicant
applicant + Mark has recognized meaning

« Mark has no other other than as a surname

recognized meaning than as

a surname 4

~ The rarity of the surname " o

should also be considered Q?}

>



[image: image61.jpg]A Note About Numbers

« The number of people in the United States with a
particular surname can be found on Phonedisc USA.

« Supporting evidence can be found through other
online sources such as switchboard.com and
onelook.com

« No particular number of hits is required or determinative
as to whether a given mark is primarily merely a
surname because the number of hits must be balanced
against the other factors





· UNUSUAL TYPE OF MARKS
[image: image62.jpg]UNUSUALTYPE OF MARKS

Ll “

Presented by: Terry Rupp
Senior Attorney , Law office 106
November 2005



[image: image63.jpg]"m COLOR MARKS

| < Colormarks consist solely of color-no
words or designs are claimed

4 The drawing shows the colorasitis
applieditothe goods or'services

5 The description of the mark descrilies the
color or colors claimed and how they are
userd on the gootls or SErvices



[image: image64.jpg]ELEEEREE

GOLOR ON VEHICLES USED IN
GCONDUCTING THE SERVICES




[image: image65.jpg]ELEEEREE

DESCRIPTION: The mark consists of the color
PINK applied to the entire surface of the vehicles
used in performing the services. The matter shown
in broken lines serves to show positioning of the
mark and is not a part of the mark.

SERVICES: Amanging excursions for tourists,
arranging travel tours, conducting sightseeing tours for
others, tour guide services, off-road adventure
sightseeing tours, providing information on travel tours
and tourist agency services. (Serial No. 76601210)



[image: image66.jpg]GOLORK ON CONTAINERS

The mark consists
of the color purple
as applied to the
bottle containing the
goods.

GOODS: Shower,
tub and tile cleaners

Reg. No. 2990778

CLLEEERE




[image: image67.jpg]COLOR ON THE GOODS

& The mark consistsiof the color
green as :ippliéd 10 a portion of
the poods consisting of the
cylindrical forward end mass.

& The dotted outlme of the goods
18 intended to show the position
of the mark and is not a part of
the mark

IHand held veterinary chiropractic adjusting instrument

ELEEEREE



[image: image68.jpg]D

s SPECIMENS FOR COLOR MARKS

B
s & Bulky specimensiare not accen( aaaaa

are ac"c llllllll



[image: image69.jpg]‘ Kl SOUND MARKS
2 )



[image: image70.jpg]This is a registered sound mark

fReg. No: 2210506 is a sound mark for ‘toy/
actionifigures’, The descriptioniofithe mark
states that the mark Is the “famous Tarzan yell’.
The description goes on to describe the sound in
detail



[image: image71.jpg]Another registered sound mark

& In Reg.No. 2308503 the services are
identified as “conducting sightseeimng
ﬂﬂﬂﬂﬂ

5 NO DRAWING - SENSORY MARK

ELEEEEE

& The mark comprises the sountl ofa human
voice making quacking noises like a duck. Y



[image: image72.jpg]D

s SPECIMENS FOR SOUND MARKS

.I
< Anappl for:a sound mark should

contains the sound anda reference tothe



[image: image73.jpg]ssoruanes

& A scentorfragrance may be registered if it
toes not serve a functionasapplied tothe
goots or’services

5 The specimens for a scent mark are usually
the scented productitselr.

¢ There is no drawing ofthe mark

12



[image: image74.jpg]ELEEEREE

EXAMPLE OF A SCENT MARK

£ The mark consists of the grape scent of the
gootls

& The goods are “lubricants ant motor fuels
for landvehicles, aircralt and watercralt”.

< Rey.No. 2568512



[image: image75.jpg]2 2

MOTION MARKS

& AN APPLICANT MAY GLAIM MOTIONAS A
FEATURE OF ITS MARK

& THEDRAWING SHOULD'SHOW THE DESIGNOR
WORDS THAT MOVE

&) THE DESCRIPTION OF THE MARK MUST!
DESCRIBE THE TYPE OF MOTION

14

ELEEEREE



[image: image76.jpg]EXAMPLES OF MOTION MARKS




[image: image77.jpg]Description of the mark

< The mark consists of the unifue motion in
which the door of avehicle is opened. The
tdoors move parallel tothe body of the
vehicle but are gradually raised abiove the
vehicle to a parallel position.

< Red.No.2793439

ELEEEREE



[image: image78.jpg]REGISTRATION NO. 1339596

¢ The mark consists of an animatet
Serfuence of astar inmotion, the end/of
whichiis shown in the drawing

17



[image: image79.jpg]¢ The shape of acontainet for the goous

4)The tesign of a building

¢ The Iayout of the building interior:

18



[image: image80.jpg]CONFIGURATION OF THE GOODS

g The trademark consists of
the configuration of a
conically-shaped candy
piece approximately 7/8 of
an inch high as measured
from the base to the
pinnacle and 15/16 of an
inch in diameter as
measured at the base of the
candy piece

Reg. No 1986822 4 Goods: Candy .




[image: image81.jpg]CONFIGURATION OF ABOTTLE

£ The mark consists of
the three dimensional

configuration of the
hottie

4 Reg: No. 1057884




[image: image82.jpg]%\ CONFIGURATION OF A BUILDING

Restaurantservices

A

& The mark consists of a
three dimensional building
desipgn in the shape of an
ice cream cone with three
service windowsiin the
cone portion of the
building and a soft serve
ice cream swirl on top
comprising the roof of the

Serial No.78113982 building design

2

& A A A AN A

A JA S JA A



[image: image83.jpg]INTERIOR OF A BUILDING

4 .The mark comprisesajthree-
imensionalidesion located in
theinterior space inwhichthe:
servicesare provided; namely,
athree-dimensional design of
toanstool-shaped siructures
forming aninterconnected
canopy overarestaurantand
hararea

4 SERVICES: restaurantandhar
Seruices

Reg. No. 2694170 2



[image: image84.jpg]¢ The matterpresented musthe non-
functional as applieditothe goos or
services.

< Forexample, the: scent of a perfume, the
coloryellow foremergency phones, or the
common shape of a product cannotbe
registered.

ELEEEREE



[image: image85.jpg]Matter must serve as a
trademark for the goous

£ Matterthatis not functional can be
registered under Section 21f] or'onthe
supplemental Register

< The applicant must submit actual evidence
10 SUppoM its claim that the matter should
he registered under Section 211,

ELEEEREE

2



[image: image86.jpg]TO SUPPORT A 2(f) CLAIM

5 Usethe proposed mark for a significant
amount oftime

5 Promote the mark in aduvertisements

< Show thatthe purchasing public
recognizes the matterasa tratdemark

ELEEEREE



[image: image87.jpg]FOR MORE INFORMATION ...

¢ 0n color marks - TMEP Section1202.05
¢ Omsound marks - TMEP Section 1202.15
< 0n'scent marks - TMEP Section 120213

¢ Ontrade dress - TMEP Section 1202.02

ELEEEREE



[image: image88.jpg]THANKS FOR COMING...

51 hope you have enjoyed this brief,
presentation on unusualitypes of marks

5 To accessthe Trademark Manual of
Examining Proceture (TMEP) visit our
website at  www.uspto.gov

ELLEEEE




· TELECOMMUTING AT THE UNITED STATES PATENT AND TRADEMARK OFFICE

[image: image89.jpg]¥ TELECOMMUTING AT THE
i1 UNITED STATES PATENT
»2 AND TRADEMARK OFFICE




[image: image90.jpg](® | Trademark Examining Operation

~ ¢ Trademark Examining
~  Attomeys examine
trademark applications
for procedural and
substantive legal
requirements so that
marks may be
properly registered.




[image: image91.jpg]TW@H
Trademark Work At Home

; ¢ 190 Trademark Examining Attorneys (more
. than 50% of unit of 350)

. ¢ Work at home most of the time—regularly
report once per week to work at the Office

+ Hotel when at the Office
¢ Work completely electronically




[image: image92.jpg]Benefits of Telecommuting

- > ¢ To the Office

— Costs of space
— Increase space
— Productivity
— Morale

— Retention

+ To the Community
- Cleaner air
- Reduced traffic

- Saves energy
- Volunteers

+ To the Employee

Commuting costs: gas,
parking, train fare

Savings-clothes, lunches
Time for family
Time for Community

More flexibility to work at
peak productivity times



[image: image93.jpg]. Elements of a Successful

Telecommuting Program
at the USPTO




[image: image94.jpg]" Elements of Success

— ¢ Pilots and Training

. ¢ Measurable Performance Standards

¢ Clear Expectations for Customer Service
| ¢ Complete Office Environment

¢ Technical Support

¢ Space Saving Plan

¢ Labor-Management Partnership



[image: image95.jpg]- Measurable Performance
- Standards

¢ Objective productivity standards easily
measurable without the need for direct observation

¢ Selection for program requires independence and
FS performance now and in the past

¢ Quality standards equal to those of in-Office
employees

¢ Managers review work of telecommuters on a
regular basis




[image: image96.jpg]| Customer Service Expectations

+ Tailored to providing
highest level of service to
external customers

+ Telecommuters have
specific guidelines and
responsibilities for
customer responsiveness:
deadlines, return of phone
calls and e-mails

+ Must pay attention to
internal customer service
also




[image: image97.jpg]Complete Office Environment

i ¢ Real-time searching and
research of live Office
databases

.| # Identical access to in-
Office applications

+ Provide all equipment:
computer, phone (desk top

messaging),
fax/printer/scanner

+ Requirement for
broadband access




[image: image98.jpg]The Technology

= ¢ Broadband connection using a VPN to a
virtual session on a Citrix Metaframe server

to access all applications both custom and
off the shelf

¢ Windows XP—Personal Firewall and
Antivirus software

¢ Redundancy using direct dial

¢ Roaming Profiles allow flexibility to work
at home or in the office




[image: image99.jpg]


[image: image100.jpg]Technical Support

= o Written service level agreement with the
Office of Information Technology provides
predictability of service and support

¢ Helpdesk available during all work hours

+ Established time frames for home repair
visits, if necessary (laptops eliminate home
visits)

¢ Requirement that employees report to office
if equipment is down




[image: image101.jpg]Hoteling

o Maximum office sharing from a
pool of available offices

— Minimum amount of in-Office
fime per weck

~ Electronic cxamination and
paperless office

¢ On-line graphical interface
reservation system

+ Virtual Phones and Roaming
Profiles

o Retention of employees who
live greater distances from
central office

o Cost and Space savings to the
Office




[image: image102.jpg]Labor-Management Partnership

: ¢ Employee input and involvement in developing program
very significant in a Union environment

+ Labor-management team is responsible for administrative
guidelines and oversight of program

+ Guidelines are very specific about eligibility, termination
from the program, expectations

+ Reduces grievances, loss of time for bargaining




[image: image103.jpg]TW@H--Summary

-190 attorneys participating in hoteling (more than 50% of unit)
~Work at home majority of work time

-Office provides hardware and software

~Desktop the same at home as at work

~Work at home attorneys hotel, sharing office space and equipment
~Performance Standards are measured; the same as in office
~Evaluations have shown increased productivity, morale
~Customer surveys indicate no change in quality or service
~Specific Guidance with clear expectations

-Developed in cooperation with union



[image: image104.jpg]| Thank you for listening!

+ Meryl Hershkowitz
+ Managing Attorney, Law Office 116
+ meryl hershkowitz@uspto. gov





· Trademark Petition Practice at the USPTO
[image: image105.jpg]Trademark Petition Practice at
the USPTO

Ari Leifman
ttorney Advisor

Office of International Relations




[image: image106.jpg]~y Petitions Defined

* What is a “petition,” as the term is used in the
trademark context at the USPTO?

— Not an application for registration, but a
request by an applicant, a registrant, or a
party to a proceeding at the Trademark
Trial and Appeal Board, that the Director of

the USPTO grant the petitioner relief.



[image: image107.jpg]~: Review of Petitions

« Petitions are not reviewed by examining
attorneys, but by attorneys and paralegals in
the petitions office of the Trademark
Operation.



[image: image108.jpg]Relief Typically Sought via

Petition

+ Requests Typically Made in Petitions:
— Revive abandoned trademark applications;

— Reverse actions taken by examining attorneys,
post-registration examiners, the Board, and
examiners in the Madrid unit of the USPTO;

— Accord “special” or expedited treatment to a
trademark application;

— Deem that a trademark application was filed on a
particular date; and

— Return an application to an examining attorney, for
further review.



[image: image109.jpg]Petitions to Revive Abandoned

/ Applications

« Application Abandons for Failure to answer
an Office Action issued to the applicant by the
examining attorney.

— A response must be submitted within six
months of the day the Office Action was
mailed; otherwise the application is
abandoned.

— If the application is abandoned under these
circumstances, a petition to revive the
application may be submitted.



[image: image110.jpg]Petitions to Revive Abandoned

Applications

« The petition to revive will be granted, and the
application will be revived, if:

— The petition is filed within two months of the date
the application was abandoned, or (in certain
circumstances) two months from the date the
applicant /earned of the abandonment;

— The applicant, in the petition, confirms that it did
not intend to abandon the application;
— The petition includes the petition fee; and

— The petition includes either a response to the
outstanding Office action, or a statement that the
Office action was never received.



[image: image111.jpg]Petitions to Revive Abandoned

Applications

+ Applicants can meet these requirements fairly easily.

+ The USPTO, for its part, likewise can determine,
easily, whether or not the requirements were met.

« In fact, if the petition to revive is filed electronically via
TEAS, the USPTO systems determine whether the
requirements were met.

— The review and decision regarding the petition is

entirely automated if the petition to revive is filed
via TEAS.



[image: image112.jpg]Petitions to Revive Abandoned

Applications

« Application abandons not because the applicant
didn’t respond to an Office action, but because
applicant failed to respond to a Notice of Allowance.

— In an Intent to Use application, once a Notice of
Allowance is issued, the applicant must, within six
months, submit a Statement of Use or a Request
for Extension of Time to File a Statement of Use.

+ Requirements similar to those that apply in other
petitions to revive.



[image: image113.jpg]Petitions to Review an Interlocutory Decision of

the Trademark Trial and Appeal Board

+ Parties may request, via petition, that the
Director of the USPTO reverse certain Board
decisions.

* Whereas the review of petitions to revive
applications is a fairly mechanical process,
the review of petitions to review interlocutory
board decisions requires legal analysis.



[image: image114.jpg]Petitions to Review an Interlocutory Decision of

he Trademark Trial and Appeal Board

« Only a very limited category of board
decisions can be challenged via a petition:

« The question presented in the petition cannot
be one that is central to the matter before the
board;

« The Board decision in question cannot be a

final one, only a secondary or interlocutory
decision;

+ The decision must involve rules of practice that
were promulgated by the Director. (Rules in
the Code of Federal Regulations).
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[image: image115.jpg]Petitions to Review an Interlocutory Decision of

he Trademark Trial and Appeal Board

+ Some examples of Board decisions that may be
challenged in a petition:

— Decisions to deny a party additional time within
which to oppose the issuance of a registration;

— Decisions regarding requests to extend the period
within which parties to a board proceeding can
conduct discovery;

— Decisions regarding the adequacy of parties’
responses to discovery requests; and

— Decisions to deny or grant a request regarding the
timing for submitting papers in connection with a
Board proceeding.
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[image: image116.jpg]Petitions to Review an Interlocutory Decision of

the Trademark Trial and Appeal Board

« Some examples of Board decisions that may
not be challenged in a petition:

— Substantive decisions regarding appeals of
an examining attorney’s decision. (For
example, that a mark is descriptive); and

— Substantive decisions regarding motions
for summary judgment.

12



[image: image117.jpg]Petitions to Review Decisions

By Examining Attorneys

+ As with petitions to review decisions by the Board,
only a /imited range of decisions by examining
attorneys may be challenged via a petition.

« Decisions by Examining Attorneys that cannot be the
subject of a petition:

— Any substantive decisions, such as findings that a
mark is descriptive, or confusingly similar to
another mark, or that a mark is a surname.

+ These decisions can be reviewed by the Board, if the
applicant files an appeal.

13



[image: image118.jpg]Petitions to Review Decisions

'By Examining Attorneys

+ Examples of Decisions by Examining Attorneys that
can be the subject of a petition:

— Decisions that a response to an office action was
incomplete and that the application should be
abandoned;

— Decisions that action on a particular application
must be suspended; and

— Decisions that an identification of goods or a
recitation of services in a trademark application
should be rejected.

14



[image: image119.jpg]Petitions to Review Post-Registration

Decisions

+ Unlike decisions rendered by the Board and
examining attorneys, substantive decisions issued by
the Post-Registration section of Trademarks can be
the subjects of petitions.

+ Examples of decisions that may be reviewed on
petition:

— A decision denying a request to amend the
trademark in the registration; and

— A decision that a party who filed a Declaration of
Use was not the owner of the registration.
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[image: image120.jpg]Petitions to Waive a Rule

+ The Trademark Rules of Practice allow a party to
request that the Director waive a particular rule. (37
C.F.R. Section 2.146 (a)(5)).

« Conditions Required for Waiving a Rule:
— The situation presented must be extraordinary;

— The requirement to be waived must not be
statutory in nature but must be a requirement that
stems from the rules themselves; and

— No other party may be harmed by the waiver.

18



[image: image121.jpg]~y Petitions to Waive a Rule

— Example: A party who neglected to respond to a
communication from the Post-Registration Section
might ask that the Director waive the requirement for
responding within six months of the day the
communication was issued.

17



[image: image122.jpg]Petitions to Waive a Rule

+ Some circumstances that might be considered
extraordinary:

— Natural disasters; and

— In certain instances, a failure to receive official
documents from the USPTO.

« Circumstances that could have been avoided and
that therefore are typically are not thought to be
extraordinary:

— Docketing errors;

— Inadvertent misidentification of serial numbers;
and

— Typographical errors.

18



[image: image123.jpg]Petitions Regarding Application

'Filing Dates

+ The USPTO may find that a trademark application
cannot be accepted for review, and therefore cannot
be accorded a filing date.

« Parties may submit a petition requesting that the
Director find that:

— The USPTO erred when it found that an

application should not have been accepted for
review; and

— The Director should deem that the application was
filed on the day it was first submitted.

18



[image: image124.jpg]Petitions to Reinstate Cancelled

Registrations

« Just as parties may submit petitions requesting that
the Director find that an application for registration
should have been accepted for review, parties can
likewise submit petitions requesting that a registration
that was cancelled should be reinstated.

— Such petitions cannot be granted if the
cancellation resulted from a failure to file a
statutorily required registration maintenance
document.

— Under certain circumstances, a petition to
reinstate a registration will be granted if the
cancellation resulted from a failure to respond to
an Office action.

20



[image: image125.jpg]Petitions Summarized

« Parties can utilize petitions to request relief from a
wide range - - but not unlimited - - of actions that are
taken or not taken by the USPTO.

« The questions that can be the subject of petitions
range from simple ones, which are easily answered,
and can in fact be answered by the USPTO
computers, to more complex ones that require legal
analysis.

« The decisions reviewed in petitions are ones that are
issued by virtually every trademark-related body of
the USPTO, including the examination operation, the
post-registration section, and the Board.

2




· Trademark Identification and Classification

[image: image126.jpg]Trademark Identification and
Classification

Jessie N. Roberts

Trademark Administrator
U.S. Patent & Trademark Office
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= U.S. and more than 50 other countries
are parties

= More than 90 countries and 2
organizations use the NICE classification
system

= System is administered by WIPO (World
Intellectual Property Organization) in
Geneva, Switzerland and is updated every
five years



[image: image128.jpg]Classes used in U.S.

m International Classes
m Goods:Classes 1-34
= Services: Classes 35-45

m U.S. classes still in use
» Collective Marks: Class 200

= Certification Marks: Class A

= Certification Marks: Class B
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= Publishes “Red Book” containing:

= Class numbers, class headings and
explanatory notes for 45 classes of
goods/services

= Alphabetical List of goods/services and
class into which they fall

http://classifications.wipo.int/fulltext/nice/enmn01.htm




[image: image130.jpg]U.S. CLASSIFICATION
CONSIDERATIONS

= U.S. is bound only by classification
guidance provided by the Nice Agreement
and is not bound by wording appearing in
the alphabetical list

= Nice Agreement class headings generally
are not acceptable as identifications of
goods/services

= Classification cannot be used to limit or
expand applicant’s rights
= Wording in identification establishes rights



[image: image131.jpg]Acceptable Identification
Concepts

= Do you understand what applicant’s
item is?

= Would non-expert understand what
itis?

m Can you properly classify the good?

m Is there any element in the
identification that makes

classification ambiguous?




[image: image132.jpg]Identification Purposes

m Identification should be clear enough

to:

= permit proper classification

= permit informed judgment about likelihood of
confusion

= provide adequate notice to third parties as to
scope of applicant’s rights in mark



[image: image133.jpg]Acceptable Identification
Guidelines

Common commercial names generally
acceptable

Term “including” only allowed if clarifying
otherwise acceptable language

Terms “etc.” & “and the like"” rarely acceptable
Term “and/or” only acceptable in subject or field
Term “sale” almost never allowed

Registered trademarks prohibited

Parenthesis may only be used to explain
Suggestions for changes must be “accurate”




· Geographical Indications
[image: image134.jpg]Geographical Indications




[image: image135.jpg]~y Geographical Indications (Gls)

« Definition of Gls:

— Indications which identify a good as
originating in the territory of a Member, or a
region or locality in that territory, where a

given quality, reputation or other
characteristic of the good is essentially

attributable to its geographic origin.



[image: image136.jpg]~y: Gls and Trademarks Generally

« Gls are functionally equivalent to, and thus in
the U.S. view, a subset of trademarks, since
both:

— Are source identifiers;

— Guarantee the quality of the goods with
which they are associated; and

— Are valuable business interests.



[image: image137.jpg]f = Gls as Certification Marks in the

'United States

+ In the United States, Gls are typically
protected as certification marks.



[image: image138.jpg]Certification Marks in the U.S.

/(15 U.S.C. §1054)

+ In the United States, a certification mark is a
mark comprised of any word, symbol or
device, or combination thereof, that is used
by a party other than the owner of the mark,
to signify that the goods or services have one
or more of the following three characteristics:



[image: image139.jpg]Certification Marks in the United

States, co

— The goods/services emanate from a particular
region or have some other origin; or
— The goods are comprised of a particular material,

or were made through a particular mode of
manufacture, or were made according to a certain
standard of accuracy; or

— The work or labor performed in connection with
the manufacture of the goods or the provision of
the services was performed by a member of a
particular union or some particular other
organization.



[image: image140.jpg]U.S. Certification Marks

Compared to Trademarks

« Some differences between U.S. certification marks
and trademarks:

— A certification mark can be registered even if it is
geographically descriptive, whereas a
geographically descriptive trademark cannot be
registered, unless it has acquired distinctiveness;

— Certification marks are not used by their owners,
whereas trademarks are; and

— Certification marks do not identify the source of a
product or service, or distinguish one product or
service from other products or services.



[image: image141.jpg]Examples of Gls Protected as

Certification Marks in the United States

U.S. Registration No. 571,798 (“ROQUEFORT" for
cheese - France);

U.S. Registration No. 2,685,923 (“DARJEELING” for
tea - India);

U.S. Registration No. 2,014,628 ("PARMA HAM"for
ham products - Italy);

U.S. Registration No. 1,570,455 (“SW/SS” for
chocolate - Switzerland); and

U.S. Registration No. 1,959,589 (“ST/LTON" for
cheese — United Kingdom.



[image: image142.jpg]Gls as Certification Marks:

'Pitfalls to be Guarded Against

+ Two problems arise when Gls are used as
certification marks. There may be:

— Improper efforts to prevent people in the region in
question from exercising their rights to use the
term; and/or

— lllegal uses of the GI.
Solutions:
— “Anti-discrimination clause” combined with

— exclusive right to control use of the term through
enforcement mechanisms.



[image: image143.jpg]~y: Gls as Collective Marks

+ Gls can also be protected as collective marks
in the United States.
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[image: image144.jpg]Collective Marks in the U.S.

In the United States, collective marks are trademarks
and service marks that indicate that goods or
services emanate from members of a group, not from
a particular party.

Example of a collective mark functioning as a Gl: a
cooperative of produce sellers utilizes a collective
mark to identify produce that originates from a
particular area, and that has characteristics that are
attributable to the area.

11



[image: image145.jpg]Benefits of Utilizing the U.S. Trademark

System to Protect Gls

— The system does not allow for registration of
generic Gls;

— The system provides Gl owners with the means to
prevent other uses of the Gl that would cause
consumer confusion, mistake or deception;

— The system honors priority and exclusivity for prior
rights;

— Use of the system ensures that taxpayer and
government funds are not expended to create a
separate, Gl-specific, system;

— The system is self-policing: Gl owners whose
marks have been infringed can initiate legal action,
and need not rely on government intervention; and

12



[image: image146.jpg]Benefits, continued.

— The system is versatile: it allows for the
registration of “non-traditional” Gls and
other trademarks, such as motion, color,
sound and scent marks.
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· Disclaimers, Supplemental & 2(f)
[image: image148.jpg]Disclaimers, Supplemental & 2(f)

B ===
Core Concepts

TEALE Classroom Training
United States Patent and Trademark Office



[image: image149.jpg]Disclaimers - Section 6(a) of the Lanham Act
L T e e——
« “The Commissioner may require the applicant to

disclaim an unregistrable component of a mark
otherwise registrable”

« “An applicant may voluntarily disclaim a component
of a mark sought to be registered”




[image: image150.jpg]Disclaimers — General Information

« Disclaimer is a statement that applicant does not claim exclusive
right to use the disclaimed part of mark

« Standard form of disclaimer: “No claim is made to the exclusive
right to use apart from the mark as shown.”

« Used when part, but not all of a mark is descriptive,
misdescriptive or generic (or geographically descriptive)
« Disclaimed matter is still part of the mark




[image: image151.jpg]Disclaimers — Examples

« HAPPY WATCHES for “watches” (disclaim WATCHES)

« ZEPHYR SHIRTS for “t-shirts” (disclaim SHIRTS)




[image: image152.jpg]Disclaimers — Unitary

T e e e——

Sometimes no disclaimer is required because a mark
as a whole is considered to be “unitary”

« Unitary means that the descriptive and non-
descriptive portions of the mark are so connected
(mentally or physically) that no one would think the
applicant is claiming exclusive rights in the
descriptive portion apart from the whole
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e —— .

Physical Connection:
« HAPPY-WATCHES (hyphen)
« HAPPYWATCHES (compound word)

Mental Connection:

+ BLACK MAGIC for “hair coloring” (double
entendre)




[image: image154.jpg]Supplemental & 2(f)

« For every application submitted for registration,
there are four potential outcomes:

« Registration on the Principal Register — where
no refusal applies

« Registration on the Principal Register under
Section 2(f) based on “acquired
distinctiveness” — where mark is descriptive
but has become known to the public

« Registration on the Supplemental Register —
where mark is descriptive but is capable of
functioning as a trademark (mark is
considered weaker and gets less protection)

« Abandonment — when refusal cannot be
overcome
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表單的底部


Documents: 1 - 72 of 72 

	Hit No.
	Class
	Description
	Status
	Effective Date
	Type
	Note
	Trilateral

	1
	007
	{Indicate type of filter, e.g., oil, gas, air} filters for motors and engines 
	M
	15 Mar 93
	G
	N
	

	2
	007
	Aircraft engines 
	A
	02 Apr 91
	G
	N
	

	3
	007
	Air-intake tubes and filters for after-market installation of automotive engines 
	A
	01 Jun 01
	G
	N
	

	4
	007
	Automotive engine blocks 
	A
	01 Jun 01
	G
	N
	

	5
	007
	Automotive parts, namely, engine and transmission seals 
	A
	01 Aug 05
	G
	N
	

	6
	007
	Boat engines 
	A
	02 Apr 91
	G
	N
	

	7
	007
	Camshafts for vehicle engines 
	A
	06 Aug 01
	G
	N
	

	8
	007
	Catalytic converters for motors and engines 
	M
	15 Mar 93
	G
	N
	

	9
	007
	Connecting rods for machines, motors and engines 
	M
	15 Mar 93
	G
	N
	

	10
	007
	Diesel engines for {indicate specific vehicle} [other than land vehicles] 
	A
	02 Apr 91
	G
	Y
	

	11
	007
	Diesel engines for machines 
	A
	02 Apr 91
	G
	N
	

	12
	007
	Diesel engines not for land vehicles 
	A
	02 Apr 91
	G
	N
	

	13
	007
	Diesel-engine heating plugs 
	A
	20 Jul 04
	G
	N
	T

	14
	007
	Emission reduction units for motors and engines, namely EGR valves 
	M
	15 Mar 93
	G
	N
	

	15
	007
	Emission reduction units for motors and engines, namely PCV valves 
	M
	15 Mar 93
	G
	N
	

	16
	007
	Emission reduction units for motors and engines, namely catalytic converters 
	M
	15 Mar 93
	G
	N
	

	17
	007
	Engine bearings 
	A
	01 Jun 01
	G
	N
	

	18
	007
	Engine camshafts 
	M
	01 Oct 02
	G
	N
	

	19
	007
	Engine mufflers 
	M
	15 Mar 93
	G
	N
	

	20
	007
	Engine or motor mufflers 
	M
	15 Mar 93
	G
	N
	

	21
	007
	Engine parts, namely, contact points 
	A
	01 Feb 05
	G
	N
	

	22
	007
	Engine rods 
	A
	01 Jun 01
	G
	N
	

	23
	007
	Engine timing components, namely, cam sprockets and chains 
	A
	01 Aug 04
	G
	N
	

	24
	007
	Engines and motors for model vehicles, aircraft and boats 
	A
	20 Jul 04
	G
	N
	T

	25
	007
	Engines and motors for the generation of electricity 
	A
	01 Oct 04
	G
	N
	

	26
	007
	Engines for aerostation purposes 
	A
	20 Jul 04
	G
	N
	T

	27
	007
	Engines not for land vehicles 
	A
	02 Apr 91
	G
	N
	

	28
	007
	Exhaust manifold for engines 
	A
	20 Feb 96
	G
	N
	

	29
	007
	Exhaust silencers for engines 
	A
	20 Jul 04
	G
	N
	T

	30
	007
	Fan belts for motors and engines 
	M
	15 Mar 93
	G
	N
	

	31
	007
	Fans for machine engines 
	A
	02 Apr 91
	G
	N
	

	32
	007
	Fuel injector parts for land and water vehicle engines 
	A
	01 Aug 04
	G
	N
	

	33
	007
	Gaskets for internal combustion engines 
	A
	01 Jun 01
	G
	N
	

	34
	007
	Gasoline engines not for land vehicles 
	A
	02 Apr 91
	G
	N
	

	35
	007
	Ignition parts for internal combustion engines namely, condensers 
	A
	02 Apr 91
	G
	N
	

	36
	007
	Ignitions parts for internal combustion engines namely, points 
	A
	02 Apr 91
	G
	N
	

	37
	007
	Intake and exhaust air flow vane assembly device for use in an internal combustion engine 
	A
	01 Nov 04
	G
	N
	

	38
	007
	Internal combustion engines for boats 
	A
	02 Apr 91
	G
	N
	

	39
	007
	Internal combustion engines for machine operation and replacement parts therefor 
	A
	02 Apr 91
	G
	N
	

	40
	007
	Internal combustion engine parts namely, piston rings 
	A
	02 Apr 91
	G
	N
	

	41
	007
	Internal combustion engine parts namely, pistons 
	A
	02 Apr 91
	G
	N
	

	42
	007
	Internal combustion land vehicle engine parts namely, connecting rods 
	M
	12 Apr 99
	G
	N
	

	43
	007
	Internal combustion engines for power generation 
	A
	01 Jun 01
	G
	N
	

	44
	007
	Internal combustion engines land vehicle parts, namely, coils 
	A
	01 Jun 01
	G
	N
	

	45
	007
	Internal combustion engines land vehicle parts, namely, distributor caps 
	A
	01 Jun 01
	G
	N
	

	46
	007
	Internal combustion engines land vehicle parts, namely, distributor rotors 
	A
	01 Jun 01
	G
	N
	

	47
	007
	Jet engines [not for land vehicles] 
	A
	20 Jul 04
	G
	N
	T

	48
	007
	Mechanical engine parts for land vehicles [preferrable to specify type of vehicle, but not required] 
	A
	12 Apr 99
	G
	N
	

	49
	007
	Metal engine gaskets for vehicles 
	A
	01 Nov 04
	G
	N
	

	50
	007
	Motorcycle engine parts, namely, air cleaners 
	A
	01 Jun 01
	G
	N
	

	51
	007
	Mufflers for motors and engines 
	A
	20 Jul 04
	G
	N
	T

	52
	007
	Non-metal engine gasket for vehicles 
	A
	01 Nov 04
	G
	N
	

	53
	007
	Oil filters for motors and engines 
	A
	20 Jul 04
	G
	N
	T

	54
	007
	Oil pumps for use in motors and engines 
	M
	15 Mar 93
	G
	N
	

	55
	007
	Power transmission belts for machines, motors and engines used in industrial applications 
	A
	20 Jul 04
	G
	N
	T

	56
	007
	Pumps for cooling engines 
	A
	01 Jun 01
	G
	N
	

	57
	007
	Radiators [cooling] for motors and engines 
	M
	15 Mar 93
	G
	N
	

	58
	007
	Starters for motors and engines 
	M
	15 Mar 93
	G
	N
	T

	59
	007
	Steam engines [not for land vehicles] 
	A
	20 Jul 04
	G
	N
	T

	60
	007
	Steam marine engines [not for land vehicles] 
	A
	20 Jul 04
	G
	N
	T

	61
	007
	Steam pressure variation engines 
	A
	20 Jul 04
	G
	N
	T

	62
	007
	Timing belts for engines for land vehicles 
	A
	20 Jul 04
	G
	N
	T

	63
	007
	Timing belts for machines, motors and engines used in used in industrial applications 
	A
	20 Jul 04
	G
	N
	T

	64
	007
	Vehicle engine parts, namely, oil tanks 
	A
	01 Jun 01
	G
	N
	

	65
	007
	Vehicle engine parts, namely, oil tank plugs and caps 
	A
	01 Jun 01
	G
	N
	

	66
	007
	Vehicle engine parts, namely, crankcase breathers 
	A
	01 Jun 01
	G
	N
	

	67
	007
	Vehicle engine parts, namely, oil coolers 
	A
	01 Jun 01
	G
	N
	

	68
	007
	Vehicle engine parts, namely, push rods 
	A
	01 Jun 01
	G
	N
	

	69
	007
	Vehicle engine parts, namely, rocker arms 
	A
	01 Jun 01
	G
	N
	

	70
	007
	Vehicle parts, namely, engine cases 
	A
	01 Jun 01
	G
	N
	

	71
	007
	Vehicle parts, namely, engine cam protectors 
	A
	01 Jun 01
	G
	N
	

	72
	007
	Water pumps for use in motors and engines 
	M
	15 Mar 93
	G
	N
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Documents: 1 - 13 of 13 

	Hit No.
	Class
	Description
	Status
	Effective Date
	Type
	Note
	Trilateral

	1
	012
	Automobile engines 
	A
	20 Jul 04
	G
	N
	T

	2
	012
	Connecting rods for land vehicles other than parts of motors and engines 
	A
	15 Mar 93
	G
	N
	

	3
	012
	Crankcases for components for motor cars (other than for engines) 
	A
	20 Jul 04
	G
	N
	T

	4
	012
	Diesel engines for land vehicles 
	A
	02 Apr 91
	G
	N
	

	5
	012
	Engines for land vehicles 
	A
	02 Apr 91
	G
	N
	

	6
	012
	Internal combustion engines for land vehicles 
	M
	01 Aug 04
	G
	N
	

	7
	012
	Land vehicle console parts, namely, wiring harnesses for control, monitoring and protection of industrial gasoline and diesel engines 
	A
	01 Nov 04
	G
	N
	

	8
	012
	Land vehicle engine rebuild kits, sold as a unit 
	A
	02 Apr 91
	G
	N
	

	9
	012
	Motorcycle engines 
	A
	01 Nov 04
	G
	N
	

	10
	012
	Oil pumps for land vehicle engines 
	D
	15 Mar 93
	G
	Y
	

	11
	012
	Pumps for land vehicle engines (Oil) 
	D
	15 Mar 93
	G
	Y
	

	12
	012
	Pumps for land vehicle engines (Water) 
	D
	15 Mar 93
	G
	Y
	

	13
	012
	Water pumps for land vehicle engines 
	D
	15 Mar 93
	G
	Y
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Typed Drawing 



	Word Mark
	LIQUICELL

	Goods and Services
	IC 009. US 021 023 026 036 038. G & S: Pads and cushions containing a liquid filling sold as a component of athletic, sport, safety and protective helmets. FIRST USE: 20010612. FIRST USE IN COMMERCE: 20010612 

IC 020. US 002 013 022 025 032 050. G & S: Pads and cushions containing a liquid filling, in unfinished form, for use by others in the manufacture of athletic shorts and pants, bicycle saddles and seats, sports and fitness gloves, industrial gloves, work gloves, and other gloves, athletic bags, backpacks, camera bags, carrying bags, duffel bags, sports equipment bags, golf bags, gym bags, luggage, purses, tote bags, traveling bags, footwear, seating and interiors for land, air and water vehicles, seating for furniture, bedding and wheelchairs, and other types of cushions used in seating. FIRST USE: 20010618. FIRST USE IN COMMERCE: 20010618

	Mark Drawing Code
	(1) TYPED DRAWING

	Design Search Code
	

	Serial Number
	78056980

	Filing Date
	April 5, 2001

	Current Filing Basis
	1A

	Original Filing Basis
	1B

	Published for Opposition
	December 18, 2001

	Registration Number
	2673281

	Registration Date
	January 7, 2003

	Owner
	(REGISTRANT) Liquicell Technologies, Inc. CORPORATION MINNESOTA 9723 Valley View Road Eden Prairie MINNESOTA 55344

	Assignment Recorded
	ASSIGNMENT RECORDED

	Type of Mark
	TRADEMARK

	Register
	PRINCIPAL

	Live/Dead Indicator
	LIVE
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附錄五：Trademark Dilution Revision Act of 2005
Trademark Dilution Revision Act of 2005 (Referred to Senate Committee after being Received from House)
HR 683 RFS 

109th CONGRESS

1st Session

H. R. 683

IN THE SENATE OF THE UNITED STATES

April 20, 2005

Received; read twice and referred to the Committee on the Judiciary 



AN ACT

To amend the Trademark Act of 1946 with respect to dilution by blurring or tarnishment. 

Be it enacted by the Senate and House of Representatives of the United States of America in Congress assembled,

SECTION 1. SHORT TITLE.

(a) Short Title- This Act may be cited as the `Trademark Dilution Revision Act of 2005'.

(b) References- Any reference in this Act to the Trademark Act of 1946 shall be a reference to the Act entitled `An Act to provide for the registration and protection of trademarks used in commerce, to carry out the provisions of certain international conventions, and for other purposes', approved July 5, 1946 (15 U.S.C. 1051 et seq.).

SEC. 2. DILUTION BY BLURRING; DILUTION BY TARNISHMENT.

Section 43 of the Trademark Act of 1946 (15 U.S.C. 1125) is amended--

(1) by striking subsection (c) and inserting the following:

`(c) Dilution by Blurring; Dilution by Tarnishment-

`(1) INJUNCTIVE RELIEF- Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently or through acquired distinctiveness, shall be entitled to an injunction against another person who, at any time after the owner's mark has become famous, commences use of a mark or trade name in commerce that is likely to cause dilution by blurring or dilution by tarnishment of the famous mark, regardless of the presence or absence of actual or likely confusion, of competition, or of actual economic injury.

`(2) DEFINITIONS- (A) For purposes of paragraph (1), a mark is famous if it is widely recognized by the general consuming public of the United States as a designation of source of the goods or services of the mark's owner. In determining whether a mark possesses the requisite degree of recognition, the court may consider all relevant factors, including the following:

`(i) The duration, extent, and geographic reach of advertising and publicity of the mark, whether advertised or publicized by the owner or third parties.

`(ii) The amount, volume, and geographic extent of sales of goods or services offered under the mark.

`(iii) The extent of actual recognition of the mark.

`(B) For purposes of paragraph (1), `dilution by blurring' is association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark. In determining whether a mark or trade name is likely to cause dilution by blurring, the court may consider all relevant factors, including the following:

`(i) The degree of similarity between the mark or trade name and the famous mark.

`(ii) The degree of inherent or acquired distinctiveness of the famous mark.

`(iii) The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark.

`(iv) The degree of recognition of the famous mark.

`(v) Whether the user of the mark or trade name intended to create an association with the famous mark.

`(vi) Any actual association between the mark or trade name and the famous mark.

`(C) For purposes of paragraph (1), `dilution by tarnishment' is association arising from the similarity between a mark or trade name and a famous mark that harms the reputation of the famous mark.

`(3) EXCLUSIONS- The following shall not be actionable as dilution by blurring or dilution by tarnishment under this subsection:

`(A) Fair use of a famous mark by another person in comparative commercial advertising or promotion to identify the competing goods or services of the owner of the famous mark.

`(B) Fair use of a famous mark by another person, other than as a designation of source for the person's goods or services, including for purposes of identifying and parodying, criticizing, or commenting upon the famous mark owner or the goods or services of the famous mark owner.

`(C) All forms of news reporting and news commentary.

`(4) ADDITIONAL REMEDIES- In an action brought under this subsection, the owner of the famous mark shall be entitled only to injunctive relief as set forth in section 34, except that, if--

`(A) the person against whom the injunction is sought did not use in commerce, prior to the date of the enactment of the Trademark Dilution Revision Act of 2005, the mark or trade name that is likely to cause dilution by blurring or dilution by tarnishment, and

`(B) in a claim arising under this subsection--

`(i) by reason of dilution by blurring, the person against whom the injunction is sought willfully intended to trade on the recognition of the famous mark, or

`(ii) by reason of dilution by tarnishment, the person against whom the injunction is sought willfully intended to harm the reputation of the famous mark,

the owner of the famous mark shall also be entitled to the remedies set forth in sections 35(a) and 36, subject to the discretion of the court and the principles of equity.

`(5) OWNERSHIP OF VALID REGISTRATION A COMPLETE BAR TO ACTION- The ownership by a person of a valid registration under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register under this Act shall be a complete bar to an action against that person, with respect to that mark, that is brought by another person under the common law or a statute of a State and that seeks to prevent dilution by blurring or dilution by tarnishment, or that asserts any claim of actual or likely damage or harm to the distinctiveness or reputation of a mark, label, or form of advertisement.'; and

(2) in subsection (d)(1)(B)(i)(IX), by striking `(c)(1) of section 43' and inserting `(c)'.

SEC. 3. CONFORMING AMENDMENTS.

(a) Marks Registrable on the Principal Register- Section 2(f) of the Trademark Act of 1946 (15 U.S.C. 1052(f)) is amended--

(1) by striking the last two sentences; and

(2) by adding at the end the following: `A mark which would be likely to cause dilution by blurring or dilution by tarnishment under section 43(c), may be refused registration only pursuant to a proceeding brought under section 13. A registration for a mark which would be likely to cause dilution by blurring or dilution by tarnishment under section 43(c), may be canceled pursuant to a proceeding brought under either section 14 or section 24.'.

(b) Opposition- Section 13(a) of the Trademark Act of 1946 (15 U.S.C. 1063(a)) is amended in the first sentence by striking `as a result of dilution' and inserting `the registration of any mark which would be likely to cause dilution by blurring or dilution by tarnishment'.

(c) Cancellation- Section 14 of the Trademark Act of 1946 (15 U.S.C. 1064) is amended, in the matter preceding paragraph (1)--

(1) by striking `, including as a result of dilution under section 43(c),'; and

(2) by inserting `(A) for which the constructive use date is after the date on which the petitioner's mark became famous and which would be likely to cause dilution by blurring or dilution by tarnishment under section 43(c), or (B) on grounds other than dilution by blurring or dilution by tarnishment' after `February 20, 1905'.

(d) Marks for the Supplemental Register- The second sentence of section 24 of the Trademark Act of 1946 (15 U.S.C. 1092) is amended to read as follows: `Whenever any person believes that such person is or will be damaged by the registration of a mark on the supplemental register--

`(1) for which the effective filing date is after the date on which such person's mark became famous and which would be likely to cause dilution by blurring or dilution by tarnishment under section 43(c), or

`(2) on grounds other than dilution by blurring or dilution by tarnishment,

such person may at any time, upon payment of the prescribed fee and the filing of a petition stating the ground therefor, apply to the Director to cancel such registration.'.

(e) Definitions- Section 45 of the Trademark Act of 1946 (15 U.S.C. 1127) is amended by striking the definition relating to `dilution'.

Passed the House of Representatives April 19, 2005. 

Attest: 

JEFF TRANDAHL, 

Clerk. 

附錄六：Reedsmith律師事務所電子信函

Dear Ms. Tung: 

Thank you for your visit of our firm.  It was nice to see you all here in Washington D.C. 

Upon further discussions of the question you had regarding the dillution of  trademark with our attorneys here, we are providing some suggestions as to how you can prove the dillution of a famous mark.
(1) Take actual surveys in that particular field.  Ask the people who are familiar with the field or technology if they are aware of such mark, what the mark signifies to them, who owns the mark, how long ago were they aware of such mark, etc.
(2) Collect letters of complaint from the consumers (I am assuming the mark is either a product or a type of service) stating that the mark has not been effective as before; or the image of the mark has been distorted or weakened perhaps by another mark.  This might be difficult to do in Asian countries because the nature of the people do not like to write complaints.
(3) Collect any newspaper articles or magazine writings relating the dillution of the mark. 

The key to prove the dillution of a mark is its public image or how the public is viewing this. 

Hope this suggestions will help.  If you have further questions, please do not hesitate to contact us.  
p.s. You may write the e-mail in Chinese, I can read it on my computer. 

If you receive this e-mail, could you please acknowledge the receipt of the e-mail.  Thank you. 

Lily 
(Niu Tung-Ling) 

Lily Niu 
IP Manager
lniu@reedsmith.com
Reed SmithLLP
3110 Fairview Park Dr.
Suite 1400
IP Group
Falls Church, VA  22042
U.S.A. 
Tel : (703) 641-4305
Fax (703) 204-1352 

This e-mail is confidential and may well be legally privileged.  If you have received it in error, you are on notice of its status.  Please notify us immediately by reply e-mail and then delete this message from your system.  Please do not copy it or use it for any purposes, or disclose its contents to any other person.  To do so could violate state and Federal privacy laws.  Thank you for your cooperation.  Please contact Lily Niu at (703)641-4305 or e-mail lniu@reedsmith.com if you need assistance.
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	Goods and Services
	IC 018. US 001 002 003 022 041. G & S: suitcases, traveling bags, holdalls, suit and garment carriers for travel, attache cases, document cases, briefcases, purses, drawstring pouches, wallets, billfolds, passport holders, key cases, handbags, shoulder bags, credit card cases, business card cases, toilet bags sold empty, toilet cases sold empty, shaving bags sold empty, tie cases for travel, umbrellas and parasols. FIRST USE: 19690000. FIRST USE IN COMMERCE: 19740000 

IC 025. US 022 039. G & S: clothing for men and women, namely, scarves, pullovers, cardigans, sweaters, overcoats, raincoats, shirts, belts; slippers for men. FIRST USE: 19230301. FIRST USE IN COMMERCE: 19240701 

IC 028. US 022 023 038 050. G & S: golf bags, golf club covers, golf ball holders, cases containing golf balls, golf tees and golf markers, cases for holding score cards, pens and pencils for use in golf. FIRST USE: 19810900. FIRST USE IN COMMERCE: 19810900 

IC 024. US 042 050. G & S: traveling comforter, namely, fabric blanket-like articles for keeping warm, e.g., when traveling in cold climates, or for use as a stadium blanket. FIRST USE: 19760300. FIRST USE IN COMMERCE: 19760000

	Mark Drawing Code
	(2) DESIGN ONLY

	Design Search Code
	26.11.12 - Rectangles with bars, bands and lines
26.11.13 - More than one rectangle; Rectangles (more than one)
26.11.21 - Rectangles that are completely or partially shaded

	Serial Number
	74532896

	Filing Date
	June 3, 1994

	Current Filing Basis
	1A

	Original Filing Basis
	1A

	Published for Opposition
	September 24, 1996

	Registration Number
	2022789

	Registration Date
	December 17, 1996

	Owner
	(REGISTRANT) BURBERRYS LIMITED LTD LIAB CO UNITED KINGDOM 18-22 Haymarket London SW1Y 4DQ GB ENGLAND

	Assignment Recorded
	ASSIGNMENT RECORDED

	Attorney of Record
	THOMAS A. CANOVA, ESQ.

	Prior Registrations
	1241222;1855154

	Description of Mark
	The mark consists of a red, brown, gray, black, and white plaid pattern applied uniformly over the goods or significant parts thereof. The broken lines in the drawing are not a feature of the mark. The following colors and shades of colors are claimed as features of the mark; light tan, dark tan, light brown, dark brown, black, white, very dark red, dark red, medium red, light red, dark gray, medium gray and light gray. The color lining symbols for red, brown and gray are shown in the drawing.

	Type of Mark
	TRADEMARK

	Register
	PRINCIPAL-2(F)

	Affidavit Text
	SECT 15. SECT 8 (6-YR).

	Live/Dead Indicator
	LIVE
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Trademark Work-at-Home

Action:

The Trademark Work-at-Home program has been restructured to better support Office goals.

Background Information:

The Trademark Work-at-Home program began as a pilot in March of 1997.  It has since expanded to approximately 110 examining attorneys.  Each examining attorney in the original program worked at home three days per week and shared an office at the official work site with another work at home attorney.  In November of 2001, a hoteling pilot was initiated where 21 of the Work-at-Home participants spent 90 per cent of their workweek at home and four hours per week at the official work site.  Hoteling participants are not assigned a personal office, but they may reserve an office to use when they come in to the official work site.  There were five offices reserved for the use of the 21 attorneys in the pilot.  The pilot proved to be successful in that productivity among hotelers was at high levels compared with non-hotelers, while quality and customer service levels were maintained.  As a result, the hoteling concept has been expanded to all 110 Trademark Work-at-Home participants.  Instead of telecommuting 24 hours per week, hotelers are now able to telecommute as many as 38 hours per week. 

Organizations and agencies outside the USPTO have recognized the Trademark Work-at-Home program for its promotion of telecommuting and its innovative use of technology.  The Metropolitan Washington Council of Government awarded the program the 2001 Telework Award; and the International Telework Association & Council awarded the USPTO the 2001 Government Agency Excellence in Telework Award for the development and implementation of Trademark Work-at-Home program.

Meeting Congressional Mandates:  The Trademark Work-at-Home program helps the agency satisfy Public Law 106-346.  That law requires each executive agency to establish a policy under which eligible employees of the agency may participate in telecommuting to the maximum extent possible without diminished employee performance.  No later than six months after the date of the enactment of the Act, the Director of the Office of Personnel Management must provide that the requirements of this section are applied to 25 percent of the Federal workforce, and to an additional 25 percent of such workforce each year thereafter.  The Act demonstrates Congressional commitment to telecommuting as a response to increased traffic congestion and environmental concerns.

Business Results:  Our experience over the last five years has proven our Trademark Work-at-Home program to be beneficial to meeting Office goals.  Work-at-Home participants have contributed to lower pendency numbers because they are more productive and spend more time examining trademark applications than examining attorneys in the office.  Comparisons between the two groups have shown an average of 10 percent higher productivity among examining attorneys in the Trademark Work-at-Home program. The quality of work has been as good if not better than the general work force and their customer service has been excellent.  Customer satisfaction has remained high; the Work-at-Home program is generally transparent to the customer.

Employee Satisfaction:  Surveys and focus groups have indicated improved employee satisfaction for Work-at-Home participants.  Participants report a better ability to balance work and family issues because of the time saved commuting.  They also enjoy personal cost savings for work related commuting expenses. 

Employee Retention:  Work-at-Home participants have a higher retention rate than other employees.  For each employee retained, the organization saves the expense of hiring and training a new employee.  There are a number of highly experienced employees who would have left the USPTO were it not for their ability totelecommute.  Participants report that they would have considered leaving the USPTO because of family concerns, spouses leaving the area for other jobs, or simply, need for a change in work environment; however, because of the ability to telecommute, these highly experienced employees decided to remain with the USPTO. 

Office Space:  While the Trademark Work-at-Home program as initially conceived saved some office space by doubling employees, the new hoteling program has proven the potential for enormous space savings resulting in large cost reductions related to the rental of office space.  As a result of the conversion to hoteling for its 110 telecommuters, Trademarks has been able to consolidate its attorney work force into the South Tower building, vacating three floors in the North Tower.  The savings in office space totals 46,800 square feet, which is approximately $1.5 million in rent per year.

Technology:  The Trademark operation is well on its way to doing business in a paperless environment.  All examination functions including search and research databases, manuals, etc. are accessible on line to examining attorneys.  In addition, initial examination may be done completely electronically.  Complete electronic file wrappers and examination should occur by November 2, 2003.  Obviously the Trademark Work-at-Home participant’s success and efficiency is totally dependent on computer systems and technical support.  

USPTO Recommended Course of Action:

The Agency should proceed with development improvements to the Trademark Work-at-Home, “hotel” model where employees work at home at least 90 percent of their workweek..  If the USPTO is going to take full advantage of this model, the Agency will need to adjust priorities to fully incorporate remote workplace concepts into its operations.  To be fully successful, the Work-at-Home program must become as much of a second nature to the Agency as electronic searching and other successful electronic tools.  Preparing to incorporate Work-at-Home structures into the fabric of the Agency’s concept of “workplace” are of the utmost importance as we move into the 21st Century and attempt to develop concepts related to creating a flexible workforce and work processes.  

A robust Work-at-Home program would allow the Agency to retain employees regardless of where they live and has a strong potential to assist in the recruiting and retention of employees who find alternatives to a traditional office environment attractive.

Action Taken:

In January 2003, the USPTO and NTEU 245 signed a partnership agreement to expand the Trademark Work-at-Home program by incorporating the concept of “hoteling” for all examiners who telecommute.  Under the hoteling program, trademark-examining attorneys have increased the amount of time telecommuting from home each workweek, significantly reducing the time spent in the Office.  Examiners will come into the Crystal City office for as little as two hours per week, and will reserve time in designated shared “hotel” offices.  As a result, the number of offices needed in Crystal City is greatly reduced for examiners who telecommute.  This will allow the Trademark Organization to realize substantial savings by reducing office space through the consolidation of Law Offices presently in the North Tower to the South Tower Building.  Space consolidation was completed in March 2003. 

	Implementation Schedule

	Work Breakdown Structure
	Task Name
	Start
	Finish
	Project Lead

	28
	Work at Home 1: T-09 - Trademark Work at Home
	10/02/01
	03/31/03
	D. Cohn

	28.1
	Define requirements for expanding program - "hoteling" (T-09)
	10/02/01
	11/26/01
	 

	28.2
	Pilot "hoteling" concept - evaluate results (T-09)
	12/21/01
	09/30/02
	 

	28.3
	Establish Service Level Agreement with CIO (T-09)
	08/30/02
	10/31/02
	 

	28.4
	Improve/resolve system infrastructure/performance and reliability (T-09)
	08/30/02
	10/01/02
	 

	28.5
	Improve HELP desk support - CIO (T-09)
	08/30/02
	10/01/02
	 

	28.6
	Establish new guidelines for work arrangements (T-09)
	04/01/02
	10/31/02
	 

	28.7
	Address Labor Relations Implications (T-09)
	11/01/02
	12/31/02
	 

	28.8
	Determine office moves (T-09)
	01/02/03
	01/31/03
	 

	28.9
	Transfer all work at home employees to hoteling program (T-09)
	01/02/03
	03/31/03
	 

	28.10
	Space consolidation - consolidate NT employees in ST - vacate NTB space (T-09)
	02/03/03
	03/31/03
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=definition (glossary)


	Is there a question about what the USPTO can or cannot do that you cannot find an answer for? Send questions about USPTO programs and services to the USPTO Contact Center (UCC). You can suggest USPTO webpages or material you would like featured on this section by E-mail to the webmaster@uspto.gov. While we cannot promise to accommodate all requests, your suggestions will be considered and may lead to other improvements on the website. 
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