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112

“The gpecification
shall conclude with one or more claims particularly pointing out and

distinctly claiming the subject matter which the applicant regards as

his invention.”

(single sentence)
(1) (Preamble) (2 (Trangition) (3)
(Body)



HC D

(single sentence)

“I (We) dam:” “What is clamed is” “I
clam;” “We cdam”

“What isclaimed is”

(Preamble)

(1) ) (Prior
art) 3

( A can-moving device)

(An apparatus for moving cans from a first conveyer

belt to a second conveyer belt)

(A method for moving cans)



(move)

( “terms appearing in a preamble may be deemed limitations
of a clam when they give meaning to the clam and properly
define the invention.” In re Paulsen, 30 F.3d 1475 (Fed. Cir.

1994))

(Mixer)
(An apparatus
for shaking articles to dislodge impurities)
(dislodge impurities)



3.

(Trangtion)
comprising, including, having,
consisting essentially of (

comprising  consisting of

(@ “Comprising” “Including” *“Having”---

(open)

comprising: A

A+B+C

comprising:

(b)“ Congigting of”---

(close)

10

consisting of,

B



Markush Clam

consisting of:

(c)“ Consigting essentialy of” ---

“Comprisng” “Consisting”

(partialy closed)

(additional unspecified
ingredients that would affect the basic and novel
characteristics of the product defined in the balance of the
claim)

processclam

composition-of-matte claim

(Body)

@
(al,"am)

(aplurality of)

1



(A table having a curved top with a
plurality of legs attached to the top)

(b)
(“ thé’ , 11 gd” )
11 the” 11 %i d”
11 de”
111 thé’
“a “the’
“d  “the’

comprisng  consisting of

— A B CD



A: comprising:

an elastically deformable seat support ( )

which comprises springs ( ) comprising an elastomer (

)

Br......... the seat support consists of springs comprising
elastomer

Cirnnl, the seat support comprises springs consisting of

D......... the seat support consists of consisting of

all of the springs consist of a

metal core surrounded by ajacket of elastomer (
)

some of the springs consist of

the elastomer and other springs consist of a metal (

consist of consist of )

comprise

13



D. - (Means-plus-function clause)

- (Steps-plus-function clause)

112

meansfor  stepsfor

“An dement in a clam for a

combination may be expressed as a means or step for performing a
specified function without the recital of structure, material, or actsin
support thereof, and such clam shall be construed to cover the
corresponding  structure, material, or acts described in the

specification and equivalents thereof.”

---“means for....ing" “means for moving the

container” “means to move the container”

14



“ perforating mechanism means’  “ perforation means’ 112

“peforating”  “perforation”

“means for”

“ container” “meansfor containing”

“ means for” “Means for attaching”

- “means for attaching including a staple’

- “ ataching”
“ attaching”
“ attaching”
“means for attaching”
(equivalent structure:
function/way/result) “ attaching”

15



“the invention”
“the
invention” “averson of theinvention” “an embodiment of

the invention”

() Title of the Invention (2)

Cross References to any Related Applications (3) Background of the
Invention (4) Summary of the Invention (5) Brief Description of the
Drawings (6) Description of the Embodiments (7) Claims (8)

Abstract of the Disclosure
1 (Title of the Invention)
(Preamble)
2. (Cross References to any Reated

Applications)

16



(Background of “the Invention™)

“the invention”
“Background of
the Invention” “ Background”

“Description of the Prior Art”

(Summary of “the Invention”)

“Summary”

“Description of the Embodiments’

sad

13 m%r]g’

17



“The object of inventioniis...”
“ object”
“ advantage” “feature’

(Brief Description of the Drawings)

“an embodiment of the invention”

“the invention”
(Detailed Description of “the Invention”)

“ Description”

(generic terms)

112 @
(the description requirement) (b) (the
enablement requirement) (c) (the best mode

requirement)

18



@

(b)

(Rule of Doulbt)

(c)
(best mode)

USPTO

(inequitable conduct)

19



(d)

(i)
(if)
(iii)

(Claims)

20

20

(the day of filing)

112



(Abstract/Summary of the Disclosure)

1997 Tanabev USI.T.C

IDS

“Invention

Disclosure Statement, IDS’

IDS
(first office
action) ( ) IDS

21



IDS

IDS (buried/hid)
IDS
IDS
(
IDS
)

(First-to-Invent)

(inventorship)

(oath/declaration)

) (Seiko Epson V. Nukote)



@

of Allowance’

(continuation application)

(b) (re-issue)
(issue day) 24
24
12 18 23

(©)

23

“Notice



(Experimental Use Exception)

(Art. 64 of the European Patent
Convention, EPC)

(the rights conferred by a European patent in all
designated countries to which the European patent extends shall be the
same as those conferred by a nationa patent granted in that state)

(any infringement of the European patent shall be dealt with by nationa

law)

112,
(the rights conferred by the Patent shall not extend to acts

done for experimental purposes relating to the subject-matter of the

patented invention)

24



25



(German Federal Supreme Court, BGH)

11 2.

112

(German Constitutional Court)

26



27



28



(liberdl)



, Festo,

2001 6 Festo Corp., v. Shoketsu
Kinzoku KogyoKabushiki, Co. Festo
(presecution history)

(claim construction)

Markman

(prosecution history estoppel or file
wrapper estoppel) PTO



Festo

case-by-case Festo

Festo

(a substantial reason related to patentability)
(any amendment made to

pursuant any statutory requirement for patentability)

(complete bar)
Festo

31



Pre-Festo
(flexible bar) Festo Festo
Festo

Function/Way/Result
“substantially the same function in substantially

the same way to obtain the same result”

32









Festo

Festo (pre-Festo era)

Graver Tank Warner-Jenkinson

1950 Graver Tank & Mfg. Co., v. Linde Air Products Co.
Graver Tank (an
electric welding composition)
“combination of alkaline earth metal silicate and calcium fluoride”

Graver Tank

“a product or process that does not literaly
infringe upon the express term of a patent claim may nonetheless be
found to infringe if thereis* equivalence’ between the elements of the
accused product or process and the claimed elements of the patented

invention” (itis difficult



to conceive of a case more appropriate for application of the doctrine

of equivaent)

“Imitation rather than

experimentation or invention”

Graver Tank

1942 Exhibit Supply Co. v. Ace Patents Corp.

Festo 1997 Warner Jenkinson Co., V.
Hilton Davis Chemica Co. Warner-Jenkinson

Warner-Jenkinson
Festo

Warner-



Jenkinson

(taken on a life of its own

unbounded by the patent claims)

(when applied too
broadly, the doctrine of equivalents conflicts with the definitional and

public-notice functions of the statutory claiming requirement)
Warner-Jenkinson

(the
doctrine of equivalents will not vitiate the central functions of the

patent claims themselves)

Warner-Jenkinson

Festo

(complete bar)

D. Festo

Festo

37



1. All Element Rule

Warner-Jenkinson

Warner-Jenkinson

2. Prior Art

(pioneering patent)

3. Written Description

(Function/Way/Result)

4. Prosecution History Estoppel (ak.a. File Wrapper Estoppel)



Warner-Jenkinson

Warner-Jenkinson
pH 9.0
pH 6.0~9.0
9.0
pH 9.0

6.0 pH 6.0

pH 9.0



Warner-Jenkinson

pH
(flexible bar) (complete bar)

1983 Hughes Aircraft Co., v. United States
Hughes

McLean
Hughes
Hughes
Hughes

Hughes



Hughes

Hughes
Hughes
Hughes Warner-
Jenkinson
Festo
Festo
Hughes
Kinsenbaw
Festo
Festo
(unworkable) (poses a

direct obstacle to the redlization of important objectives)

41



Festo

Festo (Festo Corp., v. Shoketsu Kinzoku Kabushiki Co., LTD.,)

way/function/result
Festo
(enablement) (best mode)
(indefiniteness)
Warner-
Jenkinson

&



Festo

Festo

Festo
Festo



B. Festo Festo

Festo
Festo

Festo
Aclara Biosciences,

Inc., v. Caliper Tech. Corp

Adaa “a pluraity of
electrodes positioned to be operatively connected to said

trenches for moving said charged particles in said trenches’

“aplurdity of eectrodes



positioned to be in eectrica contact with a medium when

present in said trenches’

(electrodes) (medium)
1) )
3
Adaa
Aclara
Festo
Festo
2001

(Pioneer Magnetics, Inc., v. Micro Linear Corp.,)

(only the public record of the patent’ s
prosecution, i.e., the patent’ s prosecution history can be a

basis for such a reason)



Pioneer

“switching”
Pioneer
Pioneer
Festo Fishars, Inc., v. Hunt Mfg. Co,,
Fishars
Festo Molten Metal Equip., Innovations, Inc., v.

Metallics Sys. Co., L.P., et d.,

Molten



Fiskars Molten
Fishars

Molten

Festo Vermeer
Mfg. C.,v. The Charles hunt Mach. Works, Inc.,

Vermeer

Charles

Vermesr

(antecedent

basis) Warner-Jenkinson

Vemesr

47



Mycogen Plant Sci., Inc. v.

Monsanto Co.,

Mycogen

6. Festo

Ingtuform Tech., Inc., et d v. CAT Contracting,

Inc., et 4., Festo
Ingituform
CAT Insituform
CAT
Festo
Festo
Festo

open on direct review



case doctrine

Festo

113 rq' mt”

continuation

Roussdl, Inc.,
Festo

Festo

(antecedent basis)

“object to”

divisond

Amgen, Inc., v. Hoechst Marion

double patenting

49



C. Festo

Festo

Warner-Jenkinson

Festo

Festo

Festo

Festo

Warner-Jenkinson

Pioneer



Festo
Festo

Festo

Festo

Festo

51



52

20

(Means-plus-function)



Festo

USPTO peer group

Festo



132
Festo

Festo Continuation Divisonal

Continuation



sub-element

“approximately”,

“substantialy”, “or equivalent’, “same as similar to ”

Festo



Festo

Mycogen

Festo

Festo

Festo

Festo



Festo

57



(cyber-
squatting) (metatag-hijacking)

A.

- (Anticybersquatting Consumer
Protection Act)



(Anticybersquatting Consumer
Protection Act)

-- (Uniform Domain Name Dispute

Resolution Policy)

(WIPO) (Nationa Arbitration Forum) /

(Disputes.org/eResolution Consortium)

59



e-mall (discovery)
(sucks)” wal martsucks.com
Wad-Mart
wa-Mart
(sucks)”
wd-Mart
wa-Mart sucks
wad-Mart
sucks sucks
sucks



(metatag) HTML

61



2001 EPO PCT  Euro-direct

160,000 1995 100
PCT EPO
PCT
PCT
PCT
EPO

USPTO EPO JPO

62

EPO
EPO

97



USPTO

USPTO EPO JPO

EPO



APCT TRIPS

PCT
TRIPS



BART

(2000 ) Patent Law Treaty

ALT

USPTO JPO

18

APCT -

1999 11 PCT



PCT

PCT

PCT

(3)

PCT
PCT

(5)PCT

PCT

ALT

1)
PCT

PCT

(2
(4)

PCT

PCT



32

67

2002



27

48

2001
60
28
20



Adelman Rader
(“Case And Materials on Patent Law” by
Martin J. Adelman, Randall R. Rader, John R. Thomeas,
and Harold C. Wegner; 1998)
2000 (2000
Supplement to Case And Materials on Patent Law”)
2000
(“Selected Statutes and

International Agreement on Unfair Competition,
Trademark, Copyright and Patent”, 2000 edition)

2001 High Technology Protection Summit, July 20-21,
2001
2001 Patent and Intellectua Property Law and Practice

Summer Institution
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