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July , 2001

2001

( 07/02—09/30)
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07/02 UA 844 12:40 TPE->SFO( 08:45) .

->DC

o

Lecture: | ntellectual Property

= Development and Trend
= Strategies and Technology Transfer

Infringement and Disputes

Visit :

U.S. Copyrights Office

U.S. Patent and Trademark Office
Library of Congress

U.S. Court of Appealsfor the

Federal Circuit ( Case Briefing )

August , 2001

MIT Visiting Lecture : Technology Transfer

Technology Licensing = Technology Transfer Police

Office( TLC) = Operation for Patented Tec.
Industrial Liaison = Managing Faculty

Program( ILP)

Conflict of Interest

Biotechnology Process = Post-licensing activities

Engineering Center = Material Transfer Agreement

(BPEC) = Industry Sponsored Research
Lab for computer = Start-up companies
Science (LCS) = Biotech and Software Co.,

l1]2[3]4]5]6]7]8]9]10/11]12]13]|14]|15/16]|17] 18] 19] 20| 21| 22| 23| 24| 25| 26| 27| 28] 29| 30| 31|

Technology Management Courses in UW—Seattle

Technology Industry Overview
Biotech Industry Overview
Information Technology Overview

Telecommunication Industry Overview
Strategic Decision Making in Technology Co.

Organizational Structure and Effectiveness =

Cogst Volume Profit Analysis

Decision Making with Financial Information
Building and Maintaining Effective Teams
Leveraging Alliances and Network

Time Vaue of Money and Firm Vauation
Effective Project Management

Financial Risk Management and Option
Contract



September , 2001
[ 1[P[3VA P36 TP €] TRbfa 12[13]14] 15] 16]17] 18] 19] 201N 22] 23 AP AR 29 30] 1 |

Technology Management Courses in UW—Sgattle 7‘ Serttle >|

= Supply Chain Management =  Group Presentation  Independent Sudy

= Technology Portfolio Management = Independent Study = University

= International Trade and Polices m Starbucks Company
= Entrepreneurship vs Intrapreneurship = Venture Capital

= Strategy Implementation

1. APLI Traning program in GWU 07.02-07.21

: MIT
07/05 Introduction to the US Lega and Intellectual Property System
07/05 Electronic Search Tools and Intellectual Property Information System
07/06 Overcoming the Perils and Pitfalls of Global Clearance of Trademark
07/06 Licensing Negotiations for Technology Transfer : A Practical Approach
07/09 The Fundamentals and Strategies of Patent Enforcement
07/09 Current US Biotechnology Patent Law and Practice
07/10 Current Patent Litigations Concerning the US Patent and Trademark Office
07/10 Technology Commercialization in the US - development And Trend
07/12 Lega Protection of Computer Software
07/13 Electronic Signature and E-Commerce
07/16 International Copyright Protection and the Digital Agenda
07/16 Visiting FINNEGAN H.F.G&D.
07/17 Visiting ARNOLD & PORTER
07/17 Intellectual Property and Antitrust 1ssues
07/18 Intellectual Property Infringement
07/18 Courses Segment Evaluation

. (reference APLI proposal )

m  To up-date the current development in intellectual property
4



m To engage in direct discussions with leading experts in the field and access the state-of-the-art
technology

m To observe the actual policy shaping process from the perspective of business, government
and the academia

m  To make first-hand, on-site observation of the issue discussed through visiting key agencies
and mgjor law firms

u up-date , ( : ; ;
) - :

. 1

|

M.I.T Viditing — Boston

07/19 DC Boston. Check in MIT Cambridge Marriott Hotel .
short lunch :
MIT (The M.1.T.Technology Licensing Office)
: 1980 (The Bayh-Dole Act, Act 1980 )
, 1981 : : ,
, : : 2000
?

20

The M.1.T. Technology Licensing Office (TLO)
Enables commercial development of
Royalty returnsto M.1.T. reward inventors and support
Inventions and discoveries flowing
The educational and research mission of the institute
From M.I.T. research
07/20 ( The M.L.T. Industrial Liaison Program )
: Biotechnology Process Engineering Center (BPEC )  Artificial Intelligence Laboratory

The M.I.T. Industrial Liaison Program (ILP)
1. The Gate way to M.I.T. Resources (Arrange and Organize the Relationship with Industry )
2. An On-campus advocate on your company
: . Program . MIT




m MIT ( )
m (Al. BPEC ... )
(TLO, ILP...)



2. Officeof Technology Transfer 07.22-07.29
( OTT ) 1984
, : OTT

( : )
] MI T ,
m ( / : ,
. )
. ) )
| |
[ MI T : ) , '
. )
3. Technology Management Coursesin UW (07.30-09.30
) ( ) ) ) ) )
( ) ) ) 1 )

W-NCCU Multi-Discipline Educational Program for Senior Personnel in Technology
M anagement
http://depts.washington.edu/bschoal/ ,
: 25 , , Independent Study
0809/ 0906 Prof. Warren Boeker
? Strategy Creation

? Developing A Sustainable Strategy

? Strategy Implementation

? Entrepreneurship vs. Intrapreneurship
0810 Prof. Michael Song

? Technology Portfolio Management

? Risk Diagnosing & Management for



Technology Innovation Projects
0824 Prof. Ted Klastorin
? Project Initiation, Selection & Planning
? New Product Development
Incentive Systems & Time to Market
? Managing Resources in Multi-Project
Environment

0813/16 Prof. Vern Buck

? Leadership and Empowerment

? Decision Making

? Leadership of Teams

? Team Building and Decision Making
? Motivation & Retention of Key People
0806 / 07 Prof. Jim Jiambalvo

? Cost Terms and Concepts

? Cost-Volume-Profit Analysis

? Decision Making with Financial Information

? Evaluation of Projects and Time Value of Money
? Firm Valuation

? Performance Measure to Drive Strategy

0821/ 27 Prof. Mark Forehand

? New Product Marketing

? Brand Management

? Integrated Marketing Communications

0823 Prof. Kamran M oinzadeh

? Supply Chain Management

0809 Prof. Steve Sefcik

? Accounting Concepts and Principles

? The Balance Sheet, Income Statement ,Cash Flow
? RatioAnalysis

0809 Prof. Steve Sefcik

? Accounting Concepts and Principles

? The Balance Sheet, Income Statement ,Cash Flow
? RatioAnalysis

0828 Prof. Deb Dey

? Networking Basics

? Networking Architecture and Internetworking
? Client Server Systems and Internet Application
0831/11 Prof. Ali Tarhouni

? Industry Overview



( Guest Speakers)

- Startup Business

- Biotech Industry

- Technology Industry
? New Venture Financing
? IPO
? Guest Speaker

- Bot.net

CEO Dan Fine

H B B B ©®
~




OEM ( ODM)

1 1967 (World Intellectual Prope
WI P O)
2 19914 ( WT O) (Agr eemen
on Trade-Rel ated Aspects of I ntBRIRS)YuUual Pr
1
WI PO (1) (2) ( 3)
(4) (5) (6)
TRIPS (1) (2) (3) (4)
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Wl PO (1)
TRIPS (1) (2)
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Clean Room
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(4)

(1)
1979

(Uniform Trade Secret Act)
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2 Know-How
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(patent map)
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3 (ideas)
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(clean room)
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20

15

(generic term)
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)

3

(Know-How)

317
(4)
®)
(6) (Franchise)
(Franchise)
1980 (Bayh-Dole Act) —
(Stevenson- Wydler Technology Innovation Act) (Federal Technology Transfer Act)

1998

88

1980



1998 1999

) (2)
€) 4 (5 (6) (7)
€S) €)

National Technology Information Service,

NTIS National Technology Transfer Center, NTTC Federal
Laboratory Consortium, FLC

Knowledge Express Technomark

23



licensing consultant

technology broker

Technology BTG British Technology Group

University of New Mexico Sandia
automotive airbag

Business Advancement Center

LawrenceK, 1994
Technology Managers, Inc, AUTM

@)
2

3)

technology broker

RCT Research Corporation
Anderson School of Management at the

Lawrence K,1994
University of Colorado

Association of University
" Industrial Technology Needs’

Federal Laboratory Consortium FLC  Association of Federal
Technology Transfer Executive AFTTE AUTM Licensing Executive Society LES  Technology

Transfer Society TTS

24

AUTM LES FLC



2000 29
16 12
2.
up front
British
Technology Group, BTG 50 1998 1999
181 224 MIT
Lita 5
3.
BTG 1999 180 RCT(Research Corporation
Technology) 50 KE Knowledge Express 10
MIT 20
30 80 9
oTT
10 20
4.
NTIS
CATI Cororado Advanced Technology Institute  WTC
Washington Technology Center
5. non-profit organization
Washington Research Foundation, WRF RCT UNISPHERE
NTTC AUTM APIPA

Technomart

25



25% 30 15%
15

7.
RCT
Bio Ventures West Bio Ventures Australia Knowledge Express Trykor
UNISPHERE Unifinancial FLC TTG(Technology Transaction Group)
8.
1
(Patent Licensing Agreement, PLA ) (Technology Transfer
Agreement, TTA)
@ (Patent Licensing Agreement)
a (Exclusive Licensing Agreement )
(Sublicense)
(Antitrust)
(WTO) (TRIPS-Trade Related Aspects of Intellectual Property

Rights)

26



(Sublicense)

(Non-Exclusive Licensing Agreement)

Intel Microprocessor RCA Display

(Unilateral Patent Licensing Agreement )

(Warranty) (Best Effort)

Texas Instrument (TI)
DRAM Hitachi Toshiba

(Bilateral Patent Licensing Agreement)

1993 AT&T Semi-conductor (ITRI)
AT&T

(Cross-Licensing Agreement )

IBM AT&T IBM Toshiba
27



Inc.) (Quantum Corporation)
Seagate Alan Shugart

2 (Technology Transfer Agreement)

3

C )

(Definitions) (Grant) (Consideration)
Requirement) (Termination)
a (The Opening Part of the Agreement)

(Recitals)
(@

28

(Seagate Technology

(Opening)
(Performance and Specia
(Legal Clauseand Closing)

(Effective date)



(b) (Effective date)

(© (Recitals)
Whereas
Whereas clause Philips CD-WO/MODISC
CD-WO/MO DISC Sony
Tayo-Yuden Philips
b (Definition)
(Term)
(Patents) (License Product)
(Territory) (Net selling price) ?
( )
(Fair Market Value)
1
)
1)
( ) (2)
( )
"Grants'

"Agrees to grant”
c (Grant)

(Granting Clause) 1. 2. 3.
29



@
(Subsidies)
(Associated Company/Affiliated Company)
AT&T
Microelectronics AT&T Philips
AT&T
(TSMCQC)
(b)
(Product
Patent owner)
(Process Patent Owner)
(WTO)
(TRIPS-Trade Related Aspects of Intellectual Property Rights)
TRIPS
(Anti-Competition)
(Make)
(Have Made)
(License Field)



(© (Territory)

?
?
?
(d) (Licensing Term)
(e (Grant Back)
(Exclusive)
(Anti-Trust)
d (Consideration)
(Royalty)
(Consideration)
(@
1. (Lump Sum) (Periodic Installment)

2. (Initial fee/Upfront fee)

3. (Fixed annual fees)

31



(b) (Royalty Base)

1 (Per Unit Fee)

2. (Percentage of sales price)
(© (Royalty Rate)
(d)
e (Performance & Specia Reguirement)

(Report)
?
(Late Payment Penalties) (Interest)
(Confidentiality) (Audit) (Warranties)
(Indemnification) (Marking)
@ (Report & Audit)
( )
(Net Selling Price)
1. 2. 3.

(Semiannual Report) (Quarterly Report)

32



(b)

(©

(d)

(€

(f)

@

(Late Payment Penalties & Interest)

(Confidentiality)
(Warranty)
?
(Indemnification)
(Marking)
(Termination)
(For Cause) (Without Cause)

33

(Joint-Invention)

(Breach of Contract);



2. ( )

3.

4.

(b)

(Survival of Provisions)
g (Legal Clause and Closing)
(Arbitration) (Force

Majeure) (Governing Law & Court)

(4)
a (Technical Information to be Provided)

b (Technical Support & Services)



@
(b)
(©

c (Fee)

1 (Upfront Fees)2.

Fees/or Gathering Fees)3.Annual Fees

d (Third Party's Patent)
e (Governmental Approval)
(
f (Appendix)
(Venture Capital)

1.

2.

3.

4,

(Document
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E

1996

160

20

2.5%

5,000



(Start-up)
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89
108 91
803

89

1960

1970

1980

4374

a4

4266

322

91

70%

92

27

12



SWOT

1970 1980

SWOT

70%
30 %

42
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90.10
90.11
90.12
90.12
92 7 25%
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55

10.

GE

ERP
B2B B2C

CRM

47

55

10%

global logistics
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